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116) Zimmer Biomet Holdings, Inc. v. Insall, No. 22 CV 2575, 2023 WL 2895749, at *4 (N.D.
lll. Apr. 11, 2023), aff'd, No. 23-1888, 2024 WL 3381286 (7th Cir. July 12, 2024).

117) Zimmer Biomet, 2023 WL 2895749, at *3.

118) Zimmer Biomet, 2023 WL 2895749, at *6.

119) Alan D. Miller & Michal S. Gal, supra, at 131 (2015).
120) Lear, Inc. v. Adkins, 395 U.S. 653, 674 (1969).

121) Alfred C. Server & Peter Singleton, Licensee Patent Validity Challenges Following
Medlmmune. Implications for Patent Licensing, 3 Hastings Sci. & Tech. L.J. 243,
337-64 (2011).
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123) Crane Co. v. Aeroquip Corp., 504 F.2d 1086, 1092 (7th Cir. 1974).
124) Michal S. Gal & Alan D. Miller, supra, at 1487 (2017).

125) Server & Singleton, supra, at 354 & n.378 (providing a list of Federal Circuit cases
relating to this issue).

126) Michal S. Gal & Alan D. Miller, supra, at 1487 (2017).

127) Cordis Corp. v. Medtronic, Inc., 780 F.2d 991, 993 (Fed. Cir. 1985).

128) Diamond Scientific Co. v. Ambico, Inc., 848 F.2d 1220, 1228 (Fed. Cir. 1988).
129) Christian Chadd Taylor, supra, at 225,
130) /d. at 238-39.
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133) Richard Weil Goldstucker, Stop the Bleeding: Medimmune Ends the Unjustified Erosion
of Patent Holders' Rights in Patent Licensing Agreements, 16 J. Intell. Prop. L. 137,
157 (2008).

134) /d.
135) Rates Tech. Inc. v. Speakeasy, Inc., 685 F.3d 163, 173 (2d Cir. 2012).
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AgH HEL Sk olF EHUAL SIHUY 4ANALEE A7ISHY
T, SAYAL A1l FTE V1At BAULL o A HEHTAL
T FelApEgel 2rigel of A SSuwel AYEn U] %
A4S AFT BYo] UL Bolx] ~ekn WAt

o] Ak F 1t YV(EFBNEZ AU FAhato] A g
2 gl Az gagl 2P 424 AEggdAne Arsac &
SATre geldiaol that Saag o] Wes gl &3k ofUgiths o] §2 o
o] HTE ALt 39 1 T S5 WUAL S ABH24ES AV
¥ EFHYL ms} ofiy =xp.2mE 512] ofslgomE o] AHA AlAL
BRI wetste] o] AbA AL 4640 o] AT EF Y
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AT FFAANA Ak wshH.

SSIAMR 2016, 4. 27.% 201551464 AZ
30) S5{ATE 2006. 1. 31.% 200452458 Az
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HE) 2R

AU A YES FUALIEARALE D) FADREAILL 2
Higololag o4 PEYe ANGHTAE G A BEHS TG
1L, AT ol A1) EAE Zelok Tl HAIS)
BAde] PANE 239 oA Sesm AP
Lo AHLS FHEI she, WHTASEE AR S

;R
=
e M

0{ 0|=22] Medtronic v. MFV TZQo| tg|

vl 551 v eI AS oA %611 e vEe] SEHAL T &
HAIAOE skl Higte] HEol AL, AYHH ALl Medtronic v. MFV A3
oA S8 8AT AE YAk Arhe WS AlABIATAD ofst, s Aol
tistol AAs] e

b A

MFV  Family Ventures(°]o} MFVAHE ©o]4ld  AAA=7](implantable
heart stimulator) £3]9] Es|@AAto|t}. 1991W, MFVAR= Eliy Lilly(e]sk

41) CHHA 1998. 3. 13. M1 97045259 THA,

42) i 2016. 3. 10. M1 20130199409 T, ¥ 2018. 7. 24. M1 2018012215563 T,
43) Y 2007. 7. 12. A1 2006C39617 2.

44) Medtronic Inc. v. MFV Family Ventures LLC 134 S.Ct. 843 (2014).
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LillyAhet sig &3]0 et A-&HAIAFE AAstdtt. o] % LillyAbs sid A
FA=7] ool AAlet #Esto] MedtronicAkel A Al(sublicense) A 2F
< AZF4) g AHAAG] sk, MFVAF E& LillyAPE A2
MedtronicAt AlFe] tiA 5519 dHE Msigcty wasts 4 LillyAt
MedtronicAtel HsiE Fgste SAE TFL AS FHHAH. 40 E,
MedtronicAle= BARS] A AlEo] MFVALY] E5]dE& Adgth= SA& U<
o, = 7HA] Ad"o] Ql=t] RFAHAEE AESAY HAEE AESH= FA

RIAES Bolo] MFVALY] E5149 484 2 Y 773l disl o9& Al
71 3t @7} QIok.47) whek MedtronicA} QERS o711 AA RS A BetA] OF

Al, MEVARE AAAIYS SRS & Q3L Asjade A7d & 49

ﬂl

=

20044, Boston ScientificAte] 100% AF3JAFI GuidantAl= LillyARe] &
1A S SAOUTEHA9 20061, MFVAE, GuidantAt 2 MedtronicAl= £33
AAE AT €49 A9 A5 84 (Litigation Tolling Agreement,50)
LTA)— AAstcE5D LTAE MFVAPE BQ-gt '19 E51°9] W9, eldA 2
7Fs/doll st} FARRRE Tholl ARl E40] SAgH AL BAIH o= Q1 st
‘4-52) MedtronicAh= AAIE ESAW ER1ASS A7 5k WIAZZT HE
< YotA] ot LTAE A2t 53) LTAC 2lotd, MedtronicAb7t oA HE

45) /d. at 846; 2013 WL3935883 (U.S.) Brief for Petitioner., July 26, 2013, at 9.

46) 2013 WL3935883 (U.S.) Brief for Petitioner., July 26, 2013, at 9.

47) Id. at 9-10 (“Upon receipt of such a notice, Medtronic had the right to pay the
demanded royalties under protest and to bring a ‘Declaratory Judgment action’
challenging ‘the validity and enforceability of any patent under the MFV license, ...").

48) Medtronic Inc. v. MFV Family Ventures LLC 134 S.Ct. 843, 846-847 (2014).

49) /d. at 10; Medtronic, Inc. v. Bos. Scientific Corp., 777 F. Supp. 2d 750, 758 (D. Del.
2011).

50) A tolling agreement is a written agreement, signed by both sides to a potential lawsuit,
that suspends the statute of limitations for an agreed amount of time.
(https://www.lewitthackman.com/for-whom-the-claim-tolls-5-reasons-to-consider-a-
tolling-agreement-before-filing-a-lawsuit/).

51) 2013 WL3935883 (U.S.) Brief for Petitioner, July 26, 2013, at 10.

52) /d. at 9.

53) 2013 WL5172001 (U.S.), Brief for Respondent Mirowski Family Ventures, September 16, 2013,
at 9.
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A T2 F, FRIAEZ 5ot Aol tisto] ol E A7lshr| 2 A=t 4
, ARAANRE FEAH (escrow account)oll A &, BI4E S4 FAAL

< =)
A FHAANRE EHish |2 FFsHH. 59

20079, MFVAR= MedtronicAtl A AARS] 77]9] AlAlEC] AR 27 £5
HE Aot SRk MedtronicAts did AlEo] ti4 S5l A9

£ goluAY i E517F F80]7] wj&ol| MFVAS] 58S HdfistA] e
ohal 46355 MedtronicAbs 2= dakeo] QXA ol v sl
& A7Iste] &5 HA, E51Fa 9 HPE7Hunenforceability) el
Aot MedtronicAl= MFVALR} A Z%E LTA ey whet 2= Ha A
£ A=Al X5k 50 MedtronicA7t ER14ES A7 Al E5AAA
oF A
o}

o] oHs] frash] Weol MFVARE Msied Wa A5 2 71 g &

b YUK TH U =

(1) MedtronicAte] 4 9 =4
MedtronicAte= ER1AE9] SHAAT} THsto] ok
A, TAAESOA SHAULZ AAR UJFE} A=,
o] HEA A7 AT

Z97 7 3
A 0 N T g

54) /d. at 10.
55) Medtronic Inc v. MFV Family Ventures LLC 134 S.Ct. 843, 847 (2014).
56) Medtronic, Inc. v. Bos. Scientific Corp., 777 F. Supp. 2d 750, 759 (D. Del. 2011).

57) Medtronic, Inc. v. Bos. Scientific Corp. 695 F.3d 1266, 1273 (Fed. Cir. 2012), cert.
granted, 133 S. Ct. 2393 (May 20, 2013).

58) 2013 WL5666595 (U.S.), Reply Brief for Petitioner, October 16, 2013, at 18-31.
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o
s ﬁ%o - 1 P & SR ReSHolo) Ui Al
: %)

= 37}t 5\-*}5—0“/\1 q”‘] E}*‘?“OV]Z]
2 AgH H9+= oA gFod &
ovg 31440 FEA(finality)e] F&HT).6D

MedtronicAlR= MEVAZF AR AASE Schaffer BA| Tt r =815l
oh I g0 wet diofA FHEAYS FESHA she TAAYU 71EAA
(ordinary default rule)’S #-8&3dtojof 3Jtrt=62) FA-L2
Schaffer BA9] 7|EH2L 3lo] AdofA] thds}

o] ERlaE HAoIA GARY] YEA HTol

o] MAEA S=the Aotk Eeh, MFVARE &

g} ¥+ 9l(non-claim coverage) © thgt &RlAFolgtal 45163 MEV

59) /d. at 34-47.
60) to provide "an immediate and definitive determination of the legal rights of the parties.”

61) Restatement (Second) of Judgments § 28 (1982), ("Although an issue is actually litigated
and determined by a valid and final judgment, and the determination is essential to the
judgment, relitigation of the issue in a subsequent action between the parties is not
precluded in the following circumstances: ... (4) The party against whom preclusion is
sought had a significantly heavier burden of persuasion with respect to the issue in the
initial action than in the subsequent action; the burden has shifted to his adversary; or
the adversary has a significantly heavier burden than he had in the first action; or ...”).

62) Schaffer v. Weast, 546 U.S. 49, 55 (2005) (“the normal rule [is to] allocat[e] the burden
to the party seeking relief.”).

63) 2013 WL5172001 (U.S.), Brief for Respondent Mirowski Family Ventures, September 16,
2013, at 37 (“There is a significant difference between a DJ action for non-infringement
and a DJ action for non—claim coverage. In the former, the patentee must counterclaim
for infringement since it arises from the same ‘transaction or occurrence’ as the DJ
claim. Fed. R. Civ. P. 13(@)(1)(A). In contrast, in the latter, the patentee cannot
counterclaim for infringement since the plaintiff/licensee is not an infringer (because of
its license).”).




A= MedtronicA7b 9HeF mjAE A|lFSof tidt AAE A2 AFRFOH 55

A 2SS A7 Aolgta AAstE R LAFALE A|QstaL, o] &%

52 MedtronicA7E AR Al&S AFATHE MEFVAPE A7 98 %]-EH—’P—%W

A AT BT 5] FUstRE S5 Ao wEt S5 JShE A4S

SfjoF ghrh= Zloltt.05)

53], #3dhol thet S8 AU} BT}, MedtronicAl= o} 2ol %
AA BAdS FEoh=s Mo 1L 91

st deEe EAT oHdt A8 s olE 3} AL Hefjo] dSshe WS

22 Al7IstaL BestA AstA sk Zlol Bhgsitt.o0) B4, MFVARZE 3ol
Hei7t obd AR fl(claim coverage)2tal F4dh= v} Bl StE Pt ol
A Gof gl Apold £,6) FFE 4, =AM, HE E 7EF ARl o
stol= HF E5{8S whtof gtrt.o8)

(2) MFVARS] 4 9 =4

e 9] Aejol met E35de MssHA g AAldARs AR 2 & Q.09

64) /d. at 48 (“Alternatively, it could have chosen not to pay the royalties (“although it would
have subjected itself to a suit for infringement.”).

65) 2013 WL5666595 (U.S.), Reply Brief for Petitioner, October 16, 2013, at 2 & 7.

66) Brief for Petitioner, 2013 WL 3935883 (U.S.) (Appellate Brief), July 26, 2013, at 44-45
("The Federal Circuit's rule places infringers in the particularly difficult position of
disproving infringement under any possible theory, including theories under the doctrine
of equivalents, -+ Practicality and efficiency favor requiring the patentee to raise and
articulate such infringement theories, rather than requiring the accused infringer to
anticipate and refute them.”).

67) Reply Brief for Petitioner (Appellate Petition, Motion and Filing), 2013 WL 5666595
(U.S.), October 16, 2013, at 8 ('In any event, even if MFV were correct that the issue
here is “claim coverage” rather than infringement, the distinction is purely semantic.”).

68) /d. at 8 ('Either way, the answer turns on federal patent law governing claim
construction, literal infringement, the doctrine of equivalents, and other matters.”).

69) 35 U.S.C. §271(a) (“whoever without authority makes, uses, offers to sell, or sells any
patented invention---during the term of the patent therefor, infringes the patent.”).
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71231 MedtronicAtoAl AA|Ho] FoEd 7] wj&Eof MFVAR= MedtronicAF7}
E51d HofAeta 4T A7 glal ‘ol gt 807t S5l AAoA AREE
= A%, EoAAEAE Halxprr 2 & gith70

E3 SPAAIG THste] FAE FFEke FAAE SEHALS FESE F
Aol 7|E3FA]70] Q| EAFA Q] 11 F2lo] RE AMAL g AsHAE EolA|ut

SHISHA sfidstH MedtronicAZF =45k HERF 2ol &% A
2 A A A FARIA S AL FEolA ok A2 =9 EF 92
£ Zoltt. HojadolA E5|EATE Hdfjol gt T AL FHote= A2 55
HAo)7] wj o] ofet HshE F4otar 13k Hsfol TA(GEA8E, <30

HH*P, wzﬂ HNE A7 el 9

& Saaa A9 A

ofetel S3AAAA Fahel

9L FFSH @ ol Rt firke Aol
o webd AABATE SHANE JHE A7 SAhsNA S DA Ao

Sasly] o] S5 Ashel et WaS AT S o4 AL 7
A% FTEA e AL, TES] dt FRAAL YA A EFAFAS
AT P SEAAS Bk 290 whetop Stk Zlolth7

s3] SEHYUT Hsto], MFVARE t=3 go] st 3A, 14
A E-2 HAEA Zo|(insubstantial differences) BIAEZF H5E 5
o= 3 24US AR Y= 2FE WHSIRTE73) Warner-Jenkinson

70) 2013 WL5172001 (U.S.), Brief for Respondent Mirowski Family Ventures, September 16,
2013, at 6-7.

71) 2013 WL5172001 (U.S.), Brief for Respondent Mirowski Family Ventures, September 16,
2013, at 23 (“Patentees asserting infringement have to prove infringement, not because
they are patentees, but because they are asserting infringement (and seeking relief
based on this infringement).”).

72) ld. at 26-27 (“If there is an infringement counterclaim (both parties are seeking relief),
it is an inverted infringement suit and the patentee has the burden. However, if a
counterclaim is precluded (by a license), the normal default rule applies and the party
seeking relief (the licensee) bears the burden.”).

73) Brief for Respondent Mirowski Family Ventures, 2013 WL 5172001 (U.S.) (Appellate
Brief), September 16, 2013, at 14 ("The district court also erred by not recognizing that



CAFC AdgolA] oA vldd4 o] I AES AlAsk3l=dl, CAFCE L
E51HAE S99 eFo wet F5sE SOk Sttt AAISHIT74)
EA, MFVALS] ‘B2 F%(prove a negative) ©] @A 0 =R otz 7]
=1 Zo] g5ttt S5 £A8 B HsSE S5 fIsiA
T4 849 YZ|(all elements rule E+ all limitations rule)l| @} 3
AlFo] it S8 BE 845 230 U3 SHotofof gttt 12y v
= S8 AdiM= FFFe 24 F Sl aanto|gte AAISHA
NS SYSIAH =t Amstar v. Envirotech 20| w2 “H1g9] @47}
A BAAFE B S804 w2 A5 HRs7 dSET75) A Tk, 1
I AFY FHHeAaet A EoEE e 14847 BF sdstojortt st 5
BEI HH& = shte] 84t gete FHo] HERE BRG] Fo] T oFA
23 235|8 ¥ Hrh= ool

&

Boreore
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514 Asie St S3ld = A7) SHske B 847t
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the ‘insubstantial differences” test was a recognized test for proof of doctrine of
equivalents infringement (claim coverage).”).

74) Hilton Davis Chemical Co. v. Warner-Jenkinson Co., Inc., 62 F.3d 1512, 1561 (Fed. Cir.
1995) ("Hilton Davis must prove infringement under the doctrine of equivalents by a
preponderance of the legal evidence.").

75) Amstar Corp. v. Envirotech Corp., 730 F.2d 1476, 1484 (Fed. Cir. 1984) (“To prove
infringement of a patent claim, it is necessary to show that the accused device has each
element recited in the claim, either literally or by equivalents. This rule is known as the
‘all elements’ or ‘all limitations™ rule. To prove non-infringement, however, it is only
necessary to show the absence of any one element.”).

76) Brief for the United States as Amicus Curiae Supporting Petitioner, 2013 WL 3990879
(U.S.) (Appellate Brief), August 2, 2013, at 16 ("To prove infringement of a patent, the
patent holder must make an affirmative showing that ‘every limitation set forth in a claim
lis] found in an accused product or process exactly or by a substantial equivalent.’
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Becton Dickinson & Co. v. C.R. Bard, Inc.,922 F.2d 792, 796 (Fed. Cir. 1990).
Accordingly, regardless of whether the patent holder asserts literal infringement or relies
on the doctrine of equivalents, it must demonstrate how each limitation of the relevant
claim maps onto the accused product. See Warner-Jenkinson Co. v. Hilton Davis Chem.
Co.,5620 U.S. 17, 29 (1997)( “[Tlhe doctrine of equivalents must be applied to individual
elements of the claim, not to the invention as a whole.”); Southwall Techs., Inc. v.
Cardinal IG Co.,54 F.3d 1570, 1575 (Fed. Cir.)(for literal infringement, “every limitation
set forth in a claim must be found in an accused product, exactly”), cert. denied, 516
U.S. 987 (1995).").

77) Intellectual Property Owners Association, [PO.

78) Brief of Intellectual Property Owners Association in Support of Respondents, 2013 WL
534857, at 6-7.

79) Under Sea Industries, Inc. v. Dacor Corp., 833 F.2d 1551, 15657 (Fed. Cir. 1987) (“The
burden always is on the patentee to show infringement.”).

80) Medtronic, Inc. v. Boston Scientific Corp., 777 F.Supp.2d 750, 766 (Del. 2011); Under
Sea Industries, Inc. v. Dacor Corp., 833 F.2d 1551, 1557 (Fed. Cir. 1987) (“The burden
always is on the patentee to show infringement”).

81) Medtronic, Inc. v. Mirowski Family Ventures 134 S.Ct. 843, 847 (2014) (“After a bench
trial, the court found that Mirowski had not proved infringement, either directly or under

the doctrine of equivalents. And since Mirowski, the patentee, bore the burden of proof,
it lost.”).
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82) Medtronic, 695 F.3d at 1272.

83) /d. at 1274,

84) Medtronic, 134 S.Ct. at 847.

85) /d. at 843 ("Holdings: The Supreme Court, Justice Breyer, held that: licensee did not

have burden of persuasion in the declaratory judgment action.”).

86) /d. at 849.
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87) /d. at 849-850 ("To shift the burden depending upon the form of the action could create
postlitigation uncertainty about the scope of the patent. Suppose the evidence is
inconclusive, and an alleged infringer loses his declaratory judgment action because he
failed to prove noninfringement. The alleged infringer, or others, might continue to
engage in the same allegedly infringing behavior, leaving it to the patentee to bring an
infringement action. If the burden shifts, the patentee might /ose that action because,
the evidence being inconclusive, he failed to prove infringement. So, both sides might
lose as to infringement, leaving the infringement question undecided, creating
uncertainty among the parties and others who seek to know just what products and
processes they are free to use.”).

88) /d. at 850 (“A complex patent can contain many pages of claims and limitations. A patent
holder is in a better position than an alleged infringer to know, and to be able to point
out, just where, how, and why a product (or process) infringes a claim of that patent.
Until he does so, however, the alleged infringer may have to work in the dark, seeking,
in his declaratory judgment complaint, to negate every conceivable infringement
theory.”).

89) /d. at 850.
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90) Schaffer v. Weast, 546 U.S. 49 (2005).

91) Medtronic, 134 S.Ct. at 851 (“when an element of a claim ‘can fairly be characterized
as [an] affirmative defens[e], the burden of proof‘may be shifted to [the] defendants’;
id., at 60, 126 S.Ct. 528“[T]he ordinary rule, based on considerations of fairness, does
not place the burden upon a litigant of establishing facts peculiarly within the knowledge
of his adversary”).

92) /d. at 851.

93) Megan M. La Belle, ‘Reverse” Patent Declaratory Judgment Actions. A Proposed Solution
for Medtronic, 162 U. PA. L. Rev. Online 43, 52 (2013).

94) /d. at 52-53 (“Just as Medtronic was able to sue for declaratory relief notwithstanding
the license, the defendants could have counterclaimed with a DJ suit of their own.
Indeed, the Federal Circuit recognized this explicitly in Lang, holding that, as long as
there’s a justiciable controversy, a patentee’s right to seek a declaration of infringement
against a future infringer mirrors the right of a future infringer to seek a declaration of
noninfringement against a patentee.”).
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95) /d. at 851.
96) Under Sea Indus., Inc. v. Dacor Corp., 833 F.2d 1551 (Fed. Cir. 1987).

97) Peter J. Shurn Ill, Using Declaratory Judgments Offensively in Patent Cases—DJ JIVE,
3 J. Marshall Rev. Intell. Prop. L. 1, Fall 2003, at 3 (“However, it is the declaratory
judgment defendant who has the burden of proving patent infringement exists. That is,
the burden of proving patent infringement is on the patentee, regardless of who brings
the lawsuit.”).

98) Megan M. La Belle, supra, at 54 (‘It is well established that patent owners bear the
burden of proof on infringement and that the declaratory posture of the suit does not
alter that burden. That a patent owner may be unable to counterclaim for present
infringement in certain situations does not justify an exception to these rules.
MedIimmune held that all declaratory judgment actions should be treated equally, and
Medltronic will now provide the Supreme Court with the opportunity to remind the
Federal Circuit of this guiding principle.”).

99) Peter J. Shurn I, supra, at 10 (“The burden is on the declaratory judgment
defendant--the patentee——to prove infringement. Things are backwards, with the
proponent of the action——the plaintiff-—not bearing the burden of proof in respect to the
merits of the non-infringement issues contented in the plaintiff's pleadings.”).

100) Brianna Strange, Medtronic v. Boston Scientific.: Allocating the Burden of Proof in
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Declaratory Judgment Actions for Patent Non—Infringement, 9 Duke J. Const. L. & Pub.
Pol'y 42, 58 (2013) (“The Federal Circuit's decision in Medtronic improperly gives the
declaratory  judgment  plaintiff-licensee ~ Medtronic the burden of proving
non-infringement. In a declaratory judgment action for non-infringement, the plaintiff
-licensee is necessarily at risk for infringement liability. The plaintiff in this instance
should not bear the burden of disproving what they are impliedly accused of doing
because this allocation of the burden does not comport with congressional intent or the
procedural nature of declaratory judgments. To remedy the situation, the Supreme
Court will likely reverse the Federal Circuit and hold the burden of proving infringement
remains with the patent holder.”).

101) The burden of proof lies upon him who affirms, not him who denies.
102

~

Sorin G. Zaharia, Burden of Proof in Medtronic: The Federal Circuit’s ldiosyncratic Patent
Jurisprudence Vetoed. Again, 30 Berkeley Tech. L.J. 777, 777 (2015) (“Ei incumbit
probatio qui dicit, non qui negat. In line with this time—honored maxim, the United
States Supreme Court held in Medltronic, Inc. v. Mirowski Family Ventures, LLC that in
a declaratory judgment action filed by a licensee denying infringement, the patent
owner (the nominal defendant) retains the burden of proof for showing infringement.”).

103) /d. at 805 (“While the Court’s ‘simple legal logic’ partly relies on a historical quirk, the
result in Medtronic was unavoidable in view of eighty years of legal precedent, practical
considerations, and public policy.”).

104) Heather Scruggs, Burden of Proof in Declaratory Judgment Actions Between Patentee
and Licensee Medtronic, Inc. v. Mirowski Family Ventures, LLC, 134 S. Ct 843 (U.S.
2074), 33 Corp. Couns. Rev. 143, 144 (2014) (“As stated by the Supreme Court, a
patentee usually bears the burden of persuasion in an infringement action. Because a
patentee must be ready to prove infringement after accusing a licensee of infringing
on a patent, it is not unreasonable to expect the patentee to do the same in a situation
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like this. ... Now that patentees know they will be responsible for proving infringement
in either instance, perhaps they will be slower to accuse licensees of infringement.”).

105) #Eit , A, PBE IR RESAREIZ IR , FAIRIE, 2012 F5147 , 2012, 1807,

100) (ERARERATHMEEEYIRZCL AT S 7N NRERREERATIERKHAMBILE RN
UHZERPE) (2001) R=MFEAS (20138 48 8Y HX|, (RRARERATHEBRILEH
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114) Gesamte Rechtsvorschrift fiir Zivilprozessordnung §. 228. Es kann auf Feststellung des
Bestehens oder Nichtbestehens eines Rechtsverhéltnisses oder Rechtes, auf Anerkennung
der Echtheit einer Urkunde oder Feststellung der Unechtheit derselben Klage erhoben
werden, wenn der Klager ein rechtliches Interesse daran hat, dass jenes Rechtsverhiltnis
oder Recht oder die Urkundenechtheit durch eine gerichtliche Entscheidung alsbald
festgestellt werde.

115) OGH 100b47/20i, "Rechtliche Beurteilung 2. Prozessokonomischer Zweck der
Feststellungsklage ist es, die Rechtslage dort zu kldaren, wo ein von der Rechtsordnung
anerkanntes Bediirfnis nach Klarung strittiger Rechtsbeziehungen besteht, sei es, um
weitere Streitigkeiten zu vermeiden, sei es, um eine brauchbare Grundlage fiir weitere
Entscheidungen zu schaffen (RS0037422). Der Zweck der negativen Feststellungsklage
ist primar, einen fir beide Teile nachteiligen Schwebezustand zu beenden, eine
Rechtsanmapung des Beklagten als Ursache der Rechtsunsicherheit abzuwehren und den
Gegner zu zwingen, das angemaBte Recht zu beweisen oder aufzugeben (RS0039109;
RS0038974; Frauenberger-Pfeifer in Fasching/Konecny 111/1 § 228 Rz 30 mwN)."



QAEFoRY] I Al =0 HHASRIAT A=t FAFSIY. @
AEToLo] gl of" A7} s 5512 HH Lo FIh=AE st
+ 20| 110 s W82 QAEZoL E5H A163xA FH5tL Ut 2
AEg ol E5H A1632= &9 FAl(declaration relief)gh= A& of=f Al
ol "o AFS Ax, #uistAY HHS ARgshe A Be %A sk
Aotz A= FFEA ESHA B AEAHAHEAE AHE 513 1 Al
F Ev WHol AAor ke FEAoR E5H dHHHR &oheA oF

zq—-—]_oq = SJ-i ) PSR e _H-go]-_ﬂ 117) xﬂz

1o
i

(o]
o
-
ﬂl?ﬂ
s
%9,
=
K
=

ook
0% rlo .

G, WS T A, W, AT 0 AL old TUE 28I
Sele 49, 1 AR A 7 B4 B o] 4408 £t ydos
3] Aol ST FANTES F7T 5 Aohea FAste] A3 2

°L‘3

ﬂgl m 9

116) Gerhard Friedl/Fritz Schonherr/Gottfried H. Thaler, Patent— und Markenrecht, Manzsche
Verlags, 1979, 240 (“- beim Feststellungsantrag nach dem PatG hingegen ist
Gegenstand des Verf nicht das Bestehen oder Nichtbestehen des PatRechts, sondern
nur die Feststellung, ob ein bestimmter Gegenstand oder ein bestimmtes Verfahren
unter ein bestimmtes Pat fillt oder nicht, anders ausgedriickt: wie weit das im
PatRecht enthaltene Untersagungsrecht in einem bestimmten Fall geht.”). (“:--on the
other hand, the subject of the proceedings is not the existence or non—existence of the
patent right, but only the determination of whether or not a certain object or a certain
process is covered by a certain patent, in other words: how far the right to prohibit
contained in the patent right extends in a certain case.”).

117) Patentgesetz 1970 (*§ 163 (1) Wer einen Gegenstand betriebsmiBig herstellt, in
Verkehr bringt, feilhdlt oder gebraucht, ein Verfahren betriebsmaBig anwendet oder
solche Mapnahmen beabsichtigt, kann gegen den Inhaber eines Patentes oder den
ausschlieBlichen Lizenznehmer beim Patentamt die Feststellung beantragen, da@3 der
Gegenstand oder das Verfahren weder ganz noch teilweise unter das Patent fillt.”) .
("8 163 (1) Anyone who manufactures an object commercially, puts it on the market,
holds for sale or uses it, applies a process in an operational manner or intends to take
such measures, can apply to the patent office against the holder of a patent or the
exclusive licensee for a declaration that the object or the Procedure is not covered in
whole or in part by the patent” (RAEZ|0} E5HO| FO HIYEL https://ip-
documents.info/2022/IP/AUT/22_7699_00_e.pdf Z=x)) .
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118) Patentgesetz 1970 (“§ 163 (2) Der Inhaber eines Patentes oder der ausschliefliche
Lizenznehmer kann gegen jemanden, der einen Gegenstand betriebsmapig herstellt, in
Verkehr bringt, feilhilt oder gebraucht, ein Verfahren betriebsmaBig anwendet oder
solche MaBnahmen beabsichtigt, beim Patentamt die Feststellung beantragen, dap der
Gegenstand oder das Verfahren ganz oder teilweise unter das Patent fillt.”). (“§ 163
(2) The holder of a patent or the exclusive licensee may apply to the Patent Office for
a declaration that the object or the process is against someone who manufactures,
markets, sells or uses an object, uses a process or intends to take such measures falls
under the patent in whole or in part.”).

119) Andreas Weiser, Osterreichisches Patentgesetz Gebrauchsmustergesetz 2005:25 Jahre
osterreichische Rechtsprechung, Wien: Verf. Medien und Recht, 2016, 427 (“Sinn und
/weck des Feststellungsverfahrens ist die Entscheidung, ob ein bestimmter
Gegenstand oder ein bestitnmtes Verfahren unter ein Patent fillt oder nicht. Im Zuge
des Feststellungsverfahrens ist zu beurteilen, ob ein Patenteingriff vorlage, falls der
Feststellungsgegenstand betriebsmafig hergestellt, in Verkehr gebracht, feilgehalten
oder gebraucht (bzw zu diesen eingefiihrt oder besessen) wiirde.”). (The purpose of the
declaratory proceedings is to decide whether a certain object or a certain process is
covered by a patent or not. In the course of the declaratory proceedings, it is to be
assessed whether a patent infringement would exist if the subject matter of the
declaration were manufactured, marketed, displayed or used (or imported or
possessed) in the course of business.).

120) Peter Burgstaller, Osterreichisches Patentrecht Kommentar, Wien: Verf. Medien und
Recht, 2012, 245 (“Das Feststellungsyerfahren zielt auf die Herbeifithrung einer
Klarung, ob ein Gegenstand oder ein Verfahren unter ein Patent féllt oder nicht -
Verletzungsklagen sollen dadurch moglichst hintangehalten werden.”). (“The declaratory
proceedings aim at clarifying whether an object or a process is covered by a patent
or not - infringement suits are to be prevented as far as possible.”).
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121) European Justice, Taking of evidence: Austria, 2023 ("In principle, each party is required
to list all the factual claims justifying their application (burden of allegation --
Behauptungslast) and to provide the appropriate evidence (Sections 226(1) and
239(1) of the Austrian Code of Civil Procedure (Zivilprozessordnung, ZP0)). Each
party carries a burden of proof to ensure that the all the conditions of the rules
favourable to it are met. Under normal circumstances, claimants must assert all the
facts in support of their claim and defendants must assert all the fact in support
of their objections. The claimant also bears the burden of proving that the
procedural requirements are met."
¢https://e-justice.europa.eu/76/1T/taking_of_evidence? AUSTRIA&clang=en).

122) Gesamte Rechtsvorschrift fiir Zivilprozessordnung §. 226. (1) Die mittels vorbereitenden
Schriftsatzes anzubringende Klage hat ein bestimmte Begehren zu enthalten, die
Thatsachen, auf welche sich der Anspruch des Klagers in Haupt- und Nebensachen
griindet, im einzelnen kurz und vollstdndig anzugeben, und ebenso die Beweismittel
im einzelnen genau zu bezeichnen, deren sich der Kldger zum Nachweise seiner
thatsachlichen Behauptung bei der Verhandlung zu bedienen beabsichtigt. § 239. (1)
Die nach § 230 Abs. 1 aufgetragene Beantwortung der Klage hat mittels
vorbereitenden Schriftsatzes zu geschehen. Sie hat ein bestimmtes Begehren zu
enthalten und, soweit der Klagsanspruch bestritten wird, Antridge gestellt und
Einreden erhoben werden, die Tatsachen und Umstande, auf welche sich die
Einwendungen, Antrdge und Einreden der beklagten Partei griinden, im Einzelnen
kurz und vollstandig anzugeben sowie die Beweismittel, deren sich der Beklagte zum
Nachweis seiner tatsachlichen Behauptungen bei der Verhandlung zu bedienen
beabsichtigt, im Einzelnen genau zu bezeichnen. (2AE2(0t TIANASH X226% 18
THMHE Sot0 H7|5= 2Z0= 40t H1E ZetolloF ofH, 1o =8 & FHo 2
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123) Sascha Salomonowitz, Global Patent Litigation : Austria, October 2008, at 29 ("Civil
patent infringement litigation follows the same rules as other civil litigations. ... The
parties have to present the facts on which they base their arguments and provide
evidence for each fact. The general principle is of course that the party relying on a
particular fact also has the burden of proof for this fact unless a burden of proof rule such
as Section 155 Patent Act switches the burden of proof to the other party. According to
Section 155 Patent Act any object produced according to a patented process is assumed
to be using such process in case the result is the same (see 3.3). Hence defendant has
to show that he uses a different process to overcome that assumption.”).
¢http://ebooks.znu.edu.ua/files/Bibliobooks/Inshi34/globalpat entlitigation/austria.pdf).

124) Gesamte Rechtsvorschrift fiir Patentgesetz 1970, § 155. Bei einem Patent fiir ein
Verfahren zur Herstellung eines neuen Erzeugnisses gilt bis zum Beweis des
Gegenteiles jedes Erzeugnis von gleicher Beschaffenheit als nach dem patentierten
Verfahren hergestellt. ("Austrian Patent Law 1970, 155. In case of a patent for a
process for the manufacture of a new substance, any substance with the same
characteristics shall be regarded as having been manufactured according to the
patented process until proof to the contrary.")

125) Guido Kucsko, Geistiges Eignetum (=Intellectual Property), MANZ Verlag Wien, 2003,
962 (“Der Feststellungswerber muss die maBgeblichen Tatsachen fiir die
Passivlegitimation des Antragsgegners nachweisen.”). (“The applicant for a declaratory
statement must prove the relevant facts for the passive legitimacy of the defendant.”).

126) Andreas Weiser, Osterreichisches Patentgesetz Gebrauchsmustergesetz 2005:25 Jahre
osterreichische Rechtsprechung, Wien: Verf. Medien und Recht, 2016, 429(“Bei einem
positiven Feststellungsantrag hat der Antragsteller die Passivlegitimation des Belangten
bzw die hiefiir mapgeblichen Umstinde nachzuweisen.”). (“In the case of a positive
application for a declaratory judgement, the applicant has to prove the passive
legitimacy of the defendant or the relevant circumstances.”).

127) Andreas Weiser, Osterreichisches Patentgesetz Gebrauchsmustergesetz 2005:25 Jahre
osterreichische Rechtsprechung, Wien: Verf. Medien und Recht, 2016, 429(*Damit ist

der (positive) Feststellungswerber fiir die — erfolgte oder erst beabsichtigte —
behauptete ,Patentverletzung” de facto in derselben Weise beweispflichtig wie der
Klager im gerichtlichen Patentverletzungsverfahren;......"). (‘Thus, the (positive)

declaratory petitioner is de facto obliged to prove the alleged "patent infringement” -
which has occurred or is only intended — in the same way as the plaintiff in the judicial
patent infringement proceedings;......")
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128) ABRHIAFFIFRTFR 2 0F (7) 52 1495((4)¢ 2T, HENRSIIN L HEHEMEICEDE |
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136) MAtS, AO| HIIA, 28T,

137) Richard Miller et at., 7errell on the Law of Patents 17" ed., Sweet & Maxwell, 2011,
at 807.

138) Mxtg, ¥o HIA, 17H.

139) MAtS, A9l BN, 75-76H; Intellectual Property Office, “Manual of Patent Practice”
Section 71(2) (“Subject to section 72(5) below, a declaration made by the comptroller
under this section shall have the same effect as a declaration or declarator by the
court.”).
¢https://www.gov.uk/guidance/manual-of-patent-practice-mopp/section-71-declarati
on-or-declarator-as-to—-non-infringementy.

140) HXtE, ¥l E1A, 77H; Intellectual Property Office, “Manual of Patent Practice”Section
71 (“The burden of proving the absence of infringement rests, in my judgment, upon
the plaintiff.”).
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¢https://www.gov.uk/guidance/manual-of-patent-practice-mopp/section-71-declarati
on-or-declarator-as—to—non-infringement.

141) Mallory Metallurgical Products Limited v Black Sivalls and Bryson incorporated [1977]
RPC 321, 345 (*---. the description must be sufficiently clear and precise to enable the
court to declare that an article corresponding with the description would not constitute
an infringement. The burden of proving the absence of infringement rests, in my
judgment, upon the plaintiff. If there be lack of clarity or precision, the court is not in
a position to grant the declaration sought”).

142) Craig Turner, Daniel Byrne, Geoff Hussey and Mike Jennings, "At a glance: patent
enforcement proceedings in United Kingdom”, Lexology, "What are the burdens of
proof for establishing infringement, invalidity and unenforceability of a patent? Any
party seeking relief from the court has the burden of proof, whether that is for
infringement, invalidity or otherwise. The standard to which that party must prove its
case is on the balance of probabilities.”, <https://www.lexology.com/library/
detail.aspx?g=98281433-ceea-4af3-a079-23f9d5e3786e).

143) Arrow Pharmaceuticals (NZ) Limited v Sanofi-Aventis, High Court of New Zealand (9,
17 June 2008).

144) Hxts, 4o 1A, 198,

145) Guidance_Opinions: resolving patent disputes, Intellectual Property Office, 2014("An
opinion is not binding on you or others involved.”)
¢(https://www.gov.uk/guidance/opinions-resolving-patent-disputes).
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146) ZPO § 256 Feststellungsklage (1) Auf Feststellung des Bestehens oder Nichtbestehens
eines Rechtsverhiltnisses, auf Anerkennung einer Urkunde oder auf Feststellung ihrer
Unechtheit kann Klage erhoben werden, wenn der Klidger ein rechtliches Interesse
daran hat, dass das Rechtsverhiltnis oder die Echtheit oder Unechtheit der Urkunde
durch richterliche Entscheidung alsbald festgestellt werde.

147) BGH NJW 1993, 1716 ("Auszugehen ist von dem allgemeinen Grundsatz, dap jede
Partei diejenigen Tatsachen beweisen mup, aus denen sie ihren Anspruch herleitet.
Den Anspruchsteller trifft daher die Beweislast fiir alle rechtsbegriindenden Tatsachen
(BGHZ 113, 222 (225) = NJW 1991, 1052 = LM HWIG Nr. 5). In welcher Parteirolle
er sich dabei befindet, ist gleichgtiltig. Bei einer Leistungsklage mup3 daher der Klager
ebenso wie bei einer positiven Feststellungsklage die tatsdchlichen Voraussetzungen
seines Anspruchs beweisen. Gelingt ihm dieser Beweis nicht, muB die Klage
abgewiesen werden. Grundsiatzlich nichts anderes gilt bei der negativen
Feststellungsklage, mit der der Klager einem Anspruchsberiihmen des Beklagten
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entgegentritt. Hier mup der Feststellungsklager lediglich beweisen, daB sich der
Beklagten eines Anspruchs aufgrund eines bestimmten Lebenssachverhalts beriihmt
(BAG, NJW 1985, 221). Dagegen obliegt dem Anspruchsteller in der Rolle des
Feststellungsbeklagten der Beweis derjenigen Tatsachen, aus denen er seinen
Anspruch herleitet, denn auch bei der leugnenden Feststellungsklage ist — wenn auch
mit umgekehrten Parteirollen — Streitgegenstand der materielle Anspruch, um dessen
Bestehen oder Nichtbestehen gestritten wird. Nach standiger Rechtsprechung ist
deshalb die Umkehr der Parteirollen bei der negativen Feststellungsklage auf die
Darlegungs— und Beweislastverteilung ohne Einflup.")

148) {http://lorenz.userweb.mwn.de/urteile/njw93_1716.htm).
149) BGH, June 20, 2017 - VI ZR 505/16.
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150) Michael A. Ritscher, Albert Tramposch, Thomas J. O'Connell & Lisa Barons, 7he Status of
Dual Path Litigation in the ITC and the Courts. Issues of Jurisdiction, Res Judicata and
Appellate Review, 18 AIPLA Q.J. 155, 173-74 (1990) (“A finding against one challenging a
patent is not a determination of validity, but is rather, as the Federal Circuit has identified,
that the ‘one attacking validity has not overcome the statutory presumption of validity’, i.e
that the patent is ‘not invalid™”.) (citing Stevenson v. Sears, Roebuck & Co., 713 F.2d 705,
711 (Fed. Cir. 1983)).

151) Medtronic, 134 S.Ct. at 849-850.
152) to provide "an immediate and definitive determination of the legal rights of the parties."
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