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SUMMARY

A person having ordinary skill in in the art (PHOSITA), who frequently appears in
the process of patent examination, trial, and litigation, is generally defined as a
person with an average level of skill, possesses technical common sense, has
access to prior literature in the relevant technical field. This person is a virtual
figure who can demonstrate typical creative ability. The technical level of the
PHOSITA has a significant impact on the conclusion of the patentability criteria,

including the novelty and description requirements of a patent specification.

Establishing the technical level of the PHOSITA is essential in determining inventive
step (non-obviousness) of a patent application and plays a crucial role as a device
to prevent hindsight consideration. If the technical level of the PHOSITA would be
assumed to be higher or lower than the actual technical level of the PHOSITA, or
based on hindsight consideration, it can result in unreasonable result as to the

patentability of a patent specification.

The patent trial practice at the Intellectual Property Trial And Appeal Board
(IPTAB) of Korea so far has tended to draw conclusions based on the implicit
judgment of the average technical level possessed by a person skilled in the art
rather than through specific examination procedures. The specific definition of the
level of a person skilled in the art has a significant impact on the conclusion of the
trial decision, however, the reality is that systematic examination on PHOSITA has
not been frequently conducted. With this in mind, there is an emerging need to
strengthen the examination on the level of the ordinary skill of PHOSITA in the
IPTAB and reflect the PHOSITA examination result in the IPTAB decision.

At the US Patent Trial and Appeal Board (PTAB), and EPO Technical Board and
Appeals, discussions and examination on the skilled artisan have been conducted
comprehensively. Particularly in the US, efforts have been made by the PTAB and
parties with the submission of evidence and materials, technical expert witness. The
US PTAB has tried to assume the average level of PHOSITA by taking into its
account academic background and practical experience, well-known and commonly
used technology and technical common sense, characteristics of the relevant

technical field, and solutions found in the prior art.

Considering the above necessity and the practices of appeal boards in the US, EPO
and Japan, this study aims to propose an examination procedure for determining the
level of a person skilled in the art in trial procedures, and to provide a specific
processes and guidelines for preparing a decision reflecting the level of PHOSITA

according to the examination results. .
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19) T358/90 'Fol& A AR, “xEE sPgde] W=o] Wi 7l& okl wall o4 389 7] 5
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EPO AAAA 4ol olgeE 2Fstol ABAE APsAL $YsE ol el EPO
QAN Fe Bedl AEE B3
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A2 716 BAe) ols) e BepdlAel @2 S solution)s BTE Fael %A}
578 4%, o () Bokd AE/PL 443 A AAAst Wk Fae) AEdE 2
7% Bokel FAAQ WA Beldn Qo ANF /1% Rok, ANAY JE PoF EE
2050 PB@ 49 AR 2L V1% PoplNE AArBE 2 4 U gow
e adEE a0 ddsad U 284 Pohe g% ge AR A4% 5
go| ZATIo} 3, shele] ol ATW EE ANET 2L 1F B Aol A4

T At

—

Aol V& Eoke A& HlZ7le Eokol Izt FAlo #HHE A5 $4Y TIe

Zt% 7]%& Rore] HE76)0|H, 71&2 =W (technical aspect)
of FAE A7 wt b Hoh wepd, AFE P NS Add o, o] 9
ste 54 T ed A9 sdo ¥HAE st 57 (features making technical
contribution)g 1EldtE Ao w Erh = 7] A o] Ao TR Ze "HIIE

A 574 1 AA L (non-technical feature as such)= 1 EA dtho] m2{shA] ol HTh

)
2
i)

2. "=

7} 539 A1eAd F9

UF SEFEHUSPTO MF Hhe AR 2dA F4E wel ha W NE
g 93 wro] WEold PA(EA Fd W2 e HEY Y Fope) Bae] sEA
o B4 FEE Bolrt M e oPAW WA Yolgdn £HE wHh)

< 3099 7le 352 o o A= g2 Ayl F3
877F RSl E B8t o] e E3e 71%% 3
aga gAY, Ve dAE sdsh] §g AlA =
I vlae] A=) AUErt A w2 50 o) Kﬂ T dY7es FiE 3= A
W Sl Ao Arles 23T /v

26) EPO BoA Decisions, T 0641/00 date of decision: 2002/09/26. (p10: “-----BAo] 7|&Ab= 7|4 HoFY
AL7tolth”s p9: o1 71 *‘?‘—OMW Y VleAe vl W] gk XA 7R A 7] o

woll WEA F7FA] A9 74 SRt g H A
27) Garlock, 721 F.2d at 1553; see also CLS Bank Int'l v. Alice Corp., 717 F.3d 1269, 1310 (Fed. Cir.
2013)
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& 7lEA A3 USPTOS AAZIE28)9] A ol= EPOSH AL Zwol glvh. vt

"R TlsAe S A A dAE AYdnt's Ao felsior s mw g ol
KSR #4290 4 7ZFxst= AAH "549 7IeAe 54422 2 59 (ordinary creativity)"
= 7k Apolw ZEIZ(automaton)o] ofyw, B A9, TR Vlexte HE 247 o

g Ed e wA=S z2da S 9u”

S ZleAe] Aele 103x® ARG dF-oF 1122 AL 712 7 F-oll 2ekA]
A gEvha et ez Ath303) ek, ARbHRl A A3 G e G FAE
HEro 2 g of gr}32)

5ol 71EAe] NS dedle SAE ARVt SR R B3 A7 9

CAFCE Lee A9 N 5739] 7167e] LA A4 B 4 2AR HP/16L 288 2§
i A4 D g 3 A} B RS] 2AS GElE FAR B Aol ok gk A4
23 44S dehle $A4A7 e EnD BusTh 5 0] 24 5o <) 53 2% a7

M

28) USPTO, M.P.E.P. 2141, 7th ed. (Rev. 07, 2015.10).

29) KSR, 550 U.S. at 421, 82 USPQ2d at 1397.

30) Hughes Aircraft Co. v. Hughes Instrument Corp., 182 USPQ 11(D.Del.1974)

31) Symbol Tech Inc. v. Opticon Inc. 19 USPQ 2nd 1241(Fed.Cir.1991)

32) In re Sang Su Lee, 61 USPQ2d 1430 (CAFC 2002)
CAFCE “AJAatatol] o8k 83k Alo] ZASA] ¢ e g 7] Foo AR HAds A gt}
i ok F 7] Fole 5o #EE AR Ao, £33 Z(subjective belief)olv EHE A
(unknown authority)ell ¢&f sjldxs AL ofygla &ta, o E7p43s AR ¢14o] SAg ZAd &4
3 YA = RS BFT By ofyet, A ] ARES AAEE offE AWE Havt s A9t

T AT A o) TAR AR dRbA A4 9 A2 7i°ﬂ ojate] upHE Aol ofel, o]AE €

&3t Afole 2 Aol WA AzEo] 3o 71% %C’ﬂ S = ojof grt'ar &gt

Novo Nordisk a/s, Novo Nordisk of North America, Inc., and Novo Nordisk Pharmaceuticals, Inc., v

Becton Dickinson and Company, 64 USPQ2d 1524(CAFC 2002)

CAFCE ™ gle] #ahs £92138) S3dye Fads ddS AT, o 47 3

Fol Br)ele] 2AE g, Aol PalASe] Fde =AY flrka SH A

v B A gk, o] AL weight(F 2]l F2A)9 credibility(El 2]l AFA)e EAlolth B5S

A7) fletel T ke AHeA Brhs B71%ele] A FA% o, FH

Aol 1A Rordn AR, P Agael MAge] FAL A A,

34) In re Sang Su Lee, 61 USPQ2d 1430 (CAFC 2002)

35) Novo Nordisk a/s, Novo Nordisk of North America, Inc., and Novo Nordisk Pharmaceuticals, Inc., v.
Becton Dickinson and Company, 64 USPQ2d 1524(CAFC 2002)
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getta e BEo] 9tt40

1} v 3 103Z (% A; Obviousness)

1941d Ao FA4ANo glojM el FzA Aol AF(the flash of creative genius)' ¥}t

36) Ex parte Hiyamizu, 10 USPQ2d 1393, 1394 (Bd. Pat. App. & Inter. 1988)

37) Ex parte Erlich, 22 USPQ 1463, 1465 (Bd. Pat. App. & Inter. 1992). See also Thomas & Betts
Corp. v. Litton Sys., Inc., 720 F.2d 1572, 1580-81, 220 USPQ 1, 7 (Fed. Cir. 1983)

38) Chore-Time Equipment, Inc. v. Cumberland Corp., 713 F.2d 774, 218 USPQ 673 (Fed. Cir. 1983).
See also Okajima v. Bourdeau, 261 F.3d 1350, 1355, 59 USPQ2d 1795, 1797 (Fed. Cir. 2001).

39) Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991)

40) Hughes Aircraft Co. v. Hughes Instrument Corp., 182 USPQ 11 (D. Del. 1974)
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(i) +A A7l WE&s 533

(i) Theo =z, W3l vlmste] 2olHS Hrtsta BdAe] F3S uhelth
(i) ol @ WAS vion F7E FAol AW, MARY S BT

(v) 7 W g 4F LB 2THT 9 B4, gele Ad o 2%
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41) Cuno Corp. v. Automatic Devices Corp., 314 U.S. 84(1941)
42) Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966)
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Aoz, AYPriee Vleoke AHAFH vy AAAH AE23rF 283 Foks Ho
A Aelea, dAer AEsrF BeshA] @2 Eoks Eu s deldn. At

B3} BREe AR BAY SH0] Q4R e thRolAE A% AF ok 9] A

Hr oo

a#lolg] HaEdAE wHe] HAslenTE Adaitis Ad @ ARYe a7etn 9
o B4l Har)&e

=
23 o@ Aol ope, 23S A% F7] Fool AR 27 Bede 9o

o 2 So], wo]| T3t Zyde A 247F A + Bolm, A1 A rEd A L4

A2 A&7 +4 84 B7F 71AFY e A% A1 AYdried A2 ddr7l=S A3t

W AT ZAE BE A 847 A ET gy, Al AYriEd A2 ddrEs
o}

zFste e 71 Fol7F e god, o ATl 2dorRy dge] Ast
‘?3

2o Agrles =Fste 571 749 ZAE, Rouffet AFAB)E F7] Fofd Ag
Al 7FA] £.%](three possible sources for a motivation to combine references)e] Yel )

@ #Ae] A4 (the nature of the problem to be solved)

@ 3P 7]<=2] uAl(the teachings of the prior art)

® B9 71=Ake] A2l (the knowledge of persons of ordinary skill in the art)

Rouffet Al oA AZE Al 7FA] 292 sl = A A7]E(Manual of Patent Examining
Procedure (°]a} "MPEP")ell 7] A= o] <)

Rouffet Ab12 Fof @28 AAZ= A48 A Al=de] A3 53 249 Ad A4
e, 29 o] ddrise] 2F2FH AP A Hal T ARIeRA, F7] Fo9

H
37HA 8Rle AA Abdelt & AR AR S RE FA 847 AT

Ar sl FAHANE BT, ol TAE 78 8425 2t o] AYIA o R

43) In re Rouffet, 47 USPQ2d 1453 (CAFC 1998)
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a8k feid e @A77 99 ol /s WElok dva AAdd. &, S5 AdVle
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= %5t EH S Agsittn Adsy] M e Adrles 23 F71F9E UEiE
Aol asin, Mrise] 2ol F7] FoAE "HAle A", "HaATIEY wA" 9 "B
o] 71&AY Aol Al 7bA] @9le] 7 Zslodof e PG

871 Al 7HAL gl teid Hop Ao AuEVR ek

AR, A JAT FAs], HAE Wl A A ik & AAE gvista, F I}
A AQAEd AR AR BGE 5 Ao, ole @ HarlEs AGHE B Folg ud
Fast gk 2, ERelt e AR71Ee 230 dolNE 28e] B71%elst 9o

EIES s

g7 A A Tl Al LA wEste], delld avfg #AHE 2 A8
= % oide] He 53 e 299 AUt Fdotd o AdYried 29F 5 e
5 I =22 Aoz Y4EY. Pro-Mold AHdel Zle® "ERAte] Az4E 7hed @
o B Af7le= FsA ste Al FdA'S A= AV Tdetd, EY At

choll &3 Agrlez FoA stx, A dArles 232 & 3
T F/1FAE Foldua i 5 ik shAR Bl sd2 ATl 5 el He
535 e 20l Fste 7l ot edsitte Add o FA FEHAE fevh Ruiz
M e dd7le 25 Ede B WEeldAIR CAFCE FAle] Fddo]l AFHA

o] e, F /&S 2FE 5 AE FY) Felrt drtn Aud AW pee @

o° S
S %3tat

olF g FARNE, Ve e A fd o] TLIA oFok BAgle]l, A L

44) In re Robert J. Gartside and Richard C. Norton, 53 USPQ 2nd 1769(CAFC 2000)
45) In re Inland Steel Company, 60 USPQ2d 1396 (CAFC 2001)
CAFCE "2%3% + e Ad7lse] A 14 Yol 2z o Adres 238 5 JdE
Sithe 2919 F48 ETX| I, voprt dide] He 99 A A gko] HlE Ay gloA
e W e Fele bRl S, AaviEe] A% aRE dEr gl Aolaw x
Helg BAa A& ot ga BAeaL 3l

rlr

_25_



st dgried 278 F e T 22 e der Mdn sARL Al F
&

Ao Fro dalME, Ll o= Fmold, Ao A4e 7teA e dE s
o B AYrlez FepA & F A=A 59 olgrel HallAe A HES AATE ol
A T}.46)

g7 HA el AT Sl A 'HAl o] WAl'eE d-ste], Pro-Mold AR ClA CAFCE SAI &3
ol ofyzel, 2708 FAIEE 28 tidel He 5319 A4S AR CAFCE o8 ¥

Azwes 2Hste F71%07F HAZEE =E3Ho] v AFBAN, FA = A7 7]
Aol e AL obddrh. adelx, CAFCE #AE e TAES =23 + de §
715017k vt Adgth A, o gERE gA S0l e HAVE dFE ¢ 0o

249 #eAo] P asiryan

-1

A, &2 71EAe] A

Wofed me A (a) wHa

1
o
ry
r
ofi

tod, &4 ZleztdA ddHs 7lee dide 24
T, (b) T BAl, (o) o Al mIt Fel
(@) 719 5= (f) 238l 7Ie&oke] A9

Lo
Kl
o do

;

oA E = BFY VEAE B Vs w5 #HH= BE T Ui XS 23, #
3}

BAZE AHe 5 Aot FejH o Add BE Jlsd ug A4S e Hew A

=

46) =3 O3 gt AAA Wk x| sl
o] A4 %3S 3t AEA B BudT

47) In re GPAC, 35 USPQ 2nd 1116(Fed.Cir.1995)
shube] o Ulgo ﬁﬁﬂﬂgol g F AeAE By 1 GH’HL ”“1 ”E“jéx}ﬂ AHskal | A9
QA e ZAlalol s, WAL BAsn gd 2 Ao
Belo] gleAE 2,

48) Environmental Design Ltd. v. Union oil Co., 218 USPQ 865(Fed.Cir.1983)

49) Custom Associates, Inc. v. Jefferey—Allan Indus., Inc., 1 USPQ 2nd 1196(Fed.Cir.1986)
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o AA, g o 3 A EmE S VAt dutE o s o) Thed A4 T A& A

ol27] A% wAl Ee AAY dEe delHd Ve AddrlsdM Ehs = Aolofof s
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g g el gheke] 7]FA R o] o] #0171 AlMolth OfFarrell AHZ52e) 4 Rich #AH=
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e

Zs|
o] Hrtell o]&2 F& Yrthmight be utilized)xz o YA = EF3t3, CAFC(Court
of Appeals, Federal Circuit)®] Z41<l CCPA(Court of Customs and Patent Appeals, CAFC
o ANE 4P A AHow FH AYYS HrHIL, CAFCE o] & olowgith 4
G FA0lE, AR As, BA 2L TAA weE AR A, wee] o

50) In re Nilssen, 7 USPQ 2nd 1500(Fed.Cir.1988)
51) Pentec Inc. v. Graphic Controls Corp., 227 USPQ 766(Fed.Cir.1985)
52) In re O'Farrell, 853 F.2d 894, 903, 7 USPQ 2nd 1673, 1681 (Fed. Cir. 1988)
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%], M7l 2qe 9@ wel M4 AL, 3749 89 F HoE sh}
o 89lo] AFHW 2P B/ FolB o|F 4 Avkm H¥T F 9

ot M, £7] Helel Al A 8dlol tal | Hol feldol eAE TAHoR 4
of, 371 &9 @A

AR oz AePr)Ee] ZFo] AWHA AF= WU A1 MAPriEe] Ao H(FZG T
A)e A sta, 1 AolHo] JMAIEY e A2 HYriEre] 2Fo] Lol3A] JRE I
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97) Environmental, 713 F.2d 693 (Fed. Cir. 1983).

98) Dystar Textilfarben GmbH & Co. Deutschland KG v. C.H. Patrick Co., 464 F.3d 1356,1370 (Fed.
Cir. 2006) (“If the level of skill is low, for example that of a mere dyer, as Daystar has suggested,
then it may be rational to assume that such an artisan would not think to combine references
absent explicit direction in a prior art reference.”).
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