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61) 35 USC § 284 (“Upon finding for the claimant the court shall award the claimant
damages adequate to compensate for the infringement, but in no event less than a
reasonable royalty for the use made of the invention by the infringer, together with
interest and costs as fixed by the court.”).

62) King Instrument Corp. v. Otari Corp., 767 F.2d 853, 863 (Fed. Cir. 1985) (“Deciding
how much to award as damages is not an exact science, and the methodology of
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court.”).

63) Story Parchment, 282 U.S. at 563 (“Fundamental principles of justice require us to
throw any risk of uncertainty upon the wrongdoer rather than upon the injured
party.”).

64) Story Parchment Co. v. Paterson Parchment Paper Co., 282 U.S. 555 (1931).

65) Ned L. Conley, An Economic Approach to Patent Damages, 15 AIPLA Q.]. 354, 369
(1987) (“With respect to the burden for showing the amount of profits lost, the Federal
Circuit has adopted the long-standing rule that where the fact of damage is proven,
preciseness in proof of the amount of damage is not required.”).

66) Story Parchment, 282 U.S. at 562-64.
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70) Aura Bertoni, Open Source Models in Biomedicine. Workable Complementary
Flexibilities Within the Patent System? 14 Wake Forest J. Bus. & Intell. Prop. L. 126,
145 (2013) (“Beyond that, a 2003 report by the Organization for Economic
Co-operation and Development (OECD) encourages universities to seek opportunities to
commercialize their inventions through spin-off companies and joint ventures with the
biopharmaceutical industry, and explicitly refers to the benefits received by U.S.
institutions.”).

71) Wouter Pors, Employee Inventions in the Netherlands, 52 Les Nouvelles 117, 120
(2017) (“In fact, it is quite common for universities to spin off companies for the
exploitation of certain inventions. Most universities have technology transfer offices
and even incubators for that purpose.”).

72) 2000d0] v]=tjsto 2 HE|o] tjshatdr|do]l 3687 AFEJTt= H i Goldie Blumenstyk,
Value of University Licenses on Patents Exceeded $1-Billion in 2000, Survey Finds,

Chron. Higher Educ., Mar. 5, 2002.
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<https://www.hankyung.com/it/article/2019092544371>.
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83) Christian Czychowski & Klaus Dieter Langfinger, German Law on Employees’
Inventions Regarding University Employees, 45 Les Nouvelles 221 (2010) (“According to
the general rule in Sec. 4-7 of the German Employees Invention Act, inventions made
by an employee in connection with his employment are allocated to his employer.”).
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86) Building Innovation Industries, L.L.C. v. Onken, 473 F.Supp.2d 978 (D. Ariz. 2007)
(“Hired-to-invent doctrine holds that, although an individual will typically own the
exclusive rights to his own inventions, an employer will own an employee's invention
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133) Joshua A. Newberg & Richard L. Dunn, Keeping Secrets in the Campus Lab: Law,
Values and Rules of Engagement for I[ndustry-University R&D Partnerships, 39 Am.
Bus. L.J. 187, 204 (2002) (“In a typical spin-off company scenario, university
researchers develop an invention that is commercially promising, but requires the
collaboration of the researchers and a private firm to develop the invention into a
commercially-viable form.”).
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2014.
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60% 10%
31.5% 21%

15.75% 28%

a3
0%

17.5%

26.25%

Oul
30%
30%
30%

olsto] oAl OUD 48t 7l4oldlut waigl Habs wolza 9ok,

<OUI 7]%0] A Hx}5>202

\

-

Development
progress

U

Market

Review
togethe

feedback
\ =2

progress

Patent

o

5a) Deal-making

Discussions and
negotiations with
interested parties

—

We negotiate and
concludethe Licence
agreement Afterthe
deal we manzage the
licensee’s obligations

££ distributed
accordingto
University
Regulations

202)

https://innovation.ox.ac.uk/university-members/commercialising-technology/ip-patents

-licenses/technology-transfer-process/
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pportunity to
continue at your own cost

1. Beginning Protect
e (parallel process)
, * |IP Patentsand Licence booklet Initial meeting with us.
. ivr!ovatiun.ox.ac.uk Do you have‘Experﬁse’? q Together with the inventor,
= || | e e = 5
2 visit our hotd:ﬁks Pa;:ntab.le |;1\E/)enn;:n. we discuss P rights
contactusand talktoa at‘erlals. ata? strategies and protect
Technology Transfer Manager Copyright? Software? / approprizately. Patenting?
‘ l No
Yes we advise on other
i 2. Ownership \ options:
N N ! copyright
We registerthe project T —— notices
Complete and send IP formsto . . fidentiali
g # approves marketing, confidentiality
InventionRecord, |—| ResearchServicesfor |—p A Uni it = *  materials
IP1 & IP2 forms checking and ST RN
< rights to Oxford
and return assignment of Uni vl =t 8
University rights. MIMe LY innovaton
\ ) Oxford University
Innovation
} instructs patent
\ sttorney
3. Develop l
Patent attomey drafts
Plan the development Apply for P:;(::oﬂi:on/cz%tl// patent application;
work needed to ‘de-risk | — | fundingwith | —p N Sl Technology Transfer
. regulatory plans / 8Y
the project oursupport lifetime studies etc Manager and Inventor
approve it before filing.
; Patent examination
[takesyears)
4. Market
Oxford Innovation General
Society Marketing o Marketing
Launch: Launch,
30 days minimum website, press //’



ZAu Al tjste] Feole FH2]ANE eto] =(Cambridge Enterprise)et= Ofsha
& SanAsAte Sol 2AYT S| ofo|rol2 AYEY & UES Kot
ety AN sstolat 3 el seasoldd TLO. HagYls
(University Challenge Fund), 788 2]X] 7|FQAIEHE shto] o X0 g E3t510]
20069 122 1900] HYsieln, catolx E2e ol pel g, BY oY Ara
gy =Riol We, 7R AME 52 AR 4T saletA diet U BAjgt 71
det FEUA FAlskL Qlct.204)

A - FLE=R=IPN
#49 R} st o E = Slo|x
£ 100,00077HX| 90% 5% 5%
£ 100,000~ £ 200,000 60% 20% 20%
£ 200,000 34% 33% 33%

ghE, 7EejA e Zetol st J]EE &
Funds), st} 9 cjsto] 9% 2o4e x| 2&hc} 200
Ade|dzalx o] Ao i FAMo=RE  PMO(Programme

2 o] we] d XYL

N
2
_tg_[:‘
I=]
U
)
[m
ol

Ao LAY AdE 2 AuAdstuy SAazedsturt AH FAE o Atg]

714 IP Group plce] A}3]

_1?]_
AFQl Imperial Innovation& de @95 st &5 A=t
1 Qe o] EAA0|T}200) X|AXjAIS] 2HE] £AL sty 7ol wheh W Afo

203) olsrlold, sjelFamiste] Ay AA 5 AR 2L FEAbdrIExE9, 201812,
28~29H

204) Pro-Vice-Chancellor for Enterprise and Business Relations= 24 5 E 144 2(SPO)Y]
o2 ABEYA AMu|x depojdzo 4%, B A dE|Zgfo]=8 o|ALE] oA 7
= Ao = Ho| U

205) 20163 ?Hx]] R X A4 £ 2,250%F T=(F 3269 @) 5 e A|=H o] 494.29 3=
(eF 729 9D, ﬂﬂr(department)oﬂ 420.99F 3} &-=(¢F 619 ¥HE A EIIATH

44
T 3yst
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A BEE AT, vl 5 HjEE 5o FEe sUiE0] A &

4, YA

Ecole Polytechniqueo]= ajo]dAly} #2istol Ewst AL 1 9lad],
Ecole Polytechnique UjollA] 7Hdtel 7142 2FE]o] tjito] ofln, 7]49] AL&-S
Yshe £X] 52 1 7142 AL 4 9l 7102207 k3 QJr}.208)

tfsre] YE xA O =2 Service de la Recherche Partenariale et Propriété

Intellectuelle(SR2PI/ 9+ : Office of Research Partnerships and Intellectual

Property)s 1 91o0] 209 o5} FAS tfste] Al-st MEHY 15, JEolF 2
Heh, AARA REEele 2%, elolily YLE 4%t 9i, Sal: Fcole
Polytechnique Hol& &3ttt

SROPIE @A 1407] olae] SsmEZelos ¥Qslu 9lon), 93 Wohe}
o2, B, §2, 52 mAste] AAARCR 4007 olye] S5 Bestn Y
c}.210)

S He g F A
W20] utH o QRIM o7 Aloutdslh 5191 7 211) o]2 Efjg 7|&o]A AldstE =
RsHA| = Aot

206) IP Group plce G @A EA}

BT T 9t ARAGE BAAE G2 AdZAAY 2ol
47l Qlor] FTSE2504 o] Egs ol gl

8 4ol .

207) ¥ E: Technologies developed within the Ecole Polytechnique are not subject to
royalties, and are available to manufacturers that want to use them.

208) <https://www.polytechnique.edu/en/licences>.

209) o]of dig M AHL o FHo|X Iz,
<https://www.polytechnique.edu/en/office-of -research-partnerships-and-intellectual-property>.

210) <https://www.polytechnique.edu/en/patents-software-and-skills>.

21D =A3A, AdBA T o, 5319 AAR8H), odlojAlolrA17]4, 20113y, 4159
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Chancellor & Deputy Chancellor Atste] 7]<=o|X &2 X(Division 4.1 Technology
Transfer)o] &@sta  QJQe=0].212) 7]|&o|AXRA  4Fsto=  OlkH|o]dATIE

of 2 3 AR B

rlr
bt %
)
ftjo
4n
Kl
)
3
oK
ol
=t
Hu
é
[m

(Innovation Scouts)z}t

3 MY 52 UASIE 9

RWTH offle Fyojstos mi(darhe Ay 2 589 A
E]— [

1=}
‘AuFE AR H H(Gesetz ulber Arbeitnehmerfindungen)of o

oz Ry WA AA 249 30%E we & Ae e

~9jxol  iEAQ  Fatojstel  xejs]  Awzobc)sta(Eidgenossische
Technische Hochschule Zurich, ETH Zurich)= A|AIRjAFECS] &2 58 9519

Guidelines for the Financial Exploitation of Research Results at ETH Zurich

AlLo] ZAARl 1853 &oll &S5 work-related inventions(-2]42}e]
Algdtar fAho] dist def= F2ls] U7 ARSiH, o] 89 ALt

g, 1LgAIoko] AAEA| ¢re ShAl 9 MAbuby ahgol wodo] djstelt: o
sto] Wels ZAE b kL steA Teju, sfRAl @ Mabubg shago] o
wo] Ot Wels 2AAR ALt Hels] gUio ne AUST 553 £Uo
2 HAMS WE & 9l 2o Eof gk

S "bX] oXob AL}, ¥ T o] 9FXo| 9= work-related invention9] 73-%
o= Fals] Hoi7t EHo gt daE ARSHH, R AHS ¥ A4 H&
L Aote] Ujgo mech2

212) olfr#eolH, sielFatiste] 4beEY AA B AbE 2AL =TS EY, 201812,
39~419H

213) https://ethz.ch/en/industry-and-society/intellectual-property/invention/ownership.html

214) A3#eke] FFAT Aol teiA= AT Aol #F slel=gil” & A &3
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<Fes] oY E9¥ER A B>

Invention created
while pursuing
yes professi_onal activi- no

ties?

Contractual agreement
with third parties, trans-

ETH-Zurich re-

sources used?
ferring rights to them? yes
yes l
\ 4 v
Work-related inven- Work-related inven- Private invention Private invention
tion tion = Property of the inven- = Property of the inven-
= Ownership and use = Property of ETH tor tor
determined by con- Zurich = Regulation of com- = Utilisation and costs
tract = Exploitation and pensation for ETH with inventors
= Disclose all patent costs at ETH Zurich Zurich for use of re- = Patent application in
applications (incl. by (Bereich Forschung sources prior to pa- the name of the in-
third parties!) to ETH or professor) tenting ventor without men-
transfer and clarify = Patent application in tion of ETH Zurich
procedure the name of ETH Zur-
ich
= Agree on procedure
with ETH transfer

Al < AAlstal, 29 FHjls 140
2, g 3ol &4 *}042}011 ENeR) H]JQO] D% HAEH, SYAL, dPS 358
gt wSXHprofessorship),216) stw 7} Z2¥7F 1/34 401 Zh=r}.217)

siel At A& &2
o= & sidAY dES &5t o

=
©
(o] o A
x7)9) 29 & 4 AUt

4
Jm

Sue el 7120l 5 U

215) =¥ e o(ETH Zurich® %t}

216) 1/3 shall go to the professorship that created the invention, for research purposes.
In exceptional cases, the VPFW shall decide on the use of this share, namely if
professors retire or leave, whereupon their share shall wusually fall to the
department

217)

https://ethz.ch/content/dam/ethz/main/industry-and-society/inventions/ETH_Zurich
Exploitation_Guidelines.pdf
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odFoR 4T SAmE ARlE At Ao RE fhatold Ssl: s 3t
FHQlo] A95kT 9lek ot FAYLYo] ch3t AT Uyl WAo] A &
gol glo] AL Yok 2 WoiFL it wp 59 AgAVL SaFA
opge gt And Zoltk. olg 1Y w), U} ATt SHw 1A
YUY 292 sHe o] WHoRL e Zo|ck.
Chg, AME] Foolt 100% SAME Stwwiele] 2ALBIARI OUlY] jstol =
512 295t 712018 A% S/ Yeskn Yk Aoz Holid, ok OUlY A
A2 1T O Sejuete] ARITIet st o3 58] 2 s12eld ¥R 2
P v]LY 4 b o2 melckuy

71%0lA 2 Abeistet TRAE Q4%

ORI, W chate] Aol

202 £AEQD, oleldt o
iy

Fol2 stAL SRl Y ZoR Helrt

L orr Hu

V. g

A el wAoe SWe 2AMo] Yooz ojio] AL WYS &
SiA At Sauyel 28750 tstel YasA st Yool WAYE 1
T 4 9g ol

218) Wele] HAoE HUY Wi MIYSFHA AT Hoks 71 EATA A3 Aol
s}
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A
I
Bkl
40
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0z
R
iy
Mo

. g

47150 wdo] ot2 Fuat AolAe] oAAES HEE UEYI] S
3 Weisoz Pslo] 9rh2e) Jefdt S2o] Wotho] MAVIRE AFsHA
20019 AT HAPRES WRIIT So Apdsts BAL Fol2A7t ohd A}
SA7E 7R HRakstL 9220 Lot B A265E MALRATE Fol2A gt
UG @2o] 9oL st YUk 2o weolA, 20201 5€ 20%0] 315
Saket A AAFRAE(EE A173532)e AARAY WA &3 U AARAY A
9 97e Was| sto] FolRA Al AAEAY AN BEY wusty 9.2

20061 wFA WMol ALl Tt LAt FUY D ALGAE ATUHO| ¢
AAPRI12E), SAAF EARI3E A1Z), SA=l0l5l ABweo] tfat BAHA
155 A2 9 A4g) 5o EAIS BAZ stelof @ik b wHIEHol
ALY Aol g W BAo) Fefo] tha WAR ol ¢k mebd, 1
249 ek ojol: WYl shalol wet FshAIA ek S5, A&AR] g 57
ojxto] AAtRA BA| QA o7} i=ojo] AAo] et wrd, BAAE oiY 5
of o3t MAZAZE YARoR EESHs o BopW 1 AARAC] oF SAl:

T

YrXoz2 Gast Zloj1, 1 FA9 &

E "ot QA ok v, A
AENE F BAZA AMHlE FolRAe} TR

4% 3 aEAel Y

219) See Fernando Gascon Inchausti, Chapter 8 Electronic Service of Documents National and
International Aspects, 15 TUS Gentium 137, 137 (2012) (“The term ‘new technologies’ means
information and communication technologies (ICT), which are, by definition, technologies of
an electronic nature, which depend upon the use of computers, and more specifically, the
internet.”) (footnote omitted).

220) AAAFY ABE ALY BE] A AGEAE
Beh, BE G FgEolor Wk th, Qe AAN i 1 9] S Aol gt A
£ 19 shA oh k).

¥ A& A3l Yol mE AAEA D AAREAE B W SW 14

8 AYsnE FoIRA% BAR BYL k).

s o AARA B 9% CAARA B A wd, A

(ColW TAAEA R AAAY ABW, AGES A4 AR Bad AR
Ao g S5 dAH #4 £doz e S¥E FH0l St

A £FEE AW - FAe o3 P9/t AAEMZE shssiet slo] Wasy

Moz A4EA Bgol F4W Ao thHIL).

223) 5314, ‘A2 AE ofFA = 5 U, 2006.
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209 (2014) (“The earilest written documents are Sumerian clay tablets that date to about
3400 B.C.”) (emphasis added) (citing John Haywood et al., Historical Atlas of the Ancient
World § 1.07 (1998)); see also Craig W. Dallon, 7he Problem with Congress and Copyright
Law: Forgetting the Past and Ignoring the Public Interest, 44 Santa Clara L. Rev. 365, 377
n. 65 (2004) (“[Tlhe earliest known documents are clay tablets.”) (citing Aran Mirarp,
Reapnvg ano Wriring v e Tive or Jesus 22-23 (2001)).

276) Craig W. Dallon, The Problem with Congress and Copyright Law. Forgetting the Past
and Ignoring the Public Interest, 44 Santa Clara L. Rev. 365, 377 (2004) (“In ancient times,
writings were made on clay tablets, stone, metal plates, wood, papyrus, animal skins, and
parchment.”) (footnote omitted).

277 BRW, AARA WALSW A BA, WE, 1999, 59, AFDFA EADGA g
ARE AR 1E BAS) AuAel srje] wekel lEe] B4 AdA olehn, A4F A

=
ofuf & Fa e A= 2 wAE HEA Fold RS 238HA okdsti, F&oly vt

A=
= 0 frd=old & }E}”j Argskdvh).

278) cf In re RealNetworks, Inc., Privacy Litig.,, No. 00 C 1366, 2000 WL 631341, at *3 (N.D.
II. May 8, 2000) (“A legal dictionary at the time provided that ‘“The word ‘written,” used in
a statute, may include printing and any other mode of representing words and letters.” Thus,
although the definition of a writing Iincluded a traditional paper document, it did not
exclude representations of language on other media. Because electronic communications can
be letters or characters formed on the screen to record or communicate ideas be visible
signs and can be legible characters that represent words and letters as well as form the
conveyance of meaning, it would seem that the plain meaning of the word “written” does
not exclude all electronic communications. That being said, the Court does not now find
that all electronic communications may be considered ‘written.” Rather, the Court examines
the contract at issue in this action and finds that its easily printable and storable nature is
sufficient to render it ‘written.””) (emphasis added) (internal citation omitted).
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L ogsiae =2 247 gle B oklel MALEAC] Abgo] AukatEolx
Abe] @ATbe A ehtch @813, 249 lge 2 Jhdel obd Alzte] &

= 3
WA Thgola, 22 T1eo] U MEA S AR

il S
wAE dAFoz A9 Tl xEE R siAstE Sl

g
Hof ARl £eH £ B PO AGHYL, 016 BF BE} Y HAol
#a o A%
280) AAAAT, A BRAAY A4, 2003 CDFAAANAE DAL AL go] dursHe] o
g AAEAN B B WA el Basl o] L),

i
32 |
H

281) Howard L. Speight & Lisa C. Kelly, Electronic Discovery: Not Your Father’s Discovery,
37 St. Mary’s L.J. 119, 132 (2005) (“Since 1970, courts have interpreted the broad definition
of ‘document’ to include electronic documents.”); Henry S. Noyes, [s E-Discovery So
Diflerent That It Requires New Discovery Rules? An Analysis of Proposed Amendments to
the Federal Rules of Civil Procedure, 71 Tenn. L. Rev. 585, 610 (2004)(“Thus, Rule 34(a)
equates electronic ‘documents’ with hard copy documents in one respect; both are subject to
discovery through the use of a document request.”).

282) See Bills v. Kennecott Corp., 108 F.R.D. 459, 462 (D. Utah 1985) (“Improvements in
technology which advantage almost everyone have become commonplace and widespread,
and because we live in a society which emphasizes both computer technology and litigation,
the mix of computers and lawsuits is ever increasing.”); see also Mary Kay Brown & Paul
D. Weiner, Digital Dangers A Primer on Electronic Evidence in the Wake of Enron, 30
No. 1 Litigation 24, 69 (2003) (“Technological advancements in communication have changed
the face of how lawyers must think about evidence.”)

283) Ronald D. Rotunda, Applying the Revised ABA Model Rules in the Age of the Internet:
The Problem of Metadata, 42 Hofstra L. Rev. 175, 190 n. 116 (2013) (“[MJodern dictionaries
routinely define ‘document’ to include ‘electronic document’ or ‘computer data file.””) (footnote
omitted).

284) B34, “TAH AAEA dAV|H 24V R 2 @A, AR A AT Al19E A3E,

- 137 -



HYEN AARAS J1E EANEOR ZHTORN AARATL BAZAY &
=g 2 Ae ol B FolRA YA P 4 Yt AUX AWt 2AE
ool hat B ANIE TAZ RSNl st A4S WINEWY BA 70
FALRA T BFEE A2 2 4 gk 2A0]9 ojdd] T 245 Bilo]
Yge ZSL Yt A FE) Bok T g ARIE Fe5P) 2ok Aol 1
wes 27k 9 4 9tk E, BAURES Bel 2 Alchel met st shsdt Apdo
24 BAL AARARG ohel JREAY|E W] ue} POz SHT & Ut
Mz R E EHS 2 A Ados 2 4 9ok 23 ARA HAE
A QAF02 BAZdY EdEE o2 siNE 4 9 Ao wel,

T 2000 J1 WEA S UHolRS WUs| AHHYL uf Ao ot
EA2 975t £FS AN FAY YuAlY oIt BAG] AARAT 23
gt 7o uorex| 2UH SUE EAetc &, 42 AxEAC] 2AM0] et
gEY BAE AAFRAY A ofRo] gt YR 0] JFsetES st
212 AT W20 Py SANEO ofF 2ue weo] st “HAwA gL
ARl e BAZE ofCh 2 &, RAZRE] gt Sejutete) Welsh WEksAl
of, SINEY olWY SO FARAE BAZ B 4 U2 HAA 7 LAHE of
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58 & Sk

286) WM 9 2015. 9. 10. 31 2015741401 4.

2B7) AAY, AAEA] BAYES PR U e v An), YEAR, 2020(ch
2018. 5. 15. A3 2017519499 #Z &) (“FHAF EA el #g Holl glolA EA, A e
oo YA F gl AHEA REE A&How BA ol AAF oA wi whde] EAQ
B oEE ols A8A J%, A8 5 FAT 5 b AAA Pel olg BARowA 1
Ugol WEY, ANABY Fa Agel BE FAZ 9 5 b Ae BHTHAEA 2006, 1
26. A3 004788 WA F AE). webA sk e BAY W8S A% A% selolt 1
He AYAA AFE BUE ol tebd B4 oAt ALHoR B Yol n4H
Ao % 5 glomm P B B Aol glof BA A k)
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Moz 27bssto IRPIAE S5ldS HEE + gle 2Ale 20 5,
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dste Gots BAGE] flsto] of 22 A U= 5 Fa=9 HY Wels AUy

327) BANFE FBFKEFFEZITAEMNSREICHRL L EE, BREEE. MOEFELHETE
U RHIREEE T 5 EATE kL, ). B512 we Walrt 289 Aol 7 2eAts o}
2 2oAel 250] ofd E5lEYe & 4 gt

328) (“The right to a patent shall belong to the inventor or his successor in title. If two
or more persons have jointly made an invention, the right to the patent shall belong
to them jointly. ...7).
=9 S5y QR W

<https://www.gesetze-im-internet.de/englisch_patg/englisch_patg.html>.

329) 1 Patents Throughout the World § 109:6 (Malaysia part) (4th ed.) (“The inventor may
apply alone or jointly with another; where two or more person jointly makes an

invention, the patent may only be applied for jointly by all the joint owners and the
rights to the patent will belong to them jointly; a legal successor may apply.”).

330) olof tistod= 9] FL= 7HIsH =& 4 A=H. 718 wVIde] Fede g gt

-~

e, o, AR 5 AR dgste] ol UuUR We 2 91 I srlS sYs
o wetel, BT R A% APAY Aok MM R s|golAcie Py 52 olf
2 E3jzdstuAl s 49 5ol gtk

331) $5Y. "AITETAPNL S5l A& L =g Wel, MEsAstelAl A1 Adz, 27
£3Al8te], 2008, 548%("E312 We 4 it Wt B Ao oA Mo gEo=
29S slofof THEY A44%). wehy] A7IFEATALLS B3l YW St 1 7|eoh
TE02 Aolgt APY MYo| FEUYARA 5312 FUsIoIof IITL)
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116% (a)d°] 35LFAtE 5318 B2 4+ e dYE o7, 35LJ APt &
TOo=2 55|5¥s stojof gtote 7l=2YAle R oot 22 = (b)Fo Al
122 ol 33EPAtE 53152 A 4% e 3589 ArE 2 AdEd=
=75hL S53EEE T 4 Use 185339 Lot AM3E2 1 EdoA AlQld
PR 1 & seEddez AVHE 4 Uohal /g ehet.334)335)336) J2fnz, A}
B7b &R 4%, AVt 90 A9E ARstH2te Be HRor 242 &
2 QT3S O 2o QlojMd Be ©= Yoz 29U & 9l Ax xSt &

s PR FEE ok Aoh3EN) FRAL & AREIL Y SIEH0 Fdde=
ol %, 55182 g Ss5l&dol st 2 njAVEAAl 41 E
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BA|stolof FiTh30) o 22 olajdt nRo] Walg FAF 2tAb YAIol2kn A

332) 35 U.S.C. § 116(a) (“When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required oath, except as
otherwise provided in this title. ...”).

333) “If a joint inventor refuses to join in an application for patent or cannot be found
or reached after diligent effort, the application may be made by the other inventor on
behalf of himself and the omitted inventor.”

334) “The omitted inventor may subsequently join in the application.”

335) Turchan v. Bailey Meter Co., 19 F.R.D. 201, 204 (D. Del. 1956) (“That two inventors
may obtain a patent is clear. It seems equally clear that normally both inventors
should apply for a patent. Provision is expressly made, however, by 35 U.S.C. § 116
for the protection of the rights of one inventor when a recalcitrant co-inventor
refuses to join in the application or cannot be found.”).

336) & &4 & 1¥o] E¥ste 42, o2 1Yo] &0 Fostx] ¢grZol sk A (oath
or declaration)& A|&3dfof stob= FAo] A0} (37 C.F.R. § 1.47), 2 FA-L 2012¢0] A
A= R9CH77 FR 48776, 48816). 1 oAl oA Xl&(substitute statement)g sfojof stct. 37
C.F.R. § 1.64.

337) Donald Chisum, United States Court of Appeals for the Federal Circuit 20th
Anniversary Judicial Conference, 217 F.R.D. 548, 720 (2002) (“Section 116, for example,
authorizing B to file a joint application, naming A and B, even if A refuses to join.”).

338) 60 Am. Jur. 2d Patents § 238 (“If a joint inventor refuses to join in an application
for patent or cannot be found or reached after diligent effort, the application may be
made by the other inventor on behalf of him- or herself and the omitted inventor.”).

339) 13A Fed. Proc. Forms § 52:70 (“A joint patent application may be made by one
inventor on behalf of the omitted inventor if one of the joint inventors refuses to join
in the application or cannot be found or reached after diligent effort.”).
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340) 26 Fed. Proc., L. Ed. § 60:98 (“The Patent and Trademark Office will send notice of
the filing of the application to all inventors who have not joined in the application at
the addresses provided in the petition and publish notice of the filing of the
application in the Official Gazette.”).

341) Dale L. Carlson & James R. Barney, The Division of Rights Among Joint Inventors:
Public Policy Concerns After Ethicon v. U.S. Surgical, 39 IDEA 251, 266 fn. 52 (1999)
(“Turchan v. Bailey Meter Co., 19 F.R.D. 201, 109 U.S.P.Q. (BNA) 473 (D. Del. 1956)
(explaining that patent applicants can appeal an adverse Patent Office decision without
the consent of other co-applicants).”).

342) Id. at 266 fn. 55 (“Gibbs v. Emerson Elec. Mfg. Co., 29 F. Supp. 810, 43 U.S.P.Q.
(BNA) 76 (W.D. Mo. 1939) (inasmuch as patent co-owners are at the mercy of each
other, one owner may not join his co-owner as involuntary plaintiff, nor as
defendant).”).

343) o] 4% EHdte TR 292 AEstke TRAOIA 2YAE !
L33 @AMstojop SIH(MPEP s 409.03(D)), L AREsh= A4S di2iste] digjil
(substitute statement)S A|&3stojoF 5t (37 C.F.R. § 1.64(b)), AE3SI T 8A= £33 T &
Qo] AT 4 glon], Tmj AMAX(oath or declaration)E A|&3sfoF 3tcH37 C.F.R. §
1.64(f)).

344) 22, ELQAAM = AL & Qojk, 3 5LYAF o]52 WA glo] 7|AjE] ofoF g}, Matthew
G. Slpe Patent Law's th]osop]yca] Fault Line, 2019 Wis. L. Rev. 1033, 1067 (2019)
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(“The inventor may have signed over all ownership rights in the invention (for
example, as terms of an employment contract) long before any patent is filed or
issued, but they still must be named.”).

345) 35 U.S.C. § 116(b) (*. . . The omitted inventor may subsequently join in the
application.”).
346) &YYol AR F oA Alll6xo] wet i EY o] F& AU & ey, 55 & 5%

E35]dRtz Avtshe "Aat= ¢

347) Canada Patent Act, section 31(1) (*Where an invention is made by two or more
inventors and one of them refuses to make application for a patent or his
whereabouts cannot be ascertained after diligent inquiry, the other inventors or their
legal representatives may make application, and a patent may be granted in the name
of the inventors who make the application, on satisfying the Commissioner that the
joint inventor has refused to make application or that his whereabouts cannot be
ascertained after diligent inquiry.”),

348) Canada Patent Act, section 31(4) (“Where an application is filed by one or more
applicants and it subsequently appears that one or more further applicants should
have been joined, the further applicant or applicants may be joined on satisfying the
Commissioner that he or they should be so joined, and that the omission of the
further applicant or applicants had been by inadvertence or mistake and was not for
the purpose of delay.”).

349) Australia Patents Act 1990 (Includes amendments up to: Act No. 9, 2020) § 31 Joint
applicants (2 or more persons (within the meaning of section 29) may make a joint
patent application.)
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350) Australia Patents Act 1990 (Includes amendments up to: Act No. 9, 2020) § 32
Disputes between applicants etc. ((1) If a dispute arises between any 2 or more joint
applicants in relation to a patent application whether, or in what manner, the
application should proceed, the Commissioner may, on a request made in accordance
with the regulations by any of those applicants, make any determinations the
Commissioner thinks fit for enabling the application to proceed in the name of one or
more of the applicants alone, or for regulating the manner in which it is to proceed,
or both, as the case requires.).

351) 1 Patents Throughout the World § 78:5 (India part) (4th ed.) (“Application may be
made, either alone or jointly with another, by the inventor, assignee, legal
representative of deceased inventor or assignee entitled to apply.”).
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426) Executive Order 10096 of Jan. 23, 1950.

427) 37 CFR 501. Uniform Patent Policy For Rights In Inventions Made By Government
Employees.

428) ThSE ARY e 7t AYYEI|Wo| S3S anpHoR ol BEY 4 == AU 35
U.S.C. 207(b). “For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is authorized to—

(1) assist Federal agency efforts to promote the licensing and utilization of Government-o
wned inventions;

(2) assist Federal agencies in seeking protection and maintaining inventions in foreign co
untries, including the payment of fees and costs connected therewith: and

(3) consult with and advise Federal agencies as to areas of science and technology resea
rch and development with potential for commercial utilization.”.
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429) 35 U.S.C 207(a). “Each Federal agency is authorized to—

(1) apply for, obtain, and maintain patents or other forms of protection in the United Sta
tes and in foreign countries on inventions in which the Federal Government owns a ri
ght, title, or interest;

(2) grant nonexclusive, exclusive, or partially exclusive licenses under federally owned in
ventions, royalty-free or for royalties or other consideration, and on such terms and c
onditions, including the grant to the licensee of the right of enforcement pursuant to t
he provisions of chapter 29 as determined appropriate in the public interest:

(3) undertake all other suitable and necessary steps to protect and administer rights to f
ederally owned inventions on behalf of the Federal Government either directly or throu
gh contract, including acquiring rights for and administering royalties to the Federal G
overnment in any invention, but only to the extent the party from whom the rights ar
e acquired voluntarily enters into the transaction, to facilitate the licensing of a federa
lly owned invention:; and

(4) transfer custody and administration, in whole or in part, to another Federal agency,
of the right, title, or interest in any federally owned invention.”.

430) 37 CFR 404.4 - Authority to grant licenses. “Federally owned inventions shall be
made available for licensing as deemed appropriate in the public interest and each
agency shall notify the public of these available inventions. The agencies having
custody of these inventions may grant nonexclusive, co-exclusive, partially exclusive,
or exclusive licenses thereto under this part. Licenses may be royalty-free or for
royalties or other consideration. They may be for all or less than all fields of use or
in specified geographic areas and may include a release for past infringement. Any
license shall not confer on any person immunity from the antitrust laws or from a
charge of patent misuse, and the exercise of such rights pursuant to this part shall
not be immunized from the operation of state or federal law by reason of the source
of the grant.”.

431) oj= JEIt gFaQloz SEH 559 wA T4 38,7397(77~'14)0lt, o] F ol
11,99571(31%), S+-°] 6,90071(18%), &5w°] 3,95971(10%) 5o =2 + A E37F 50% ojArS
AFR)SHCHU.S. Federal Government Patenting Report”(2015.3)).

432) s B=TR%
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433) EEMEE Btk MHEKER. BEMECKEEL ZIThE Lok,

434) dE E3FX, 291-91 TLO =Z=. <https://www.jpo.go.jp/toppage/links/tlo.html> (2020
1
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436) 42 AFE. I 55 350U sY HE(EEREFMEE—RIFER). 2020,
<https://www.mof.go.jp/national _property/list/patent/index.htm> (2020 11¥ 23¥ x&%
).

437) UK Patents Act(1977) 39 Right to employees’ inventions.

(1) Notwithstanding anything in any rule of law, an invention made by an employee shall,
as between him and his employer, be taken to belong to his employer for the purpose
s of this Act and all other purposes if—

(a) it was made in the course of the normal duties of the employee or in the course of
duties falling outside his normal duties, but specifically assigned to him, and the circu
mstances in either case were such that an invention might reasonably be expected to
result from the carrying out of his duties; or

(b) the invention was made in the course of the duties of the employee and, at the time
of making the invention, because of the nature of his duties and the particular respon
sibilities arising from the nature of his duties he had a special obligation to further th
e interests of the employer’'s undertaking.

(2) Any other invention made by an employee shall, as between him and his employer, b
e taken for those purposes to belong to the employee.

(3) Where by virtue of this section an invention belongs, as between him and his employ
er, to an employee, nothing done—

(a) by or on behalf of the employee or any person claiming under him for the purposes
of pursuing an application for a patent, or

(b) by any person for the purpose of performing or working the invention,shall be taken
to infringe any copyright or design right to which, as between him and his employer,
his employer is entitled in any model or document relating to the invention.
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438) UK Patents Act(1977) 42 Enforceability of contracts relating to employees’ inventions.
(4) This section applies to any arrangement made with a Crown employee by or on
behalf of the Crown as his employer as it applies to any contract made between an
employee and an employer other than the Crown, and for the purposes of this
section “Crown employee” means a person employed under or for the purposes of
a government department or any officer or body exercising on behalf of the Crown
functions conferred by any enactment or a person serving in the naval, military or
air forces of the Crown.

439) ArbnErfG §1.
Diesem Gesetz unterliegen die Erfindungen und technischen Verbesserungsvorschldge
von Arbeitnehmern im privaten und im O6ffentlichen Dienst, von Beamten und
Soldaten.

440) ArbnErfG §40.
Auf Erfindungen und technische Verbesserungsvorschldge von Arbeitnehmern, die in
Betrieben und Verwaltungen des Bundes, der Lander, der Gemeinden und sonstigen
Koérperschaften, Anstalten und Stiftungen des o6ffentlichen Rechts beschéftigt sind, sind
die Vorschriften fur Arbeitnehmer im privaten Dienst mit folgender MalBgabe
anzuwenden:

1. An Stelle der Inanspruchnahme der Diensterfindung kann der Arbeitgeber eine angem
essene Beteiligung an dem Ertrag der Diensterfindung in Anspruch nehmen, wenn dies
vorher vereinbart worden ist. Uber die Hohe der Beteiligung kénnen im voraus binden
de Abmachungen getroffen werden. Kommt eine Vereinbarung tber die Hohe der Beteil
igung nicht zustande, so hat der Arbeitgeber sie festzusetzen. § 12 Abs. 3 bis 6 ist ent
sprechend anzuwenden.

2. Die Behandlung von technischen Verbesserungsvorschldagen nach § 20 Abs. 2 kann au
ch durch Dienstvereinbarung geregelt werden: Vorschriften, nach denen die Einigung U
ber die Dienstvereinbarung durch die Entscheidung einer hoheren Dienststelle oder ein
er dritten Stelle ersetzt werden kann, finden keine Anwendung.

3. Dem Arbeitnehmer kénnen im o6ffentlichen Interesse durch allgemeine Anordnung der
zustandigen obersten Dienstbehérde Beschrédnkungen hinsichtlich der Art der Verwertu
ng der Diensterfindung auferlegt werden.

4. Zur Einreichung von Vorschlagslisten fur Arbeitgeberbeisitzer (§ 30 Abs. 4) sind auch
die Bundesregierung und die Landesregierungen berechtigt.

5. Soweit oOffentliche Verwaltungen eigene Schiedsstellen zur Beilegung von Streitigkeiten
auf Grund dieses Gesetzes errichtet haben, finden die Vorschriften der §§ 29 bis 32 kei
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ne Anwendung.

441) Code de la propriété intellectuelle Article L611-7

Si l'inventeur est un salarié, le droit au titre de propriété industrielle, & défaut de

stipulation contractuelle plus favorable au salarié, est défini selon les dispositions

ci-apres :

1. Les inventions faites par le salarié dans 1'exécution soit d'un contrat de travail compo
rtant une mission inventive qui correspond a ses fonctions effectives, soit d'études et
de recherches qui lui sont explicitement confiées, appartiennent a 1'employeur. L'emplo
yeur informe le salarié auteur d'une telle invention lorsque cette derniére fait 1'objet d
u dépdt d'une demande de titre de propriété industrielle et lors de la délivrance, le ca
s échéant, de ce titre. Les conditions dans lesquelles le salarié, auteur d'une invention
appartenant a l'employeur, bénéficie d'une rémunération supplémentaire sont détermin
ées par les conventions collectives, les accords d'entreprise et les contrats individuels
de travail.

Si l'employeur n'est pas soumis a une convention collective de branche, tout litige rel
atif a la rémunération supplémentaire est soumis a la commission de conciliation instit
uée par l'article L. 615-21 ou au tribunal de grande instance.

2. Toutes les autres inventions appartiennent au salarié. Toutefois, lorsqu'une invention
est faite par un salarié soit dans le cours de l'exécution de ses fonctions, soit dans le
domaine des activités de 1'entreprise, soit par la connaissance ou l'utilisation des tech
niques ou de moyens spécifiques a 1'entreprise, ou de données procurées par elle, I'em
ployeur a le droit, dans des conditions et délais fixés par décret en Conseil d'Etat, de
se faire attribuer la propriété ou la jouissance de tout ou partie des droits attachés au
brevet protégeant l'invention de son salarié.

Le salarié doit en obtenir un juste prix qui, a défaut d'accord entre les parties, est fi
xé par la commission de conciliation instituée par l'article L. 615-21 ou par le tribunal
de grande instance : ceux-ci prendront en considération tous éléments qui pourront le
ur étre fournis notamment par 1'employeur et par le salarié, pour calculer le juste pri
x tant en fonction des apports initiaux de 1'un et de l'autre que de 1'utilité industrielle
et commerciale de l'invention.

3. Le salarié auteur d'une invention en informe son employeur qui en accuse réception s
elon des modalités et des délais fixés par voie réglementaire.

Le salarié et l'employeur doivent se communiquer tous renseignements utiles sur l'inv
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ention en cause. Ils doivent s'abstenir de toute divulgation de nature a compromettre
en tout ou en partie 1'exercice des droits conférés par le présent livre.

Tout accord entre le salarié et son employeur ayant pour objet une invention de salar
ié doit, a peine de nullité, étre constaté par écrit.

4. Les modalités d'application du présent article sont fixées par décret en Conseil d'Etat.

5. Les dispositions du présent article sont également applicables aux agents de 1'Etat, des
collectivités publiques et de toutes autres personnes morales de droit public, selon des
modalités qui sont fixées par décret en Conseil d'Etat.

442) Code de la propriété intellectuelle Article R611-12
1. Les inventions faites par le fonctionnaire ou l'agent public dans 1'exécution soit des
tdches comportant une mission inventive correspondant a ses attributions, soit
d'études ou de recherches qui lui sont explicitement confiées appartiennent a la
personne publique pour le compte de laquelle il effectue lesdites taches, études ou
recherches. Toutefois, si la personne publique décide de ne pas procéder a la
valorisation de l'invention, le fonctionnaire ou agent public qui en est l'auteur peut
disposer des droits patrimoniaux attachés a celle-ci, dans les conditions prévues par
une convention conclue avec la personne publique.

2. Toutes les autres inventions appartiennent au fonctionnaire ou a l'agent.

Toutefois, la personne publique employeur a le droit, dans les conditions et délais fixés p
ar la présente sous-section, de se faire attribuer tout ou partie des droits attachés au
brevet protégeant l'invention lorsque celle-ci est faite par un fonctionnaire ou agent :

Soit dans le cours de l'exécution de ses fonctions :
Soit dans le domaine des activités de 1'organisme public concerné ;

Soit par la connaissance ou l'utilisation de techniques, de moyens spécifiques a cet org
anisme ou de données procurées par lui.

443) S84, <R3 TLESTR] AR U At FAA] B3 AT, 2007, 589,
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502) S7hAT ARl B ol BE 4 A23E ASHATALAN A57)Ho]
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1A
i HEXIE &5 7|o] M2 O 2000H2{E X|Fstn AH7|0| FIIER ZEE]|
O 15%E X|Zsfofe. Ol Zfo|MA AHSFo|Lt s HEE HFYE 5
Hg2| X|21t= E7i0|H, YK S SSLHXe H2[E 0[gE5=0| &4
Stgle 40 ootk
i, oY 7|8 Ee AFA2 YXE OfL|LE HEHe| V=X JHXE HY5| &
SAIZI AJAA g AMEIEE HOoEl EEE|OAM X|ZsHOF SHCE
i, i 7|2 = HFAHZ2 2 i FEE XA FEE HE X|F5H7| ©
X Hol=Q ELHE| A 7|Ef paymentE E-JS 0 QU0{OF DL} 504)
4T FHF B A G
20999 23} ~ 30219 ol 3 ARZAZ QB 40% x AEHFAATA] 7)o &
30999 =3 ~ 409 o]} ARZAFT A& 30% X NEHAATFTYL] 7o &
4099 =3 ~ 5099 o]t ARZAFT AE 20% X NEHAATFTYL] 7]o&
5099 =3} ARZAFT AR 10% X NEHAATFTYL] 7]o&

503)

https://www.govinfo.gov/content/pkg/USCODE-2011-title15/html/USCODE-2011-title15-c

hap63-sec3710c.htm

504)(i) The head of the agency or laboratory, or such individual's designee, shall pay
each year the first $2,000, and thereafter at least 15 percent, of the royalties or
other payments, other than payments of patent costs as delineated by a license or

assignment agreement, to the
coinventor’s rights are assigned

inventor or coinventors,
to the United States.

if the

inventor's or

(i) An agency or laboratory may provide appropriate incentives, from royalties, or other

payments, to laboratory employees who are not an inventor of such inventions but

who substantially increased the technical value of such inventions.

(iii) The agency or laboratory shall retain the royalties and other payments received from

an invention until the agency or laboratory makes payments to employees of a

laboratory under clause (i) or (ii).
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i ot U oteh 89, Yl Ale HES0 ot Zd, o7|0= e 7lee
g

H 0|8 OlRets FooMH T&stALE 7122 7|e32 IWEAEE ZEr,.

o —
oMY RNz 220s HIE2 A&, o7|o= XMLtz 2o
dd gFel #2lE flel CHE 712, AtE, BHOA XI=5i0F St B|E 8
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v. g0 Oj Bl SX0| oot atety Gt I 505)

2E 7les R 7IE Al S0 7Ieh Yol 471" SA0] £gste 822 A

SHA 2 A 7IEo] b= 7|2 o]EHA] otdstal i AjRE= ojdd

505)(1) to reward scientific, engineering, and technical employees of the laboratory,
including developers of sensitive or classified technology, regardless of whether
the technology has commercial applications;

(ii) to further scientific exchange among the laboratories of the agency;

(iii) for education and training of employees consistent with the research and development
missions and objectives of the agency or laboratory, and for other activities that

increase the potential for transfer of the technology of the laboratories of the agency:

(iv) for payment of expenses incidental to the administration and licensing of intellectual
property by the agency or laboratory with respect to inventions made at that
laboratory, including the fees or other costs for the services of other agencies, persons,

or organizations for intellectual property management and licensing services; or

(v) for scientific research and development consistent with the research and development

missions and objectives of the laboratory.
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section 207 of title 350 9|7Asto] g AR 7]@olut AqLaof] LY HY A
B AS AlFstl 2EEHE @2 Adg7E2 12t 2EH
SolIAl ool & B AN, 1B (iv)ofl gl s 2t £
off atglo] o2 7| slie] SslEdt FAIS St v8e HAE sl =2EH
Hashop ot A7ld B ¥]l8S Alestl @2 2Ze 2EE U VIE Al o

< 3ig 5351 ¥ MulAS Mgt 71l H&H0 1B ti2 FufE ofof het.508)

506) (2)If, after payments to inventors under paragraph (1), the royalties or other
payments received by an agency in any fiscal year exceed 5 percent of the budget
of the agency for that year, 75 percent of such excess shall be paid to the
Treasury of the United States and the remaining 25 percent may be used or
obligated under paragraph (1)(B). Any funds not so used or obligated shall be paid
into the Treasury of the United States.

507) Any payment made to an employee under this section shall be in addition to the
regular pay of the employee and to any other awards made to the employee, and
shall not affect the entitlement of the employee to any regular pay, annuity, or
award to which he is otherwise entitled or for which he is otherwise eligible or limit
the amount thereof. Any payment made to an inventor as such shall continue after
the inventor leaves the laboratory or agency. Payments made under this section
shall not exceed $150,000 per year to any one person, unless the President
approves a larger award (with the excess over $150,000 being treated as a
Presidential award under section 4504 of title 5).

508) A Federal agency receiving royalties or other payments as a result of invention
management services performed for another Federal agency or laboratory under
section 207 of title 35, may retain such royalties or payments to the extent required
to offset payments to inventors under clause (i) of paragraph (1)(A), costs and
expenses incurred under clause (iv) of paragraph (1)(B), and the cost of foreign
patenting and maintenance for any invention of the other agency. All royalties and
other payments remaining after offsetting the payments to inventors, costs, and
expenses described in the preceding sentence shall be transferred to the agency for
which the services were performed, for distribution in accordance with paragraph

(1)(B).
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509) 4l JPO Ziol=ghlell wh 5 ol e B goliddel os) T st =IE
3 Bigoletes 7 7hA SR Bl AgdEn. AR AA Al 3 BAdL AEE o
AA g, ol R & Py tivldn B Dg AT 1997d A a9,
B2 7IdEe] AdE EHe AAss Aol RS & Fa kUL 2000). L2y o
23 2ol A =Eke AL jled = I7PIReR O AAEA ©He AHYEs]
A’ x4o] ofyr] wjZo|tt.

N
1

Annual Royalties Remuneration

Below 500 thousand yen Royalties*30%

Above 500 thousand yen and (Royalties minus 500 thousand yen) *20% plus 150

Below | million yen thousand yen

Above 1 million yen and (Royalties minus | million yen) *10% plus 250

Below 1.5 million yen thousand yen

Above 1.5 million yen (Royalties minus 1.5 million yen) *5% plus 300
thousand yen

510) Y& 53 ABE(HFL)
© AeA, el w7 EE ARFFAACI A 57 ol Brhe FUd, Hale) A %)
P EE APFTAC Fhd 5 ol rhel 1 AA% il AEA 5o Yw ol
Loim, o wae s B WL A4 5O FUL e A FL A A% Sot B
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511) The Patents Act 1977
Section 42 21 W g Ak FA 74

Employees’ inventions.

(D & =32 AgaAd A= FHLA s S0 Tro] B3 BE AlKAA AZ2HJA Thol)
of &€t

@ 1859 A3 AADEoE e BrR)sAY
b) 1§ 272 Astel mE FYUT] ngAt] TE Ag 2=

((1) This section applies to any contract (whenever made) relating to inventions made by an
employee, being a contract entered into by him;

(a) with the employer (alone or with another); or

(b) with some other person at the request of the employer or in pursuance of the
employee’s contract of employment.)

@) £ Ao] FHEHE A oA Fax IR AYFY ofF 17} o] gz

HelE 27| A 28k B0 fjgh Bgoji} 8o st ~;/i E= B Yo 79
A& g2A)7]= ¢ 29 g JPe = s 287 UESF HE9 HEo), B 185
grgo] gier 53] s 72/¢ £l fjd 8o e 535 ¢ EE ofgo] 2Th((2) Any
term in a contract to which this section applies which diminishes the employee’s rights in
inventions of any description made by him after the appointed day and the date of the
contract, or in or under patents for those inventions or applications for such patents, shall
be unenforceable against him to the extent that it diminishes his rights in an invention of
that description so made, or in or under a patent for such an invention or an application
for any such patent.)

He F9ele

m rq’

@) 7] QL HE 78 e L H*«/ AbFE QI8 FY o] EFoA XEoF & HEHFF 9
PE f&skE AoZ §4EHA 2E=rk((3) Subsection (2) above shall not be construed as
derogating from any duty of confldentlahty owed to his employer by an employee by
virtue of any rule of law or otherwise.)
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W & z9e FPUR FYo1) gAY HRE ] We o) Y o]g)e &9l
3 Hzgel Mool Aol FFA PBAAE HEEDR A7 Bl Fi doE 18
A FRE e Aok H#EL o] T Ho o FRY FEI4L Y} e BEE HE B FF
EE Fo T L&£FHol EHE F9) o]F EZgeCL((4) This section applies to any
arrangements made with a Crown employee by or on behalf of the Crown as his
employer as it applies to any contract made between an employee and an employer other
than the Crown, and for the purposes of his section “Crown employee” means a person
employed under or for the purposes of a government department or any officer or body
exercising on behalf of the Crown functions conferred by any enactment or a person
serving in the naval, military or air forces of the Crown.)

Employees’ inventions.

(D 40z (D3} @0 HAIE Aol st 18212 TASIAY 2T A ] i EbgskAl 32
T AUe ool Bt eI 22 A HYoA (FFE st AFE ALS BAs ok

(@) A gk =3

(b) EH ol g 53

© o3 2 A9 4=

@) & B3 property e ojd A

() &N AAH AlgolA E3F &l &3 property == ojwH A

((1) An award of compensation to an employee under section 40(1) or (2) above shall be
such as will secure for the employee a fair share (having regard to all the
circumstances) of the benefit which the employer has derived, or may reasonably be
expected to derive, from any of the following -

(a) the invention in question;

(b) the patent for the invention;

(c) the assignment, assignation or grant of;

(i) the property or any right in the invention, or

(ii) the property in, or any right in or under, an application for the patent, to a person
connected with the employer.)

@ OFe] BAY, BEF7} Fol, Fo EE FoRH EIHAY 22 o2 yHE W
o olge] 74

@ s 5319 @ == 9]

(D) ‘%”301] gk Ak == A 1
=8 JoR FEHoR o4

((2) For the purposes of subsection (1) above the amount of any benefit derived or expected
to be derived by an employer from the assignment, assignation or grant of;

(a) the property in, or any right in or under, a patent for the invention or an application for
such a patent; or

(b) the property or any right in the invention; to a person connected with him shall be taken
to be the amount which could reasonably be expected to be so derived by the employer
if that person had not been connected with him.)
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t}.((3) Where the Crown or a Research Council in its capamty as employer assigns or
grants the property in, or any right in or under, an invention, patent or application for a
patent to a body having among its functions that of developing or exploiting inventions
resulting from public research and does so for no consideration or only a nominal
consideration, any benefit derived from the invention, patent or application by that body
shall be treated for the purposes of the foregoing provisions of this section as so derived
by the Crown or, as the case may be, Research Council. In this subsection “Research
Council” means a body which is a Research Council for the purposes of the Science and
Technology Act 1965.)
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o AR, AL D Aol 7ol A,

((4) In determining the fair share of the benefit to be secured for an employee in respect of
an invention which has always belonged to an employer, the court or the comptroller
shall, among other things, take the following matters into account, that is to say -

(a) the nature of the employee’s duties, his remuneration and the other advantages he derives
or has derived from his employment or has derived in relation to the invention under this Act;

(b) the effort and skill which the employee has devoted to making the invention;

(c) the effort and skill which any other person has devoted to making the invention jointly
with the employee concerned, and the advice and other assistance contributed by any
other employee who is not a joint inventor of the invention; and

(d) the contribution made by the employer to the making, developing and working of the
invention by the provision of advice, facilities and other assistance, by the provision of
opportunities and by his managerial and commercial skill and activities.)

6) M9 T A4S Aol Ui 2fAE FY BAse] Fuslol ¥ Folo] FAD ¥ AA
@ u, e ARe wejslo At
(@ ol ol weh s7kA goldlan} goldlae] 24 EE o U BW w: 589 s

o,
(b) Zglo] e AP FEOE WAL B A=
© 47 @@ AFE Fe] A, AL D o] hF 18T 7o

((5) In determining the fair share of the benefit to be secured for an employee in respect of
an invention which originally belonged to him, the court or the comptroller shall, among
other things, take the following matters into account, that is to say;

(a) any conditions in a licence or licences granted under this Act or otherwise in respect of
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(o3

the invention or the patent for it;
(b) the extent to which the invention was made jointly by the employee with any other person; and

(c) the contribution made by the employer to the making, developing and working of the
invention as mentioned in subsection (4)(d) above.)

6) 91 Ad0=xo| WE BT A7 WHS dAE A7 ¥ =« A7 Ax ¥98 == & 0d + 9
o}.((6) Any order for the payment of compensation under section 40 above may be an
order for the payment of a lump sum or for periodical payment, or both.)

(7) AR 18893 A|32x0 wigr HA gloj(¥utx oz W3 FHo| yuz PAE £ =
At doh HAol 3‘474]7“}401 A A0ze 2 FTHLY A diE) 2T HHE
= AS Oy O F4A gl 93] ARsA= F "Aoh.((7) Without prejudice to section 32
of the Interpretation Act 18893 (which provides that a statutory power may in general
be exercised from time to time), the refusal of the court or the comptroller to make any such
order on an application made by an employee under section 40 above shall not prevent a
further application being made under that section by him or any successor in title of his.)

ot

ﬁ.
Ul

A

® PY EE ALl oled WHL U A%, P = E 38919 A%
o Wt olF WA, Ex FA% 5 gom, Wde nE 29 A% HpE 29
B2 & glem, 9 Az ASFE AT ol e 2He] AEHE o2 AFAe] AL
t}.((8) Where the court or the comptroller has made any such order, the court or he may
on the application of either the employer or the employee vary or discharge it or suspend
any provision of the order and revive any provision so suspended, and section 40(5) above
shall apply to the application as it applies to an application under that section.)

(9) YEHES} A=A, 9 A=z wet Aol £ BE F4L2, F HAo %3%*5& A5,
T Hdol A g o o3 IFd ¢ o, oE AS, HAd HWH we AFgE AAH
SlE 4 AH((9) In England and Wales any sums awarded by the comptroller under Section 40
above shall, if the county court so orders, be recoverable by execution issued from the
county court or otherwise as if they were payable under an order of that court.)

rr
>
>
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ro
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10) 2mEACS] A%, 9 A0z Wt F4 AF A7l WY BFL 2EAS] Bk Y
do2RE Y FAS dHEe T FAJ AAE HIPT 4+ Ath((10) In Scotland an
order made under section 40 above by the comptroller for the payment of any sums
may be enforced in like manner as an extract registered decree arbitral bearing a
warrant for execution issued by the sheriff court of any sheriffdom in Scotland.)

(1D Eoldsi=o A, 9 A0z wat FA 2 Fo gk ZARIe] W gee S5 BHd A
A8 e 4 Ath((11) In Northern Ireland an order made under section 40 above by the
comptroller for the payment of any sums may be enforced as if it were a money judgment.)

(12) W AA 9 A0zl wet F A Fol| thet AL HE-S HAddA HldE JPA o] JAp=A
4 Jth((12) In the Isle of Man an order made under sectlon 40 above by the comptroller
for the payment of any sums may be enforced in like manner as an execution issued out
of the court.)
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516) Peter Caldwell, Employment Agreements for the Inventing Worker: A Proposal for
Reforming Trailer Clause Enforceability Guidelines, 13 ]. Intell. Prop. L. 279, 281 (2006)
(“Through experience, employers have become savvy enough to insist that all
employees assign their inventions made during employment and inventions made
post-termination, when reasonable.”).

517) Vai lo Lo, Employee Inventions and Works for Hire in Japan: A Comparative Study
Against the U.S., Chinese, and German Systems, 16 Temp. Int'l & Comp. L.J. 279, 292
(2002) (“According to case law, employee inventions can be categorized into three
groups - employer-initiated inventions, shop right inventions, and free inventions.”).

518) Vai lo Lo, supra, at 292-93 (“If the invention is conceived and perfected by using
the resources of the employer, the employee retains title to the invention, while the
employer has a nonexclusive, nontransferable, and royalty-free license to practice the
invention. Since the nonexclusive license is generally referred to as a shop right,
inventions made under these circumstances are called ‘shop right’ inventions.”).

519) S, ool A, 2909 (13 2-16)(FFEH L AL Lol AP HFHcED 4).
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2 ARdgel Aog LR, I FAY] o ELUYo] AFYHo] ‘opdg’
SHY AAS Hot= Aotk Yoprt, sy Sddo] EAF & 1do] Ald Fof &
58 EFYoIFTY, 1 SdUy2 ARdYo] opd Zor AL, AP} Y &
o] A RWdgels SHT MAS RostA =t

Fug, oZoAs S99 §A & Uyo] EA A AR &5t 4 10
T2 A Aol FEZ A FESH ot &Y Ctrailer clause’g T ARTF Q)

d3P A2z A2% 778t

AREgold FUY, WA AY E | AU old FYY, WA IY E
B BRI "FULS ol dthol | & FR(elst "sagE ol grhol
2 xpo greto] ek zlo] AL | AMEAR W Ei F7RU AGARIEA]
ALEAL - E E F7R AGARIGA | (o]5} "AbgAMETole} gtthetel ngw
(oI5} "AFgAFS ol2t AT YR 98] | AdA Rol, slghg A8e Fsto] @
of &3st1 1 WHg sHA H AUt &£ | Wt A2 Witk v &9 £8 F 1

520) AL, WS, %O A, 204W(THH, WALHAIIE BA A - x| 0w AR 5 Fof
Q5xglo] 917 ol ALgAHE AR Avwel(E Sol, APAA] Ao] ozt 9 A2

u
S)E € Zast ok

521) Peter Caldwell, Employment Agreements for the Inventing Worker: A Proposal for
Reforming Trailer Clause Enforceability Guidelines, 13 ]. Intell. Prop. L. 279, 285 (2006)
(“A trailer clause is a provision in an intellectual property agreement which is phrased
much like a non-competition clause. Typically, in a trailer clause for future
inventions, the employee covenants to assign all post-employment inventions to the
employer if they relate to the employer's field of work.”).

522) Peter Caldwell, Employment Agreements for the I[nventing Worker: A Proposal for
Reforming Trailer Clause Enforceability Guidelines, 13 ]. Intell. Prop. L. 279, 285 (2006)
(“Depending on the contractual language, a future inventions trailer may only be
effective for a specified number of months or years following termination, and is
typically drafted to be limited in territorial scope.”).
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LA =Y gAte] TdEE Ule w2 Zlo] Hofof shal HYAY A= o
2 Zlo] wojof ghth. A2oA Fat TA=TE oF 15% =t =), 2 AE
S At B e A= AolA gt 1 g2 5% olstt He o] B
Eriss

LolA LA FAES Al QolAl o wyel A EUAL 3

=
APV =235t utS 18t} 527) e Xro] 29l T (Anteilsfaktor, Share factor)(B) #H
d

o f i
A2 ROz gAte] o]Ali(A) AdETH iy AT, SILFA0] AlAlSH
T AR APggEe 14eo] glgdlt 25t S WY L SaHo 49
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50
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527) 5¢ 5A YL YH(Gesetz Uber Arbeitnehmererfindungen) A9x A|2&H(EA Q] 4ol &

3] Ajeueo] AIH o] 87ksA, Z1QoHe UL XRet A9l J2m Apwel A
of tsto] 3t A7t £ Q5 dgs didsict Fur die Bemessung der Vergutung sind
insbesondere die wirtschaftliche Verwertbarkelt der Diensterfindung, die Aufgaben
und die Stellung des Arbeitnehmers im Betrieb sowie der Anteil des Betriebes an
dem Zustandekommen der Diensterfindung mafRgebend. In assessing compensation,
due consideration shall in particular be given to the commercial applicability of the
service information, the duties and position of the employee in the enterprise, and
the enterprise’s contribution to the invention.).

:
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of @t tigeh A4olth529) TRIztngo QlojAo] FAY A Rdgo] HAo] #
b AIAa(el8E =LA )80 A302 WA Al3eso] ad, FPEY FAE A
g2 A7 (bl), A A (b2), ALY AldoA #oxl AL A (b3) 2 &=
of F#AIARL Afeoll Foljd zZtzte] ALHE FAlsto] APFRIThS8D8) SR 2
19580 A Zlo7] wizol =auA W, 7leA UA, dAA #FY 2R

A FAchol] 9HA] 9Fe HEo] Topx|: 9Jrkss) 1985%

x|gk 714 Bofo] watAE s}
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528) BARFT, "HAE. #ENABEICHET AMIERAICET 2AETMARES,L, BEH(REENFS
#& ( Anteilsfaktor ) &, EZRANE(DIENT, BTRTEDTHLEINTHWE, —BH
2, REEZBOFEHROEEIR, "RPDME PEEL) VA THLLEEL6NTEY) | HRANE
T TWAFHMAEEFIEE, P A VEFTOREMRE LBAFTORAIZE T, AR NI %
Wizt rhrbos THIASN Twb, ")(Bartenbach. Volz, Arbeitnehmerfinderverguetung, 3.
Auflage, Carl Heymann Verlag, S.769).

529) =AAIA A30=.

530)"Guideline for the Remuneration of Employees’ Inventions in Private Employment =
1959¢ 74 20¥EH A]38%.

531) BANEET, BIBREE, 63E("HEERAB0-362I2L b & REBOFZEHROEEHEIE, "]
REONFRE,. "REORIR,, TEICBTARER I CELONTHRBEL MM ORIEBIC, BANE
HIZBWTIHEShE XN EhOERESBET A LI2LV1T5. ).

532)"Guideline for the Remuneration of Employees’ Inventions in Private Employment
(“An appropriate deduction must be made from the value of the invention
determined in the First Section in con- sideration of the fact that it is not a free
invention. Taking this deduction from the value of the invention into account the
resulting share for the employee is determined in the form of a rate of share
expressed as a percentage. The rate of share is determined by the following a) by
setting a task, b) by finding the solution to that task c¢) by the duties and position
of the employee in the company. The values inserted in the individual groups in
tables a), b) and c¢) below are used the calculation of the rate of share according to
the table at (37) If a valuation lying between the individual groups appears to be
appropriate in individual cases, then intermediate values can be created (e.g., 3.5)").

533) BHAKFFFT. ARG H(2013), C8E(EEBMRANLIOSFICHIES N LD TH S72 FHENEY
Ba. BITHES. RENBSDOTAICE TLHRRICE TR ESLWTAN S L > TE T
5.7,

534) BAGFFT, RIS E(2013), 68E("1985F A 645 H E TR & LA L% < BT AEFIZ £ - T
TRAEmMA S SIS o HFS 1 H 5, 7).
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slol &3t org

2) A9 siZA(b2)

b2 £x19 Age gol ATAYY FH0) wehd FA=S APAL. H4E 2
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U9 APABT AY7150lck @ Pl AR A7} B PRt A|Ao]
th ® BlAbe ol shEo] thste] 712MY WALTS AYstchse o)y 37}

535) =AY A31=.

536) =UXR|A A32x(“b) The solution to the task (32) In determining the value for
finding the solution to the task, the following factors should be taken into
consideration: 1. The solution is found through the inventor's thoughts arising out of
his professional knowledge: 2. The solution is found because of operations or
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company knowledge: 3. The company supports the inventor with
assistance.”).

537) SUX|A A|32x=(“If all these factors are present in connection with an

technical

invention,

then the invention is given a value of 1 for the solution of the set task; if none of

these factors are present then it is given a value of 6.7).

538) =UXRA! A|34&(It is possible to draw distinctions between the following groups of
employees, where the higher the value in parentheses, the lower the performance

expectation...).

539) SLAIE A34x.
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