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Article 54 Novelty
(1) An invention shall be considered to be new if it does not form part of the

state of the art.
(2) The state of the art shall be held to comprise everything made available to

the public by means of a written or oral description, by use, or in any other way

before the date of filing of the European patent application.
(3) Additionally, the content of European patent applications as filed, the dates
of filing of which are prior to the date referred to in paragraph 2 and which were

published on or after that date, shall be considered as comprised in the state of

the art.
(4) Paragraphs 2 and 3 shall not exclude the patentability of any substance or

composition, comprised in the state of the art, for use in a method referred to in
Article 53(c), provided that its use for any such method is not comprised in the

state of the art.
Paragraphs 2 and 3 shall also not exclude the patentability of any

(5)
substance or composition referred to in paragraph 4 for any specific use in a

method referred to in Article 53(c). provided that such use is not comprised in the

state of the art.
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Use of substance X as an insecticide.....(AZA|2A B4 X9 AHL)

Use of a compound X for the manufacture of a medicament for treating a
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Chapter IV - Claims (Art. 84 and formal requirements)

4.1 Clarity(H&Hd)

Ypaol Walslol hthe a7 AR A ATY, 5 5Y AW 55 Y7y s
of A geo] sl AAClE AEHUC FTYo) JAHL BEWuA s 2AE A
st 71%59) TAA s Fastch metd A7l §ojo ooy AP 2rgoe

13) 2000. 11. 29. 7} E S ES 29 (the European Patent Convention)S 7|&0 & 3ic}, o]|sf Zt}.
Article 78 Requirements of a European patent application
(1) A European patent application shall contain:

a) a request for the grant of a European patent:

b) a description of the invention:

(

(

(c) one or more claims:

(d) any drawings referred to in the description or the claims:
(

e) an abstract,

and satisfy the requirements laid down in the Implementing Regulations.

14) Article 84 Claims
The claims shall define the matter for which protection is sought. They shall be clear and concise

and be supported by the description.
15) “Guidelines for Examination in the European Patent Office”, EPO, March 2023 edition(o]3} Zt}).
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The requirement that the claims must be clear applies to individual claims, i.e.
to independent and dependent claims alike, and also to the claims as a whole. The
clarity of the claims is of the utmost importance in view of their function in
defining the matter for which protection is sought. Therefore, the meaning of the
terms of a claim must, as far as possible, be clear for the person skilled in the art
from the wording of the claim alone (see also F-IV, 4.2). In view of the differences
in the scope of protection which may be attached to the various categories of
claims, the division must ensure that the wording of a claim leaves no doubt as to

its category.
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4.16 Use claims




For the purposes of examination, a "use" claim in a form such as "the use of
substance X as an insecticide" is regarded as equivalent to a "process" claim of the
form "a process of killing insects using substance X'. Thus, a claim in the form
indicated is not to be interpreted as directed to the substance X recognisable (e.g.
by further additives) as intended for use as an insecticide. Similarly, a claim for
"the use of a transistor in an amplifying circuit" is equivalent to a process claim
for the process of amplifying using a circuit containing the transistor and is not to
be interpreted as being directed to "an amplifying circuit in which the transistor is
used", nor to "the process of using the transistor in building such a circuit".
However, a claim directed to the use of a process for a particular purpose is

equivalent to a claim directed to that very same process (see T 684/02).

Care is to be taken when a claim relates to a two-step process which combines
a use step with a product production step. This may be the case e.g. when a
polypeptide and its use in a screening method have been defined as the only

contribution to the art. An example of such a claim would then be:
"A method comprising:
(a) contacting polypeptide X with a compound to be screened and

(b) determining whether the compound affects the activity of said polypeptide,
and subsequently transforming any active compound into a pharmaceutical

composition."

Many variations of such a claim are conceivable, but in essence they combine
(a) a screening step (i.e. using a specified test material to select a compound
having a given property) with (b) further production steps (i.e. further transforming

the selected compound for instance into the desired composition).

According to decision G 2/88 there are two different types of process claim, (i)
the use of an entity to achieve a technical effect and (ii) a process for the
production of a product. G 2/88 makes clear that Art. 64(2) applies only to
processes of type (ii). The above claim and its analogues thus represent a

combination of two different and irreconcilable types of process claim.

Step (a) of the claim relates to a process of type (i), step (b) to a process of
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type (ii). Step (b) builds on the "effect" achieved by step (a), rather than step (a)
feeding into step (b) a specific starting material and resulting in a specific product.
Thus, the claim is made up partly of a use claim and partly of a process for

producing a product. This renders the claim unclear according to Art. 84.

S A2 FRAA AAE[Ren =z, oo HishA £ S5 dAPIES e #AIA

oz MWstn 9l 50 8% Bu okejet Zh1)

sejo] 2 2HE Al 85 % M2 822 272 EPC 54430 wel Ssig we 4
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(T128/82).
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olgier 79 AllE e Wew 1 F 55| €79 duts dmErete offjet At

EP 0915910 B1 (2006.01.18.)

11. Use of peptides according to one of Claims 1-8 for producing

pharmaceutical compositions for treating diabetes.

EP 0695750 A1(B1) (1996.02.07.)

3. Antibody obtainable using a naphthyridinium derivative according to claim 1

as a hapten.

4. Use of a naphthyridinium derivative according to claim 1 as a haptan for

the production of the antibody according to claim 3

EP 0679403 Al (1995.11.02.)

9. A use of a peptide containing an amino acid sequence represented by
Arg-Gly-Asp or Arg-Gly-Asp-Ser or a salt thereof for the purpose of preventing

and treating allergic diseases.

EP 3133080 A1(B1) (2017.02.22.)
1. A compound selected from: or a pharmaceutically acceptable salt thereof.

2. Use of a compound according to claim 1 for the preparation of a

medicament for inhibiting tumor/cancer growth in a subject.

EP 3513789 A2(A3,B1) (2019.07.24.)

1. A HMG-CoA reductase inhibitor for use in the treatment and/or prevention

of a FGFR3 disease.
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WO 94/18206 Al (1994.08.18.)

9. Use of a compound according to any one of Claims 1 to 3 in the
manufacture of a medicament for use in antifungal, immunomodulatory, or

anti-neoplastic therapy.

WO 2002/080952 A2(A3) (2002.10.17.)

1. Use of a modulator of a Hedgehog signalling pathway, or a modulator of a
pathway which is a target of the Hedgehog signalling pathway in the preparation of

a medicament for treatment of a T-cell mediated disease or infection.

WO 2022/034313 Al (2022.02.17.)

1. A compound having a structure according to Formula [ shown below, or a
pharmaceutically acceptable salt, hydrate or solvate thereof, for use as a

medicament: Formula I wherein (0]3} Aj2¥)

DE 19608229 Al (1997.09.11.)

1. Verwendung der immunmodulierenden Peptide Arg-Lys-Asp (Thymotrinan)
und/oder Arg-Lys- Asp-Val (Thymocartin) zur Herstellung von enteral (oral), nasal
oder pulmonal applizierbaren Arzneimittelpraparaten(l. A7), B} = H=z2 &
g 4 Qe ot AA|Y A4S flet Hxd FWEHE Arg-Lys-Asp(E]|REZH) H/E=

Arg-Lys-Asp-Val(E] 271&)2] AF&)

PL 192129 B1(Al) (2006.09.29.)

Use of a nucleic acid encoding a polypeptide that is a mutated major surface
antigen of a hepatitis B virus strain, wherein the polypeptide has an amino acid
sequence that differs from the amino acid sequence of the major wild type B
hepatitis B surface antigen in that the amino acid at the position 133 of such a
polypeptide is a threonine, not a methionine, to determine whether an individual is

infected with a hepatitis B strain of the wild type, referred to as a human hepatitis

_‘]9_




B strain with the surface antigen 'S'-133 Oon (methionine to threonine), such

determination includes :
(a) obtaining a nucleic acid sample from the subject; and

(b) determining whether the nucleic acid sample of step (a) is a nucleic acid
encoding a polypeptide or a nucleic acid derivative encoding a polypeptide that is a
mutated major surface antigen of a hepatitis B virus strain, wherein the
polypeptide has an amino acid sequence that differs from the amino acid sequence
the major surface antigen of the wild type B hepatitis B virus in that the amino

acid at position 133 of such a polypeptide is threonine and not methionine.

DE 19963538 Al (2001.07.05.)

1. Verwendung einer mikrobiellen Hyaluronatlyase oder eines aus ihr herstellbaren
aktiven Fragments als Wirkstoff zur Verbesserung der Geweberesorption von Arzneimitteln
in menschlichen und tierischen Geweben(l. QI7F ¥ =& ZRAlofA] oFz9] £A 45 JfiAlst

=
7] 913 0P SUSEAL Bolah Eb o]2RE ARIE 4 9k WY UWS SaYEOR AG

£ 27 Fgolrt. ufeta olst Jrge tre Wi sigEne, nido] A9Ay HP
% =
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in a method for the treatment of Y, or

Substance X in the therapy of Y, or
or in a method of treating Y, or
for use
Composition comprising in a method of therapy of Y, or
X as a medicament defined by its function, (e.g.as an

anti-inflammatory medicament)

E A 2O weldl GO WYl gt U A2 WHy WAY 49 78 5502 3

LY Ay AR0) ASEE B Xop 22 A /|EOR stol, ofefet 2 2L AL 9

in a method for the treatment

Substance |of Y, or
other features (e.g.the
X for use |in the therapy of Y, or
substance/
or in a method of treating Y, or characterised in
composition is
Composition|in a method of therapy of Y, or [that/ wherein
administered topically,
comprising |as a medicament defined by its
three times daily...)
X for use [|function (e.g.as an

anti-inflammatory medicament)

U 55171 sl HA] e REL= offet 22 ASS AAlstL U

% ol

J{m
&)

2y

1. Substance Xl|a method for the treatmentlwithout the term "for wuse" it is not

or Composition [of Y, or evident if the claim is directed to the
comprising X [|the therapy of Y, or product suitable for the specified use or

in/for a method of treating Y, or |if the claimis limited by the medical use

18) Part G, Chapter VI, 7. Novelty, 7.1.2% &%
- 2‘] -



a method of therapy of Y,
or the (topical) treatment of
Y, or

the (topical) therapy of Y

2.

(Anti-inflammat the claim indicates neither a therapeutic
ory) role nor a therapeutic application of the
medicament, or claimed product. Moreover, without the
Pharmaceutical |for topical treatment term "for use" it is not evident if the
comprising claimis directed to the product suitable
substance X, for the specified use or if the claim is
or Composition limited by the medical use

comprising X

without the term "for wuse" it is not
3. Substance X
as an anti-inflammatory evident if the claimis directed to the
or Composition
agent product suitable for the specified use or
comprising X
if the claim is limited by the medical use

the claim does not define a specific

4. Substance X medical use of the claimed product. It

or for use as an antifungalencompasses non-medical uses, because

Composition /antibacterial agent antifungal/ antibacterial agents are also

comprising X used in e.g. agriculture for treating
plants

B 58 5518 AAPIES T2 Y AU AT gl ARgsh] flet 24 X
X5 ZAt 2EE) o 22 FEiY, ellolA ®ARdel ofsh Al ol Argstr] flgt 2

E
(B 28 X2 ZPF £42) W 22 Fe2 A7FS 718 4 A0k stn k19

ok A29] vz gro tishM s 1A o] 2T S8 A Tt &A1 Y E

19) Part G, Chapter VI, 7. Novelty, 7.1.3 ¥ 7.1.43} #x
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A1 A=

o= £33 (US PTO)= 2012. 9. 16.At2 wa" o]= 74 535]%(35 U.S. Code)ollA ¥
MAL 711 8dof efisto] of2fer o] AlAlsEAL STt

35 U.S.C. 112 SPECIFICATION.

(a) Yt AP - HANOIE WY M WS TET AL WY L D2AAY
s ] i fokn waksio] 21715ty Aeret gof

2 AIAlsoF Ut
(b) Z2. - BAME WYA EE 5 WHADL WYo R Fo: BeThYS T

N

ARSI R @9shs Sh olge] AR AE vk gy

) B55 FA A8 ()Fol Tet, S48 P HPFe ol MY F7of

& 9182 TP FE FAIY A7} AFS AsIor FUh F44 FEl FIge 1
2ol A8sH APWLY BE AFHS AG0T FUSH HOR siAw oo} FUCh

- OF F4 FA9 AT ol AN st ol

Aete Agstior gy &E &

oX

(a) IN GENERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full,

clear, concise, and exact terms as to enable any person skilled in the art to which
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it pertains, or with which it is most nearly connected, to make and use the same,
and shall set forth the best mode contemplated by the inventor or joint inventor of

carrying out the invention.

(b) CONCLUSION.—The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject matter which the

inventor or a joint inventor regards as the invention.

(c) FORM.—A claim may be written in independent or, if the nature of the case

admits, in dependent or multiple dependent form.

(d) REFERENCE IN DEPENDENT FORMS.—Subject to subsection (e), a claim in
dependent form shall contain a reference to a claim previously set forth and then
specify a further limitation of the subject matter claimed. A claim in dependent
form shall be construed to incorporate by reference all the limitations of the claim

to which it refers.

(e) REFERENCE IN MULTIPLE DEPENDENT FORM.—A claim in multiple dependent
form shall contain a reference, in the alternative only, to more than one claim
previously set forth and then specify a further limitation of the subject matter
claimed. A multiple dependent claim shall not serve as a basis for any other
multiple dependent claim. A multiple dependent claim shall be construed to
incorporate by reference all the limitations of the particular claim in relation to

which it is being considered.

(f) ELEMENT IN CLAIM FOR A COMBINATION.—An element in a claim for a
combination may be expressed as a means or step for performing a specified
function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or

acts described in the specification and equivalents thereof.

19
5
%
15
=l
oX
rlo
ofl
N
-
M
o
e
1o
>
ru
i
>
el
ol
i)
S~
Rl
ofo
e

>.
39
k1
t
re
2
ol
o
2
o
L
rOl‘
=
=

l'm _|>.
29,
2
)
o

=
the Sy A4A22AI3gAle 20 Fdstal, "gest skl getet g0

o g7le iU Ssuy Argol Westn A JMEolo} Tk Sy Al42

rOl‘
o
r



AA4RA2E QT EYste, Uopt ol Sside HA AAFE A 7YY
“Best-mode requirement’)& 1t 9t ol U WA FYlo] A1 AN 71 vt
YA AAFES wo) Ao J|xfstelof FTk @7z of2 ko] Sauols EAfs
Al gk azlolch. ol o]Re] Esyol 2021. 9. 1642 Fhe

JFe we £Foz, NEAFIR NP Fole EAHL Jr Aotk

refA USPTOE S319¥4 &k A1d2 523 SAlstL A Ao

o] £330 AA|&E2DoE= 8% A (Use Claim)o] Thaljia] ofzfiel o] of-9 7rakst

Al MAStE QIck22

2173.05(q) "&&=" 4% [R-10.2019]

meAact BAY WAL YA 2T Z2AAZ YIS Azt o

the]9ith. Ex parte Dunki, 153 USPQ 678(Bd. App. 1967)oll4] AjmHs tjem 7o zA
Aot RAgsichn myetec. "ons obgel olsf Sg Wi Al ueo|a wEo=
o2 B4 H| &2 7t 1ERA Q AHUO|EA A dH29] A" Clinical Products Ltd. v.

Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966)0A4 A} HL2 o3 F7t

WatshA|ut 35 U.S.C. 101A4t9] AASH A A 13to| ofyety widstgict. "Zaj Al M=
Aol S8 o =] AU MY xlaAe] &=

HEos WA Zhol ulxo] siAslojo} sixlgt Uutdos wWAMe] maH A3

21) Manual of Patent Examining Procedure(MPEP), https://www.uspto.gov/web/offices/pac/mpep/
index.html(2023. 8. 3. ¥-&)

22) https://www.uspto.gov/web/offices/pac/mpep/s2173.html(2023. 8. 3. =)
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162 USPQ 541(CCPA 1969) ¥ In re Winkhaus, 527 F.2d 637, 188 USPQ 129(CCPA
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gz EP 1781265 Ble]l AILsF 20L& “20. Use of the formulation of claim 1 or 2
for the manufacture of a pharmaceutical for inducing or maintaining weight loss in
an obese or overweight subject, or maintaining weight loss in an obesity prone
subject, comprising administering the formulation no more than two times per 24
hours."2 &0l &4 - &0 54o] v 249 8% FAPOoR = o] gl=dl, ol
o) S81Q US 2020/0237772 Alols &5 A7ato] Exfsta] gth ARgd 2E Hou}
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CA 2284732 Al (C) (1998.10.15.)

1. The use of a compound of formula I: (0]3} FtxA] & X|&7] A APk

CA 2344893 A1(C) (2000.04.20.)

1. Use of (A) L-carnitine or alkanoyl L-carnitine wherein the alkanoyl is a
straight or branched-chain group containing 2-8 carbon atoms or a
pharmacologically  acceptable salt thereof, and (B) a trihydroxy or
tetrahydroxystilbene to prepare a dietary supplement or a pharmaceutical product
in which (A) and (B) are in admixture or separately packaged, for the prevention

and treatment of pathlogical forms due to neuronal or cerebral alterations.

CA 2637205 Al (2007.07.26.)

28. A orally administered composition comprising (i) soluble yeast glucan, and

(ii) a cancer vaccine composition intended to induce antitumor immune responses
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in a subject, or antibodies that bind to cancer cells in a subject.

29. The wuse of claim 28, wherein the antibodies are capable of activating

complement or activating antibody dependent cell-mediated cytotoxicity.

CA 2359354 A1(C) (2000.08.10.)

1. A C.pneumoniae protein having the amino acid sequence of SEQ ID NO: 2

for use in a method of treatment or diagnosis of the human or animal body.

CA 2642685 Al (2007.08.30.)

1. Use of darusentan in preparation of a pharmaceutical composition for
lowering blood pressure in a patient exhibiting resistance to a baseline
antihypertensive therapy with one or more drugs, wherein the composition
comprises darusentan in an amount providing a therapeutically effective daily dose:
and wherein (a) the composition is orally deliverable and/or (b) the daily dose of
darusentan is effective to provide a reduction of at least about 3 mmHg in one or
more blood pressure parameters selected from trough sitting systolic, trough sitting
diastolic, 24-hour ambulatory systolic, 24-hour ambulatory diastolic, maximum

diurnal systolic and maximum diurnal diastolic blood pressures.

CA 2645345 Al (2007.09.20.)

1. A TGF-.beta. monomer, or a biologically active fragment or derivative

thereof, for use as a medicament.

2. A TGF-.beta.3 monomer, or a biologically active fragment or derivative

thereof, for use as a medicament.

3. The use according to claim 1 or claim 2, wherein the TGF-.beta. monomer

has a molecular weight of approximately 12kDa.
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of claim 1-6 is used for the application of the medicine for the treatment of

the peptide of one

diabetes in preparation.)
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AU 2016282790 B2 (2019.10.03.)

1. Use of a VMATZ2 inhibitor in the manufacture of a medicament for the
treatment of a neurological disorder, wherein the neurological disorder is
treatment-refractory obsessive-compulsive disorder (OCD), or mania in a mood

disorder.

TW 1761868 B (2022.04.21.)

[553kTE50]

WMEERF44 AR - HepZeaigastREmRMsteEzna
BREE O B2 A 2 — B T A B R ) ) R/ SR e e R EE B B
2 RS — B B R (b SR R -

The use of claim 44, wherein the immunotherapy comprises co-administration
of one or more antagonists or inhibitors of inhibitory immune checkpoint proteins
or receptors and/or activation of one or more stimulatory immune checkpoint

proteins or receptors agent or agonist.

RU 2354374 C2 (2009.05.10.)

1. IlpuMeHeHMne TPUIIPOIIUAVHA W/IM €0 COJIM WM T'uapaTa, B KOMOWHAIIAU IIO
MEHbIIIel Mepe C OOHUM JOIIOJIHUTEJIbHBIM aKTUBHBIM (hapMalleBTUUECKUM areHTOM,
B KauecTBe aKTUBHOI'O UHIDEAVEHTa KOMIIO3UIINM, IIOMOoralomen JoOUTHCS OIIyIeH
U CBEXECTU IIpY IpoOyXJeHWU IIOCrie CHA, I'Jie YKas3aHHBIM I10 MeHbIIel Mepe OJu
H JOIIONIHUTENIbHBIA aKTVBHBIA (hapMalleBTUUECKUM areHT BbIOpaH 13: aKTUBHOI'O a
reHTa, UCIIONIb3YyeMOr'o Myid obrierueHusa Oory, JIeUeHUs MUI'DEHel, aslyiepruy, IIpoC
TYOHBIX COCTOSHUWN, T'PUIIIIE, Kall/Ig WIM TPEBOXHOCTU, aKTVMBHOI'O areHTa, MCIIONb
3yeMOI'0 B KauecTBe aHeCTeTUKa, NMPOTUBOBUPYCHOI'O areHTa, IIPOTUBOOTEUHOI'O Cpe
JICTBa WM Aes3uHdeKkTaHTa, WM aKTUBHOI'O areHTa, UCIIONIb3YeMOI'o B OOJIacCTU Me

JULIUHDBI, CBI3aHHOM C XKEHCKUM 3J0POBbEM.

1. The use of triprolidine or its salt or hydrate, in combination with at least

_43_




one additional active pharmaceutical agent, as an active ingredient in a
composition that helps to achieve a feeling of freshness upon waking up after
sleep, wherein said at least one additional active pharmaceutical agent is selected
from: an active agent used to relieve pain, treat migraines, allergies, colds, flu,
cough, or anxiety; an active agent used as an anesthetic, antiviral agent,
decongestant or disinfectant; or an active agent used in the field of medicine

related to women's health.
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1. peptide and modifier thereof, and the salt of
physiological tolerance or its ester, said peptide has

sequence 1 or 2 Sequence number:
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298 Y A=
24. Peptide as claimed in any one of the claims 1 to| &7 Z&
24, wherein it stimulates the release of insulin. g3stE) =
A X
AU 26. Use of at least one peptide as claimed in any | A® Y29 X
one of the claims 1 to 24 for the 15 production of a | 28 <= A|
19960721 8% | pharmaceutical composition for the treatment of | 25 93t =
48 B2 diabetes. A X9 AR

27. Method of treating diabetes comprising the
administration of at least one peptide as claimed in
any one of claims 1 to 24 to a subject in need

thereof.
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rectal suppository in unit dosage form comprising | &ot= AH
an amount effective to prevent cerebral insufficiency | Y X|&28(7]
and improve intellectual capacity of a compound of | & Z& Zt=)
the formula 2=
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4. Use according to Claim 1 wherein the pain is
| | 8 232 X9
inflammatory pain.
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