PPH between the KIPO and the USPTO(28 January 2008)

Procedures to File a Request to the Korean Intellectual Property
Office for Participation in the Patent Prosecution Highway Program
between the Korean Intellectual Property Office and the United States
Patent and Trademark Office

I. Purpose of the Document

This document aims to publicize requirements and necessary documents for requesting
participation in the Patent Prosecution Highway (PPH) program at the Korean
Intellectual Property Office (KIPO) in order that an applicant is able to easily file a

request for preferential examination under the PPH program

When an applicant files a request for preferential examination under the PPH program
to the KIPO based on examination results by the United States Patent and Trademark
Office (USPTO), requested application should meet requirements described in below
paragraph II.

II. Procedures to File a Request for Preferential Examination under the PPH

Program

1. Basic Requirements for Requesting Preferential Examination under the PPH
Program at KIPO

(1) The KIPO application (including a PCT national phase application) is
(a) An application which validly claims priority under Paris Convention to the
corresponding USPTO application,
(b) A national phase application of a PCT application that contains no priority claims,
indicates both the KIPO and the USPTO as Designated Offices (DO) or
(¢) An application which validly claims priority under Paris Convention to “a PCT

application that contains no priority claims.”

Examples of KIPO application which falls under cases described in requirement

I1.1.(1) are attached as an annex.
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The following KIPO applications are also eligible for the PPH program:

1) an application claiming priority to multiple USPTO applications or PCT
applications, or

2) a divisional application based on the filed application which is included in (a) to

(c) above.

(2) The corresponding USPTO application has at least one claim that 1s determined to
be allowable/patentable by the USPTO.
The allowable/patentable claims are the claim which 1s explicitly identified as
allowable/patentable in the Office Action below:
1) the claims shown in the item of “The allowed claim(s) is/are_ ™ in the “Notice of
Allowability™,
2) if there 1s no “Notice of Allowability™, the claims shown in the item of “Claim(s)
1s/are allowed” in “Office Action Summary” of “Non-final Rejection™ or
“Fmal Rejection™(It is necessary to be the last Office Action at the point of the
request for participation in the PPH program).

% The USPTO application whose claims are determined to be allowable/patentable
does not have to be the basic application for the corresponding KIPO application.
The USPTO application can be an application explicitly derived from the basic
application, e.g., divisional application of a basic application or early national stage
entry into the USPTO whose claims are determined to be allowable/patentable by
the USPTO. Note that where the USPTO application that contains the
allowable/patentable claims is not the same application for the basic application for
the corresponding KIPO application, applicant must identify the relationship
between the USPTO application that contains the allowable/patentable claims and
the basic application for the corresponding KIPO application.

(3) All claims in the KIPO application must sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as
allowable/patentable in the USPTO. Claims shall be considered to sufficiently
correspond where, accounting for differences due to translations and claim format
requirements, the claims are of the same or similar scope.

For the purposes of the KIPO, “claims are of the same or similar scope” means that

claims are practically same.
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In addition, claims of the KIPO application which have additional or specified
components (which exist within the application) to claims indicated as
allowable/patentable in the USPTO shall be considered to sufficiently correspond.

Applicant has to note that when claims are determined to be allowable/patentable
by the USPTO by making amendment to claims, the claims in the KIPO
application should be amended similar way to sufficiently correspond to the

allowable/patentable claims in the USPTO application.

(4) Whether examination of the KIPO application for participation in the PPH program
has begun does not affect eligibility for participation in the PPH program. In other
words, the KIPO application 1s eligible for preferential examination under the PPH
program not only in the case that examination has not begun but also examination

has already begun.

(5) “Request for Examination” must have been filed for the KIPO application same as
other request for preferential examination.

2. Documents Necessary to File a Request for Preferential Examination under the
PPH Program

Applicant must submit a request form for preferential examination under the PPH
program, “The Explanation of Circumstances Concerming Preferential Examination
under the PPH Program”. The documents that the applicant should attach to “The
Explanation of Circumstances Concerning Preferential Examination” are (1), (2), (3)
and (4) as below.

(1) Copies of all claims determined to be allowable/patentable by the USPTO
(2) Copies of office actions in the USPTO (limited as Notice of Allowability, Non-
final Rejection and Final Rejection), which were sent for the corresponding

application by the USPTO

Regarding the documents (1) and (2), The Korean translations thereof are basically

unnecessary. However, according to applicant’s decision, applicant may submit
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Korean translation of the claims and the office actions in order to let examiner easily

understand it.

(3) Copies of references cited by USPTO examiner (excluded when no cited

references)

(4) A claims correspondence table

Applicant 1s also required to submit a claims correspondence table to explain how the
claims as allowable/patentable in the USPTO correspond to the claims in the KIPO
application.

When claims are just literal translation, the applicant can just write down that “they
are same” 1n the table. When claims are not just literal translation, applicant is
required to explain the sufficient correspondence of each claim.

Example of the table will be included in the form of “The Explanation of

Circumstances Concerning Preferential Examination under the PPH Program™.

Importance: Conditions for exemption of submitting documents to be attached

[Regarding documents (1), (2)]

If these documents are available via “public Patent Application Information Retrieval
(public PAIR, http;//portal.uspto.gov/external/portal/pair)” system, applicant does not
have to attach them by indicating that.

However, applicant will still be responsible for providing these documents to the KIPO
when the documents are not accessible via public PAIR system. For example, in those
rare situations where the KIPO examiner cannot acquire documents (e.g., documents are
from an unpublished application or due to a technical problem) applicants will be
notified and requested to provide the necessary documents to the KIPO.

[Regarding document (3)]

If the references cited by USPTO examiners are patent publications, applicant does not
have to attach them by indicating that because most of patent publications are accessible
to KIPO examiners. Applicants will only be responsible for providing patent
publications which are not available for the KIPO on an exceptional basis.

If the references cited by USTPO examiners are non-patent literature, applicant is
always required to submit the non-patent literature.

Applicant is not required to submit any translation of the references.
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[Regarding document (4)]
There 1s no exception. Therefore, applicant 1s always required to submit a claims
correspondence table.

3. Request Form and Fee

Applicant must submit a request form for preferential examination under the PPH
program, “The Explanation of Circumstances Concerming Preferential Examination
under the PPH Program.” The request form includes items of requirements and
documents to be attached.

Applicant must submit preferential examination fee (167,000 Korean Won) same as

other request for preferential examination.

4. Notes on Examination Procedures

The KIPO decides whether the application can undergo a preferential examination
under the PPH when it receives a request with the documents set forth above.

If the request does meet all the requirements set forth above, the KIPO application is
assigned a special status for preferential examination under the PPH program. The grant
for assigning a special status for preferential examination under the PPH program will
not be notified and instead applicant can recognize it by receiving office action resulting
from preferential examination.

In those instances where the request does not meet all the requirements set forth above,
applicant will be notified and the defects in the request will be identified. Applicant will
be given opportunity to perfect the request. If not perfected, applicant will be notified

and the application will await action in its regular turn.



PPH between the KIPO and the USPTO(28 January 2008)

Annex 1

Examples of KR application which falls under cases described in requirement
I1.1.(1)

(1){(a) An application which validly claims priority under Paris Convention to the
corresponding USPTO application(s)

Indication of allowable
claim(s) or grant

US application

I
: Priority
: claim
I
Y R t
eques
K!PO. for PPH
application
US icati Indication of allowable
apprication : claim(s) or grant
: Priority
: claim KR DO* Request
v application for PPH
PCT
application

* DO: Designated Office
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(1)(b) A PCT national phase application without priority claim

PCT
application

Us DO Indication of allowable
application claim(s) or grant

KR DO Request
application for PPH

(1)(c) application which validly claims priority to “the PCT application(s) without

priority claim”™ under Paris Convention

Us DO Indication of allowable
application claim(s) or grant
PCT
1
application I l
: |
1
| Drine
oty KR DO Request
Y _claim application for PPH
PCT
application
uUus DO Indication of allowable
application claim(s) or grant
PCT :
application I
|
: Priority
\:/ claim
KIPO Request
. for PPH
application
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