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1.2<

There are 6 hypothetical/real cases selected for novelty comparative study. For a
meaningful study, it should find out the differences existed among the three Offices. By
comparing the laws, the regulations and the guidelines regarding novelty, we come to a
conclusion that novelty assessing is quite similar among the three Offices. So we turn to
case study to find out the differences.

SRd HWAPE ?oi & 642 Jt/2NEES Sol e-5-2 SAE0 ESMot=
A0IEE &dots 20l e H+7E otdAt et A780 et 28, 78, ASKNE
Bluot el Z2E2 32 &lad It &dol mAGHU= A0ICH TetM, AtdISEFE

Soll Xt0I&E S XtAlol A+ ot A 8Lt

For the above purpose, firstly we need to identify what are the difficult examination issues
while assessing novelty. For example, some matters in the claims are not explicitly
disclosed in the prior art, a product or process defined by its use, prior art expressed by
numerical value or numerical range etc. It is more possible to find out the differences if
assessing the cases containing those difficult issues.

01E <®lIoll, &ld AAIN A AALZSE HZALE0| AKX HAY Soloior stlh. Ol E
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Then the next step is to choose or even design cases containing such difficult issues, and
covering them as many as possible in the 6 cases. To meet this requirement, the three
Offices amend the claims or specifications by adding, deleting or modifying one or more
technical features based on real cases to “create” difficult novelty examination issues. As
a result, we find out the differences in all 6 cases, no matter it is a big or minor one.

2 = 4D ZHES 1 U= MAE H=0 mu tateoz BrEUH A 6IHS
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0I&E0l A= &z Z2H0l, 64 At 250IA XHOIE Ol A EUCEH

Though the “comparative study on hypothetical/real cases” focuses on and discloses the
differences which is also the purpose of the case study, to great extent, the general
process to judge novelty is quite similar, especially when taking the inventive step into
account, the results of patentability of most cases would be the same among the three

offices.
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2.NE

In order for applicants to deeply understand patent examination standards, which will
promote the quality of applications and examination, JPO. KIPO and SIPO have conducted
comparative study on inventive step in 2010 and 2011. In 2012, for the first time, the three
Offices combine the comparative study on laws and cases as to novelty together.
S0 SJ/HAS BE S AT SHAUAMIIES & 0lootESE SI1 Rk,
2 S5 &E2 2010, 2011, 2012490 2 ME24A0 st Bl WAHFRE =38t bt UL
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For a meaningful comparative study, we should find out the differences (if existed) among
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the offices as many as possible. By comparing the laws. the regulations and the
guidelines, some literal differences can be found out. But more importantly, we need to dig
out the differences in examination practice. For example, though the law is the same, but
comes to examination results, we get a different conclusion. The case study is designed to
find out the underlying reasons for this phenomenon. While after the case study, it is
interesting for us to find that even the examination results differ, but the offices actually
adopt the same approach to address some examination issues.
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As a result, all the 6 cases reach the designed purpose, the differences have been
illustrated. Though some examination conclusions are the same, but the reasoning varied.
The further information from this report describes the “Comparative Study on
Hypothetical/Real Cases”, please refer to the sections 3 and 4.
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3 Comparative Study on Hypothetical/Real Cases
3 JtaH /A AHIS HInHR

3.1 Case 1
3.1 Akcll 1

(1) Outline of the Application (JP 4-176643 A)
(1) 29 M2 (JP 4-176643 A)



[Claim]
[E7E]

A rubber hose having an inner face rubber and an exterior casing rubber, and a pressure-
resistant reinforcement layer there between, wherein a polyethylene resin layer having a
molecular weight of 100,000 to 5,000,000 is formed on the surface of the exterior casing
rubber, wherein the polyethylene resin layer has a thickness of 0.05 to 0.3 mm.
HEHEHDPe} AREZZINR2 11 MO0l LHEAIS HetEES SR ot URSAZ,
QEEHNF HHO 100,00~5,000,0008 2XAE= 21D 0.05~0.3mme FHE <=
s Ed =XIS5= 22t

The present invention relates to a rubber hose with mainly improved oil resistance and wear
resistance under the external environment where a rubber hose is used and having a
polyethylene resin layer formed on the outermost layer.

= 282 URSAI MEHE ARSINAM HdE sl uWdsS 2010 It
H2Z% S0l gd= e =152 Zd= URSAS UEHWHLD UL

In order to employ the above—described structure of the rubber hose, the present invention
is configured such that a polyethylene resin layer supports the external environment of the
hose.

De5A9 &I SFS A8 FAMME 2 o BN X500 DR5A0
SIREAN B XE= PO UCH

A polymer polyethylene resin is excellent in wear resistance and oil resistance and also
excellent in corrosion resistance, and even if such rubber hose is used, for example, in oil,
or in waters, etc. or frequently contacts a roller, etc., the rubber hose itself will not show
an abnormality.

U Ede +=Xs5=2 Usdd W40l HOUOH, Wadg Lt EC. g =0,
LRSAIE JIE, 2 SUHA ME-HAL, 2d S0 Ax EFE IR0 LFsSA
AHMOA= OletESat0l 8l A OICH

In addition, a polyethylene resin layer forming the outermost surface of the rubber hose has
a molecular weight of 100,000 to 5,000,000, and preferably 1,000,000 to 4,000,000, and
has a thickness of 0.05 to 0.3 mm, and preferably about 0.1 to 0.2 mm.

Ca, NRSA9 I Hi2E  HEs  Fdotl A= Sc2uEd =XS
100,00~5,000,0002 =2AtgsS IJHNH Jt=&  1,000,000~4,000,0002 =XES 20
0.05~0.3 mm2 EMHE =X & 0.1~0.2 mmE IJtE A OICH.
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When the thickness of such polyethylene resin layer is 0.05 mm or less, performing
sheeting is made difficult at first, and the workability of winding it on the external surface
of the rubber hose is deteriorated. Moreover, even if winding it on the external surface of
the rubber hose, flow can easily occur during rubber vulcanization, which makes the film
thickness uneven.

ZcliEd =XIs2 SHIt 0.06mm Olote B20=, XS0l =X5= S0 4 =2= 20l
gl LR34 ARHUN =Xs5s &0 M=z = Use Itsd0ol EOACH £t
ZcltEd =XNSS 1LUFsA HUEW HM2=0 d43/}UCHL oftdE DRI UE S
HEHA DRSA WRHA =01 SE = QN0 E2S FHIE =7#=otH 2 = Ut

Additionally, what is especially a problem is that expectations for oil resistance and wear
resistance cannot be so high and a thin layer of 0.05 mm or less is not employed.

Toh FEdXs 2B 2 Wsdd W40 et JItHXIJE =2 = 212 0.05 mm 0Olate
g2 =AN5s 018 += b= 30l

On the other hand, in the case of a polyethylene resin layer having a thickness of 0.3 mm
or more, air intrusion, etc. occurs when performing sheeting, which deteriorates the
workability of winding it on the external surface of the rubber hose, and cannot thus be

employed.

SHH, SHOF 0.3 mm Ol&2 Z2lHEd X582 ZRUe BEHH XSS MNRe o
3R S0 ZMg &> A 0|2 Qo DRSA9 2F HUHN XSS M2 = U=
sd80l EUHE & OtLiet AH=EE = 8iCt.

Moreover, in the case of a polyethylene resin layer having a thickness of 0.3 mm or more
does not increase the oil resistance and wear resistance, so conversely, this is a useless

thickness.
el Z20Ed =XZE2 FHIF 0.3 mm Ol&0| SCH] oA LAl LH-2A0l JHES X
2| 20 =22st FHetd g %= AL

In this way, comprehensively reviewing sheeting of the polyethylene resin itself, winding
thereof on the external surface of the rubber hose, oil resistance and wear resistance,
retaining flexibility of the rubber hose, etc., it has been revealed that the thickness of the
polyethylene resin layer is most preferably about 0.1 to 0.2 mm.

Olgt 22 HACZ, EelHLY £X5 HAUS MR A, ILSA HOH +XSS
Mes 2, R, 7Y, DPsA RelM HE SS ASH #S [, B2l0
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Brief Explanation of Drawings

THOl AtNISH &H

Fig. 2 is a partially enlarged view of a rubber hose of the present invention.
8 2= 2 299 NRsAQ BF= st HOIC.
4 inner face rubber

4 H2EHNR

6 reinforcement wire

6 dstH

9 exterior casing rubber

9 AR LHINR

10 polyethylene resin sheet

10 Z220EH =XAE

(2) Outline of the Prior Art (JP 3—28386 U)
(2) dsliDl& JHR(JP 3-28386 U)

The document discloses a composite rubber hose configured such that a covering layer
made of ultrahigh molecular weight polyethylene is affixed to and integrated with an inner
face and/or an outer face of a hose main layer made of rubber.

Z dI=2MAes D=L Sclgdez S ZHO0 DRMES SAS
WEEH Jdeli/f= AREHU 2D SEUESE HS0HY SgLRSAE JIMotL
UL

The ultrahigh molecular weight polyethylene used in the present device is preferably that
which is affixed to a rubber layer by vulcanization and does not melt or deform during
formation by vulcanization, and that having an average molecular weight of 1 to 6 million is

employed.
= OF=20UA AIEE XDEXNE Z2WEdE2 DRIHEN 2ol DFs0 2= H0IH
e F%Oil olgt 8 &= =L HE LK 220 1~620t9 HE EAES 200

The composite rubber hose of the present device is configured such that a covering layer
of the ultrahigh molecular weight polyethylene is covered with inner and/or external



surfaces of the hose main layer of rubber, and exerts a remarkably excellent property
compared to other plastics having ultrahigh molecular weight polyethylene.

2 2389 Sgufsis ZUENFE ZSZ0EHS ZHS0 LRz HSHA AL
WEEH O2l0/E= ARHHS MM 02 2ol =D SCl0Ed S SE2= o=
ChE S2AE0 dHiol s EEs EES =0

Namely, it has an extremely low coefficient of friction and an excellent self-lubricant
property, and thus makes the buildup of static charge difficult even if the hose inner and
external wall faces contact other objects or slide, and exerts an antistatic property.

=, = 282 UEA=I e ¥1 ANsSs2540 e AMUN, sA2 WRH
FHHO0l OE =AML ZAEDL L0t AT Aot sHEH= A= HHEH otH
&) SXS40l 2ottt

In this case, in order to make the antistatic property more complete, a conductive carbon,
etc. may be mixed in the ultrahigh molecular weight polyethylene layer.

, 801 2XEdES U= HEAIZID| <o, =O=4E SCUERN d-d &2

Moreover, the wear resistance of the inner and external surfaces of the hose is remarkably

improved due to the excellent wear resistance of the covering layer itself, and its
endurance is also excellent.

Eoh =249 RS AR HES UFds D=L SclUEd ZHEO TMel HOo
UWdez IHEAZ = JA2H, & 22X =0

Moreover, as its chemical resistance, impact resistance, low—temperature characteristics,
and nontoxicity, etc. are also excellent, its usage may be expanded while its advantages
such as flexibility and pressure resistance of the rubber hose may be retained.

HCHH, =02 XE ScliEd 2HUO ofstd Hat, &2 Mg, =2 S84 =4
FHOULD! 20, 1RSAS FHM, 248 Mgy 22 HEsS RAoHME AHS"™
SAIZ = QULH

Fig. 1 and Fig. 2 show one example of a composite rubber hose according to the present
device, and the composite rubber hose 1 is formed by affixing thin ultrahigh molecular
weight polyethylene covering layers 3, 3" to the inner and external surfaces of the rubber
hose main layer 2 and integrating them. The fabric layer for reinforcement 4 is embedded
in the layer of the hose main layer 2.
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Namely, the ultrahigh molecular weight polyethylene tape or film is wound on a mandrel to
form the covering layer 3 on the hose inner surface side and a non—vulcanized rubber layer
containing sulfur as a vulcanizing agent, a fabric layer and the non-vulcanized rubber layer
are laminated sequentially on the outer side thereof to form the hose main layer 2 and the
tape or film is wound helically again on the outer side thereof to form the covering layer 3’
on the hose external surface side. Thereafter, this is pressurized and heated to vulcanize
the non—vulcanized rubber layer and simultaneously the rubber layer and the ultrahigh
molecular weight polyethylene layer are affixed by vulcanization and extracted from the
mandrel to obtain the composite rubber hose.

=, JtEH, 484, Hotg DRHe &AUHZ DRSA9 ARHHN DEENW DRSA
Y9 28 gdotl =AEAE S20Ed HOIZL 280l UFsA ASZEHA CHAI
o2 BXEN DRSsA RHBHN DRsSA XHO 38 gda0l et =2
ZcloEd HolZly 252 850 2ADN NRSAS WRHEGEW &S XSt HIIHE
DRE0 ZHY 38 g4dstth. O =0, =024 S2l0Ed HolZEL 282 24
JIEE0 Hotg DRHES JHEMclotd SAI0 DR8N =DELE SclolEd HOl
JHE X0 2ol FHELD 8F0A 2Cl0 SELRS AT AT

Brief Explanation of Drawings

THOl ALNISH &H

Fig. 1 is a partial sectional side view showing one example of a composite rubber hose
according to the present device.

Jdg 12 2 D020 U2 SRS A9 & g BEHF=E 28 SCHHTO0IC
Fig. 2 is a sectional view taken along line A—-A of Fig. 1

8 2= O 19 A-ACtelol HHEOILCE.

1 composite rubber hose

1 SEURSA

2 hose main layer

2 12H

3, 3’ covering layer

3,3 IZZat

4, fabric layer

4 Aed
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(3) Assessments of Novelty by each Office

(3) 2 Ho| ARy mct

The claimed invention and the cited invention are identical, to the extent that both are an
invention of “a rubber hose having an inner face rubber and an exterior casing rubber, and
a pressure—resistant reinforcement layer there between, wherein a polyethylene resin layer
having a molecular weight of 100,000 to 5,000,000 is formed on the surface of the exterior
casing rubber.” In regards to the above mentioned polyethylene resin layer, these
inventions are different in “the point that while the claimed invention describes “the
polyethylene resin layer has a thickness of 0.05 to 0.3 mm”, the cited invention does not
provide specific description about the thickness.

2 FFZgY) ggHe2 "URHEHIR ARIHENIRE A48T 1 A0l 2HEXME
2500 A0 a0l 2XE0l 100,000001A4 5,000,000 Atolel Z2[0Ed +=XIS0l
QELHF NS HE 20 SHH0UsE AS SE2=2 ot LRIATE JIMotLd U=
oA SZottt

The claimed invention is not considered to be identical to the cited invention, and the
claimed invention is novel.
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In the technical field of rubber hoses, the matter that a polyethylene resin layer being 0.05
mm to 0.3 mm is formed on the periphery of the exterior casing rubber cannot be
considered as common general knowledge in the art at the time of filing the claimed
invention. Consequently, the above thickness of the polyethylene resin layer cannot be
certified as a matter used to specify the cited invention, so there is a difference between
the matter used to specify the claimed invention and the matter used to specify the cited
invention.

NRSA 23 JI==20F0A SMHIE 0.05~0.3mme! Sclo&d X550l AFELZFIFO
RN SdEH0 Ul B2 2 A2 SAIS SR NA0St) d4E
= Sl

Therefore, the claimed invention and the cited invention cannot be considered to be
identical, and the claimed invention is novel.
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In the comparative study, JPO uses guidelines and practices of “novelty” in Article 29(1),
not identicalness in Article 29-2 and 39. However, as additional information, JPO
describes assessment of identicalness including “substantially identical” in Article 29-2



and 39 only in case 1.

= HWHEAIFNAN, =E0E2 L=2Sold M 29-2Xx% 39x2 24 X0 Otdl, Xl
29& 1€2 "dnRdT 2y XN ARRIS AMEctL JACH el FIHESZ
YESEGE2 d=2S6i8 M 29-2X22 39X 42 "AMAEXN 4SS ELEE 2L HIIE
Ol 10l B DITHGHD RUCH

In case the cited invention is described in the secret prior art (conflicting application) in

Article 29-2 of the Japan Patent Act, the claimed invention is substantially identical to the

invention stated in the earlier application description.

oF HALHO| Ld2SolY M 29-2X 49 HYUMHI =(HESH)0N MO JUCHH,
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In regards to the above difference, operational effects of the claimed invention, which is
the invention of “a rubber hose,” is then evaluated from the perspectives of oil or grease
resistance and abrasion resistance, which the mentioned rubber hose has.

AJ12 XOIEO0 UolAM, "DRSA"N CHet 2Hel 2 HPEH AFZA2 Sits &[0
GAE NRsAS SO Wed L WRLe 280M It

First, when considering the 0.3 mm upper limit for the thickness, the only reason for this
upper thickness limit described in the specification of the claimed invention suggests that a
thickness of more than the 0.3mm limit is ineffective from the perspectives of oil or grease
resistance and abrasion resistance. On the other hand, as there is no reason for an
interpretation that the cited invention was assumed to have a polyethylene resin layer being
“the ineffective thickness,” it is clear and obvious from the description of the specification
of the claimed invention that the upper limit is only a matter of design which a person
skilled in the art could appropriately select at the time of implementation.

<4, 0.3mmE ZUSFHL d22 i, 2 2282 BAAUH UFHE 0.3mmetl)
JIMStD U= 0lssE SHIH 0.3mmE S0HIHA =S WHsED WFRE0 E0HE A0t
421501 W=20I1CH gtE, sedol Hladdel FHE XN S20Ed =Xs5s =1
AUlt= B0l et o2 8K, F22E2 MM JIMUA &6tH & = AX0l =T
SHeE s&2 Jlsiot €3S 2AIEg I HE0H d8g = JAes 48 =010

In regards to checking for the lower limit of 0.05 mm, the description clearly indicates that
the earlier application invention has abrasion resistance, chemical resistance (oil and
grease resistance), etc., as well as antistatic properties. Also, for a polyethylene resin layer,
when considering that the outer periphery of the main hose layer is spirally wrapped with
an ultrahigh molecular weight polyethylene tape or film in order to make a “thin-walled”
polyethylene resin layer, it is confirmed that the earlier application invention, as is the case



with the claimed invention, is also assumed that all oil or grease resistance, namely
chemical resistance and abrasion resistance are main the operational effects of the
invention. And it is also confirmed that in terms of forming the polyethylene resin layer on
the outer periphery of the hose, the earlier application invention has disclosed a technical
idea to make a polyethylene resin layer as thin as possible, without losing these operational
effects. Furthermore, also if we consider a description of a preferred embodiment in the
earlier application invention that the ultrahigh molecular weight polyethylene would be
neither melted nor transformed at the time its is being firmly bonded to the vulcanized
rubber layer and at the time it is being vulcanized into form, it is clearly confirmed that a
person skilled in the art, who came to know the earlier application invention without a clear
description of the lower thickness limit for the polyethylene resin layer, may understand at
the time of implementing the earlier application invention that the thickness is a matter to
be automatically determined, namely a matter of design to be appropriately selected, while
taking into account the preferred vulcanized form and other elements, based on the above
mentioned technical idea.

HASHE 0.05mMmE AHEY, A5 LYS 7Y, 38 HB(HRY), I 24X
SH2 2Yol 2D UCH Lo, B2 KLY SNBSS AWEH, “HO B2 N ~NSS
OISD| PIGH BIol SAZC 9% JFENI EZDEXY Belied HOZU TEo2
UMEo2 AWK UACHS 208 D26l %S I, HPLAUHY 20| 45 LHS 3&H
HEol LHRAD WRE0l 2gol =8 NS0 )2 M2AS 4 UG £, 529 9
MR BRlHZH £XES BHots HOl N, HER LY = M4
SIE RNGHN JHss %S BANLALXNE SEES JIEH AMS MR UCH
o, HE LYol HIRIE AAS WO et ZDEXNY SN0l AsE
DRS00 SEEl DS BSE0f BEHOF AHBS O =0iU FEHDF HIRK 2 NS
DestCel, Belogd £XBO HASHO et JIWE QUXGHK Rotnl M5 2HS
A © SO JIBXIE HER BHS AAE ADIN AN BAIE IS ANS
Hig o2 M5gs AsiE HEHY 02 R4S DG0 B0 £S5 SHe
NEXNOZ ZFLE 2K I, HEGHH HHUEs AOlets WS LA B0 20l
OIEIT,

As mentioned above, in regards to the above difference, both upper and lower thickness
limits of the polyethylene resin layer in the claimed invention are only an appropriately
defined number that represents a matter of design in the earlier application invention to be
appropriately selected by a person skilled in the art. And, as any specific technical
meaning or critical importance cannot be found in the definition of the thickness, the
claimed invention is substantially identical with the invention stated in the earlier application
description.
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Consequently, the claimed invention and the invention stated in the earlier application
description can be considered to be substantially identical.

((etA, ALY A30 JIM=E 282 8oz 26T

[KIPO]

EEECEY

A general criterion for assessing novelty of the claimed invention is as follows:

Novelty of the claimed invention is assessed by comparing the matters specifying the
claimed invention and the matters disclosed in the cited invention, and extracting the
difference between them. Where there is no difference between the matters specifying the
claimed invention and the matters disclosed in the cited invention, the claimed invention is
not novel. Where there is a difference, the claimed invention is novel. In addition, the
claimed invention is not novel when it is substantially or exactly identical to the cited
invention.

FRLHEO AMRdE Hllots JI&E2 LR Z U3 2L
AREEe dRd2 FFLE R4 UES2EO A4deAaEs Hluotd, X0IE8S
gl HB22M Ot 2o P24 AUSYHS AL X0IEO0l SUsS
dR0ls FFALE=2 ARd0l St FFLEL A4 USEHO A2
AOIEO0l EME F=R0les FREI=2 M40 JAC. £8, FAZH0| g2
AAMOZ L= 280l SEoth EsS ER0es A7d00 St

“The substantially identical invention” means that there is no newly produced effect, since
the difference in the concrete means for solving problems is caused by mere addition,
conversion or deletion of well-known or commonly used arts and the difference between
the claimed invention and the cited invention does not practically affect the technical idea
of the claimed invention.

= }
gda Dl f, &E, AHMO Slol EMEN FFPE2F W Is&H2ES X0l
FFEZS Jl=d A0l dMEez FEg= 0IXA =)l HE0 MSH dAU=
St eSS 2l0I8tCh

According to the criterion, when compared to the cited invention for extracting the
difference, the claimed invention further defines the thickness range of the polyethylene
resin layer. Namely, the claimed invention is identical to the cited invention except for
numerical limitation about the thickness of the polyethylene resin layer.
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In a case where the technical feature of the claimed invention lies only in the numerical
limitation to the feature of the cited invention, the cited invention is regarded as new at first
glance. However, if the numerical limitation is in the range of those being arbitrarily chosen
by a person skilled in the art or it is implied in the cited invention in view of the common
technical knowledge at the time of filing, novelty of the invention is denied in general.
FAYYo J=& SH0| oE2LH J=® EXo =X& M2 US BRl=, A
dHES MEA = = UCH defl, =XI&E HE0l S&2 JI=Xt0l 2ol HeEe=z
=2 g il JAU =F AE SH2 Jls=d XAz S W =XI&E HEHl
olZdd LHO SAIZN JUCHH L™ Oz HALYH2 AFH0| 8L

Turning back to this case, as shown in the description of the claimed invention, the
numerical limitation may merely suggest the upper and lower thicknesses of the
polyethylene resin layer, for the person skilled in the art to readily implement the claimed
invention with effective resistance and workability which are the common objectives in both
inventions.

o

CIAl &HEY, 2282 JIMUHAME UELSRO0l, XI5 Hete2 Z2d0Ed =X52
Z /A~ FHE SY=otA LEHHD AS 20110 &2 Il F2dn Ased
SFUHAM SEZ2 &0 Us JHEQ Mg dIsH2 FPYHES SO0IoHH A
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Moreover, it is so clear that the person skilled in the art, within his technical common sense,
would appropriately select a thickness in the suggested range in the claimed invention,
when implementing the cited invention which does not specify the thicknesses of the
polyethylene resin layer, that is to say, it can be considered that the cited invention
implicitly includes the technical feature related with the thickness of the polyethylene resin
layer.
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Therefore, there is no doubt that the difference between the claimed invention and the
cited invention does not practically affect the technical idea of the claimed invention, and
the numerical limitation of the claimed invention can be arbitrarily chosen by the person
skilled in the art.
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Consequently, based on the above elaboration, the claimed invention and the cited
invention can be considered to be substantially identical, rendering the claimed invention
not—novel.
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[E=2S361E]

The cited invention (see the example and figures 1 and 2) discloses: the composite rubber
hose 1 is formed by affixing thin ultrahigh molecular weight polyethylene cover layers 3 and
3’ to the inner and external surfaces of the rubber hose main layer 2 and integrating them.
The fabric reinforcement layer 4 is embedded in the layer of the main layer 2. The ultrahigh
molecular weight polyethylene tape or film is wound on a mandrel to form the cover layer 3
on the inner side of the hose, and a non-vulcanized rubber layer(inner face rubber)
containing sulfur as a vulcanizing agent, a fabric layer 4 (a pressure-resistant
reinforcement layer) and the non-vulcanized rubber layer (exterior casing rubber) are
laminated sequentially on the outer side thereof to form the main layer 2, and the tape or
film is wound helically on the outer side thereof to form the covering layer 3" (a
polyethylene resin layer) on the external surface side of the hose.
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The claim includes a limitation of polyethylene resin layer’s thickness of 0.05 to 0.3 mm,
which has not been disclosed in the cited invention. In any sense, the thickness may not
contribute the invention inventive step, but they do render the claim novel.
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Thus the claim is novel
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Reference:

Z:

In the comparative study, SIPO uses practices of novelty for publicly known document, not
for conflicting application. However, as additional information, SIPO describes assessment
of novelty for conflicting applications including “direct substitution of customary means”
(See Part Il chapter 3.2.3).
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“Direct Substitution of Customary Means” provides, “If the difference between the claimed
invention and a reference document is merely a direct substitution of customary means
employed in the art, the invention or utility model does not possess novelty. For example, if
a reference document disclosed a device using screw fastening, and the claimed invention
or utility model only replaces the screw fastening with bolt fastening, the invention or utility
model does not possess novelty.”
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3.2 Case 2

3.2 Atdll 2

1) Outline of the Application (JP 4058072 B)
1) SRR (JP 4058072 B)

Claim]

P8

Superoxide anion decomposing agent composed of platinum fine powder having a particle
size of 6 nm or less as observed under a microscope which is prepared under a metal salt
reduction method.
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[Description]
[HAIA]

The present invention relates to a superoxide anion, which is one of the reactive oxygen
species, decomposing agent. The superoxide anion decomposing agent of the present
invention can be used as reduced water or medicaments.
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Examples of diseases in which reactive oxygen species is involved include cancer,
diabetes mellitus, atopic dermatitis, Alzheimer's disease, retinitis pigmentosa and the like,
and it is considered that excessive state of reactive oxygen species is involved in 90% of
human diseases in their certain progression stages.

BHMATSI 2 A= 280ls 2, Pk, OIELl IRE, 2=010IH &, YUMAHLS
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The inventors of the present invention conducted various researches to provide a means
for efficient quenching of superoxide anion among the reactive oxygen species generated
in a living body and thereby canceling an excessive state of these reactive oxygen species
in vivo. The inventors of the present invention focused on transition metal finepowder,
especially finepowder of platinum which is one of noble metals, and found that the
finepowder successfully invaded into cells, and that the finepowder had the ability to
decompose superoxide anion.
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According to preferred embodiments of these inventions, provided are the aforementioned
decomposing agent, wherein the finepowder is finepowders of platinum or finepowders of
a platinum alloy; the aforementioned decomposing agent, which are in an agueous form
containing transition metal colloid; and the aforementioned decomposing agent, which is in
an agueous form containing the transition metal colloid at a ratio of 1 mM or less in 1000

ml.
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As fineparticles of noble metal, fineparticles that have a large specific surface area and
can form a colloidal state that achieves superior surface reactivity are preferred. The sizes
of the fineparticles are not particularly limited. Fineparticles having a mean particle size of
50 nm or smaller can be used, and fineparticles having a mean particle size of, preferably
20 nm or smaller, further preferably 10 nm or smaller, most preferably about 1 to 6 nm, can



be used. The superoxide anion decomposing agent which contain such fineparticles in a
stable suspended state in an agueous medium are also preferred. As the agueous medium,
water may be preferably used.
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Various methods for producing noble metal fineparticles are known, and those skilled in the
art can easily prepare the fineparticles by referring to these methods. For example, as the
method for producing noble metal fineparticles, a chemical method called metal salt
reduction method and the like can be used. It is preferable to use fineparticles prepared by
the metal salt reduction method from viewpoints of convenience of the production and
quality of the fineparticles.
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According to preferred embodiments of the decomposing agent of the present invention,
the decomposing agent contain metal finepowders having a particle size of a nanometer
(nm) order, and after the metal finepowder is administered into a living body, the
finepowder is taken up by cells and invade into mitochondria to eliminate superoxide
anions generated in the mitochondria. Therefore, it is expected that the decomposing
agent of the present invention are effective for prophylactic or therapeutic treatment of the
aforementioned diseases which are considered to be caused by active oxygen, especially
familial amyotrophic lateral sclerosis (FALS), and the like. Moreover, the decomposing
agent of the present invention provided in the form of reduced water can be used as water
for drinking or isotonic drink as healthy food, and the decomposing agent themselves can
be used as a medicament or cosmetic, or can also be used for manufacture of healthy
food, medicaments, cosmetics and the like.
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(2) Outline of the Prior Art (JP 2002-212102 A)
(2) &I MR (JP 2002-212102 A)

The invention in the cited document is an electrochemically bioactive fine particle which
supplies a negative charge to vital bodies and produces bioactivity in the bodies.

oIZES0 JIMHE 2H=2 SHGE MU WD AKX LHOIA HMelg2dES MAoSteE
MI|gtst ™ Melstd 0l Aol &8 240(CF.
In the Claim 5, it is disclosed that:
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Electrochemically bioactive fine particles forming a field abundant in anions in vital bodies
and maintaining the bioactivity of receptors by continuously supplying electric negative
charges to receptors in tissues of the vital bodies during passing through the vital bodies,
wherein said electrochemically fine particles are platinum colloids, and a single particle of
platinum particles in colloids is 10nm (100A) or less, and agglomerated particles consisting
of chain—like single particles are dispersed at the order of 150nm (1500A) or less.
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The electrochemically bioactive fine particles of the present invention may be produced
using a production process of nanosized fine particles. Metal salt reduction method is one
of the typical production processes of nanosized fine particles.
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With respect to the electrochemically bioactive fine particles according to the present
invention, improvement examples of various symptoms are shown. The electrochemically
bioactive fine particles used here are in a platinum colloidal solution produced by means of
a metal salt reduction method. The platinum colloidal solution has the following features
and was approved by the Health and Welfare Ministry as a soft drink:

Particle size= 1 to 3nm;



Agglutinated particle size (chain—like) = 4 to 8nm;
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The platinum colloidal solution having the above-described features was offered to
recruited applicants. According to the narratives that the applicants told, symptoms
including Atopy, Diabetes, Cancer,etc, improved by the solution.
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(3) Assessments of Novelty by each Office
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As mentioned below, the claimed invention is not novel.
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When the claimed invention provides a limitation of use in the claims and is considered to
be an invention based on the discovery of an unknown attribute of a product and finding of
the product’s adaptability for novel use derived from the attribute, the limitation of use may
define the claimed invention. In this case, the invention could be novel even if the product
per se is already known.
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However, the novelty of the claimed invention is denied when a novel use of the product is
not considered to be provided, based on the common general knowledge in the area as of
the filing, even with a discovered unknown attribute.
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In this example, both the claimed invention and the cited invention are identical in terms of
their being related to platinum fine powder that is effective in the prevention or treatment of
cancer, diabetes, atopic dermatitis, etc. when taken internally. On the other hand, while the
use described in the claim of the claimed invention is a “superoxide anion decomposing
agent,” the cited document has no description in terms of the above mentioned platinum
fine powder, which is stated in the cited invention, having any action for decomposing
superoxide anion. In that regard, both inventions, to some extent, are different.
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However, because both the claimed invention and the cited invention are used in the
prevention or treatment of cancer, diabetes, atopic dermatitis, etc., the claimed invention
is not considered to provide a novel use based on the discovery of unknown attribute as a
“superoxide anion decomposing agent,” and therefore, the novelty of the claimed invention
is denied.
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Claim 1 of the present invention relates to use of a composition comprising platinum fine
powder for decomposing superoxide anion radicals.
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A general criterion for assessing novelty of the claim which includes an expression
specifying a product by its use (limitation of use) is as follows:

SAS AZE(AIEQ HEHe=2 HAlcte HES JHE FFE9 ARy B L JIES
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When a claimed invention is related to a novel use of a known product and the claim
includes an expression specifying the product by its use, the invention could be novel even
though the product is already known from prior art documents.
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Concerning the composition, there is no difference between the composition comprising
platinum fine powder of the present invention and the composition comprising platinum
fine particles of the cited document in a type, size, and manufacturing process of a
component included in each composition.
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On the other hand, concerning use of the composition, since the prior art document does
not explicitly describe the use of the composition for decomposing superoxide anion
radicals, outwardly, the subject matters of this instant invention and the prior art document
are considered different.

eHE, 42 A=Yl CHol 2HE [, d¥II=280 #HSA0E S0l2 c2tCZE e
ZHMZ AL AF2S 2EotAl Aot JAX &I HE0, = PN Jd)=2E=2
&0lotth

However, considering the Description of the present invention, the composition for
decomposing superoxide anion radicals can be used for cosmetics, medicaments for
various diseases such as cancer, diabetes mellitus, atopic dermatitis, Alzheimer's disease,
retinitis pigmentosa, etc., a filter of cigarette, and so on. Among these, pharmaceutical
uses of the composition for ameliorating cancer, diabetes, atopic dermatitis, etc. are
already disclosed in the prior art document.
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Hence, the subject matter of the present invention is substantially identical to that of the
cited document. Thus, claim 1 of this instant invention lacks novelty.
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The claimed invention is not novel.
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Compared with the claimed invention, the matter that the cited document doesn’t disclose
is the effect of decomposition of superoxide. Guidelines (see part Il chapter 3 3.2.5 (2)),
state that “---product claims including feature of use-:- for this kind of claims--- If the use is
fully determined by the inherent property of the product and does not imply any change in
the structure and/or composition of the product, the product claim defined by this use
feature does not have novelty as compared with the product in the reference document.”
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Since—superoxide anion decomposing agent does not change the structure or composition
of the platinum fine powders. Compared with the prior art there are no essential technical
features different from the claim.
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Thus the claim is not novel.
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(1) Outline of the Application (KR 10-2008-0098691 A)
(1) =2 M2(KR 10-2008-0098691 A)

[Claim]
(&

A compound represented by formula (1):
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[Description]
[HAIA]

The present inventors had intensively investigated various acid addition salts of compound
(I1), and found unexpectedly that a hydrochloride salt of compound (), that is ethyl(—)-2-
[4-[2-[[(1S,2R)-2—-hydroxy—2-(4—hydroxyphenyl)-1-methyethyl]lamino]ethyl]-2,5—
dimethyl-phenoxylacetate hydrochloride represented by formula (I):
Y 2Yote SES()2 CHYsH ARItEE AN sSE=() g3=4F, = SE2()0l
©| ot LIEtL = HE(=)-2-[4-[2-[[(1S,2R)-2-==4tD|-2~(4-C
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can be obtained in the form of highly crystalline solid. Moreover, the present inventors had
investigated crystals of compound (1), and found that crystals of the present invention have
surprisingly excellent storage stabilities and are useful for a drug substance. Based on
these findings, the present invention has been accomplished.
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The present invention therefore provides:
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(1) a compound represented by formula (1):
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(2) a crystal of a compound according to the above (1);
A ()0l 2 sesS29 AclAE,;

(3) the crystal according to the above (2) which shows an X-ray powder diffraction pattern
having characteristic peaks at a diffraction angle (26+0.1 degree) of 8.9, 10.2, 12.9, 14.2,



15.6, 18.4 and 20.6 degrees (hereinafter, referred to as “crystalline form A”);

(3) 8.9, 10.2, 12.9, 14.2, 15.6, 18.4, 20.6=2 3EAT(20+0.1Z)0AM =CHS SEH2
S0l= X-dlol It*d IZBMES Ex= &I (2)0 IE Ic2AE (0I5t “IelAE A
SEf et &SH;

(4) the crystal according to the above (2) which shows an X-ray powder diffraction pattern
having characteristic peaks at a diffraction angle (26+0.1 degree) of 7.3, 10.1, 12.2, 14.6,
15.9, 16.0, 18.7 and 21.8 degrees (hereinafter, referred to as “crystalline form B”);

(4) 7.3, 10.1, 12.2, 14.6, 15.9, 16.0, 18.7, 21.8=2 3JHE2AZ(26+0.1%)0AM =ICHS
S48 20l= X-do mI*d 3ZEMEs 2dx== &I (2)o mE Jelag (ol
“JelAEY B HEf" el FEHCH:;

(5) a pharmaceutical composition which comprises, as an active ingredient, a compound
according to any one of the above (1) to (4);
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(6) the pharmaceutical composition according to the above (5), for the treatment of
pollakiuria or urinary incontinence;
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(7) a medicament for treating pollakiuria or urinary incontinence, which comprises, as an
active ingredient, a compound according to any one of the above (1) to (4);
BEHHEECZAM AJIQ (UM ()52 otLe S22 ?A4dole Ped £
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(8) a use of a compound according to any one of the above (1) to (4), for the manufacture
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of a medicament for treating pollakiuria or urinary incontinence; and
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(9) a method for treating pollakiuria or urinary incontinence, which comprises administering
a therapeutically effective amount of a compound according to any one of the above (1) to
(4).
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FIG. 1 is an X-ray powder diffraction pattern of crystalline form A of compound (I)
obtained in Example 2 where the ordinate shows the X-ray intensity in cps and the
abscissa shows the diffraction angle in 20.
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FIG. 2 is an X-ray powder diffraction pattern of crystalline form B of compound (I)
obtained in Example 3 where the ordinate shows the X-ray intensity in cps and the
abscissa shows the diffraction angle in 26.
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A compound represented by formula (I) of the present invention, and the particular
crystalline forms A and B thereof can be produced as follows.

2 2y

0

stetal (N2 st S& JelAE A BEH

rr

CtSdt 201 M2 = UACH

Compound (Il), which is used as the starting material of the present invention, can be
prepared in amorphous forms by the known procedure as described in WO00/02846.

gt
=

EH

M
1o

M >

T

A

222 MBH=E g2 ()= WO00/028460IA DJITHE edd ZE X0l 2ldH

2 = UACH.

o
£ 0g
o

Compound (I) can be obtained in crystalline forms by reacting a solution of compound 1)
in an appropriate organic solvent, with hydrochloric acid or hydrogen chloride.
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Examples of the organic solvent employed in the above reaction include ethanol,
carboxylic acid esters such as ethyl acetate and the like, hydrocarbons such as toluene
and the like, acetonitrile and the like. The organic solvents can be used either singly or as
a mixture of two or more solvents.

1o sl HERHesE RIISHE HZ=s GiEt=, OtMEMNE S2 tSaL A HEZ,
EFU S Eots4A, OHNELOIEEZE S0 UL RIIEM= UMAE L= & O &<
EMESHMZ2M MEE = ULt

The source of HCI can be used in the form of hydrochloric acid, or a solution of the above
organic solvent into which gaseous hydrogen chloride is blown.
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The reaction of compound (II) with hydrochloric acid or hydrogen chloride takes place
immediately. The time required for crystallization varies depending upon crystallization
conditions such as the amounts of organic solvents and HCl employed, as well as the
crystallization temperature and the like, and it takes ordinarily about 1 to 24 hours.
Preferably, the crystallization is carried out by stirring the reaction mixture at a temperature
of about 0 to about 30° C. for 1 to 6 hours to provide compound (I).

StEE(N2 & £= A0 S22 SA LMEHCH 2SN 27dH= A2
MEE= RIS Fat=a22 2 2EH3 2= 52 el =20 T2 EckXIl,
UBHOZ 1~24A12t0] ALQECH LMoz, ZFHS= =2 ()2 MIdI |dl BtsS
SEME EM & 0~30 UM 1~6AIZISeH HS22M OIF AT

Recrystallization of compound (1) thus obtained, from a suitable solvent provides crystalline
forms A and B, which are the particular crystalline forms of compound (I) of the present

invention.
Jedst gtaloz otEAQOl 22 EH 2UHA Se=(()2 MZEse & ¢Hol ges(()2
E8 32AEY HEfC TJelAE A% BEHEIE =0

For example, crystalline form A can be obtained as follows. Compound (I) is dissolved in
ethanol under heating, and to the resulting solution is added, if necessary, t—butyl methyl
ether, isopropanol or water at a temperature of about 40 to about 50° C. with stirring, then
the mixture is stirred at a temperature of about 40 to about 50° C. for 1 to 6 hours.
Thereafter, the mixture is stirred at a temperature of about 0 to about 30° C. for another 1
to 6 hours to provide crystalline form A.

HE S0, JelAE ASH2 UsS HES Sl 22 = UL g2 2 It
HESH Soi=ll 2L Al, O 202 20HA= AU EIREMNEWHZ, OI0IAZZES
= =22 < 40~5 | 2Z0AM AN CollEC O =, SgHE EM & 40~50=2
22 1~-6A2SS Aslh. 1 =, EFHE EM 0302 252 1~6AIZHE T HOA
dclAE AZEIE =0

Crystalline form B can be obtained as follows. Compound (l) is dissolved in ethanol and
tetrahydrofuran under heating, and to the resulting mixture is added additional
tetrahydrofuran at about 40° C. with stirring. The mixture is stirred at a temperature of
about 0 to about 10° C. for 1 to 12 hours to provide crystalline form B.

pi4y

AclAE BEHEH= O8 Uds S s = AL s 2= Ot
HECIEZ S0 Soliel) 11 22 H0Xs SN0l HECLGIEZEFE FIHE2Z
402 222 A0A o=t O =, 2gldes EM 0~1022 252 1~12A12S0

SAOAN JelAE BEHEIE =L,

The crystalline forms A and B of compound (I) thus obtained can be identified by their
characteristic diffraction peaks as shown in the X-ray powder diffraction charts of FIGS. 1
and 2:



JEH €& FIelAE A B Stile &5 11 29 X-diol II*H 3Z2MEUNA 20l=
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(1) crystalline form A has characteristic peaks at a diffraction angle (2640.1 degree) of 8.9,
10.2,12.9, 14.2, 15.6, 18.4 and 20.6 degrees as shown in FIG. 1; and

(1)32lAE ASHIE ©E 10lM U2 diet 201 8.9, 10.2, 12.9, 14.2, 15.6, 18.4, 20.6% 2
SIBAE(20+0.1%)0A SEOI & & LIEHLCE

(2) crystalline form B has characteristic peaks at a diffraction angle (26+0.1 degree) of 7.3,
10.1, 12.2, 14.6, 15.9, 16.0, 18.7 and 21.8 degrees as shown in FIG. 2.

(2) JelAE BEHEHE TE 20lA LI diet 20l 87.3, 10.1, 12.2, 14.6, 15.9, 16.0, 18.7,
21.8 &9 SEAE(20+0.1%)0IA S&0I Jt&E & LIEtLFCH

The crystalline forms A and B of compound () can be stored at ordinarily storage
conditions such as 25° C., 60% relative humidity and the like for a long period without
changing their crystalline forms, and are also chemically stable. The crystalline forms A and
B have excellent flowabilities and good handling properties, and are suitable for

formulation.
SE2()e AelAE A, BEHE=E WHE =0 &M 25&, AUISE 60% S2 BrAOl
HNEEZAHSHA X2l A2AE HEHE BHRA 210 23set MEE = A2
statdo =z OHAXNOICH. F2lAE A, BEEH=E |40 HAHULO, CHEII0F &2 HAO
OrE A Q| Ct.

The compound represented by formula (I) of the present invention exhibits an excellent [33—

adrenoceptor stimulating effect and relaxes bladder detrusor muscle as well as increases
the volume of bladder. Therefore, compound (I) of the present invention can be used for
the treatment of dysuria such as pollakiuria, urinary incontinence in the case of nervous
pollakiuria, neurogenic bladder dysfunction, nocturia, unstable bladder, cystospasm,
chronic or acute cystitis, chronic or acute prostatitis, prostatic hypertrophy and the like,
idiopathic pollakiuria, idiopathic urinary incontinence and the like.

2 2o A0 A% UELE HEESS p-OL=2LR +SH 2EEDI FOILI0
UFDSZS O|AIZ 2 OLIZH YBHIAIE SIHAIRICH MM, 2 2go Fe2()2 Yk,
AHAEBEN 2 A3, AN HBIISHO|, OnZ, SOHUY, LS
/2N BRY, MYLHIUS SO HinS, STA Bk, S28 2432 S 20
NS & Ul

The compound represented by formula (I) of the present invention can be used, if
required, in combination with another medicament for the treatment of dysuria. Examples
of such a medicament include anticholinergic agents such as oxybutynin hydrochloride,
propiverine hydrochloride, tolterodine, darifenacin, fesoterodine, trospium chloride, KRP-
197, YM-905 and the like; smooth muscle relaxants such as flavoxate hydrochloride and



the like; Bz—adrenoceptor agonists such as clenbuterol hydrochloride, formoterol fumarate
and the like; oa;adrenoceptor agonists such as midodrine hydrochloride, R—450, GW-

515524, ABT-866 and the like; estrogen preparations such as conjugated estrogen, estriol,
estradiol and the like; central nervous system agents such as antiepileptic agents,
antidepressants and the like such as imipramine, reserpine, diazepam, carbamazepine and
the like; neurokinin receptor antagonists such as TAK-637, SB-223956, AZD-5106 and the
like; potassium channel openers such as KW-7158, AZD-0947, NS-8, ABT-598, WAY-
151616 and the like; vanilloid receptor agonists such as capsaicin, resiniferatoxin and the
like; vasopressin 2 receptor agonists such as desmopressin, OPC-51803, WAY-141608
and the like; aw—adrenoceptor antagonists such as tamsulosin, urapidil, naftopidil, silodsin,

terazosin, prazosin, alfuzosin, fiduxosin, AIO-8507L and the like; GABA receptor agonists
such as baclofen and the like; serotonin receptor antagonists such as REC-15-3079 and
the like; dopamine receptor agonists such as L—dopa and the like, or dopamine receptor
antagonists; antiallergic agents such as histamine receptor antagonists such as sulplatast
tosilate, norastemizole and the like; NO synthase inhibitors such as nitroflurbiprofen and
the like.
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the case of using a pharmaceutical composition comprising the compound represented
by formula (I) or the crystalline forms thereof for a medical treatment, various dosage
forms can be administered depending upon their usages. Exemplary dosage forms include
powders, granules, fine granules, dry syrups, tablets, capsules, injections, liquids,
ointments, suppositories, poultices and the like, which are administered orally or
parenterally.

stetal(l) L= Xz SHQ delAE EH=Z2 LEle SEsz AdEHs AdAIFLE29
0= ArEgo et st MEol £ = UL HEE ME€lzs 3728 £=
HEFE S4E =2H, HEMH, DIAUE N, Sctol AEH, M, d=H, FAL, X



HAOH, e, BEMSOI AULCH
Pharmaceutical compositions can be formulated by admixing, diluting or dissolving with
appropriate pharmaceutical additives such as excipients, disintegrators, binders, lubricants,
diluents, buffers, isotonic agents, preservatives, wetting agents, emulsifying agents,
dispersing agents, stabilizing agents, solubilizing agents and the like, according to a
conventional formulation procedure depending upon their dosage forms.
olatdE2Ee 2 MES LRHAEQl oAM= FHEXN et M, oM, ZEhAl,
FEM, &N, 23H, SEMH, 2E&EHMH, s&HM, SsHA, S4HMl, etERH, JtEstMl S92
MAEst ot HIIMN2 =28, 54, EoliotH SdE = UL
In the case of using a pharmaceutical composition of the present invention for a medical
treatment, the dosage of the compound represented by formula (I) or the crystalline forms
thereof is appropriately determined depending on the age, sex or body weight of the
individual patient, the severity of the disease, the condition to be treated and the like. A
typical dosage for oral administration is in the range of from about 0.01 mg to about 100
mg per day per adult human. A typical dosage for parenteral administration is in the range
of from about 0.0003 mg to about 30 mg per day per adult human. The dosages may be
administered in single or divided doses of one to several times daily.
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Where the compound represented by formula (1) or the crystalline forms thereof is used in
combination with another medicament for the treatment of dysuria, pharmaceutical
compositions can be formulated by admixing separately each of active ingredients, or
admixing concurrently both of active ingredients, with pharmaceutically acceptable
additives such as excipient, disintegrator, binder, lubricant, diluent, buffer, isotonic agent,
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preservative, wetting agent, emulsifying agent, dispersing agent, stabilizing agent,
solubilizing agent and the like, and administered separately or concurrently in an oral or
pareteral dosage form. Where separately formulated pharmaceutical compositions are used,
the compositions may be mixed together with an appropriate diluent, and administered
simultaneously. Alternatively, where separately formulated pharmaceutical compositions are
used, the compositions may be administered separately, concurrently or at different

intervals.
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(2) Outline of the Prior Art (US 6538152 B1)
(2) d8d]= JHR(US 6538152 B1)

D1: US 653815281 Mar. 25, 2003
D1: US 653815281, 2003& 3& 25¢

The general formula compounds including the same compound A is disclosed in the part
of “disclosure of the invention” in the description:
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The present invention relates to a phenoxyacetic acid derivative represented by the general

formula:
2 2Ee2 039 2Bt SsHAo HI=sAONER MMME L= ostdoz Mgt A= 1t
AZRULE.

OH

or a pharmaceutically acceptable salt thereof.

The phenoxyacetic acid derivatives represented by the above general formula (1) of the
present invention can be converted into their pharmaceutically acceptable salts in the usual
way. Examples of such salts include acid addition salts formed with mineral acids such as
hydrochloric _acid, hydrobromic acid, hydroiodic acid, sulfuric acid, nitric acid and
phosphoric acid; acid addition salts formed with organic acids such as formic acid, acetic

acid, methanesulfonic acid, benzenesulfonic acid, p—toluenesulfonic acid, propionic acid,
citric acid, succinic acid, tartaric acid, fumalic acid, butyric acid, oxalic acid, malonic acid,
maleic acid, lactic acid, malic acid, carbonic acid, glutamic acid and aspartic acid;
inorganic base salts such as a sodium salt, a potassium salt and a calcium salt; and salts
formed with organic bases such as triethylamine, piperidine, morpholine, pyridine and

lysine.

2 2o &) LBt &= (1) H=AIOtMEL T2 Lot gAY et siFo=z
Hgtst 24322 HEE == UL 0lHE 42329 UHZ2= o, BEEstsAabt, 24 HAH
Olat 20| RIS 2 Holl 4= MRIIE; ZSA OtMES, HEAEZEA, BHIEM=EA,
p-SFAULZ L, ZZI|24H AEZ4H AL EIZEIZ24A, S ZAH REIZ4FH S4AHA
USA, Do, HAH TAH BHAN S 2EAL OFAIIZENML 20| RIS Holl g@4E



MRIHY; AFE, ZEZ, 28 22 F018; ECIUEOY, HHedY, 222, I2ld,
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In example 2 disclosed Compound 12, but did not disclose its HCI salt in the same
example :

GIAl 2= &2 122 Dol UL, SEES JIMotD JUKX LCh.

Ethyl 2-[4-[2-[[(1S,2R)-2-hydroxy—-2-(4—hydroxyphenyl)—1-methylethyllamino]ethyl] -
2,5—dimethylphenoxy]acetate (Compound 12)

e 2-[4-[2-[[(1S,2R)-2—-==4&tD|-2-(4-GIOIESAIHIE)-1-HE A E]0t0I ] NE ]-2,5-
CIIEH=AI]OtMEIOIE(GIEE 12)

1 H-NMR(CDCI3) & ppm: 0.98 (3H, d, J=6.4 Hz), 1.34 (3H, t, J=7.1 Hz), 2.18 (3H, s), 2.22
(3H, s), 2.60-3.00 (5H, m), 4.31 (2H, a, J=7.1 Hz), 4.49 (1H, d, J=5.6 Hz), 4.62 (2H, s),
6.41 (1H, s), 6.69 (2H, d, J=8.5 Hz), 6.78 (1H, s), 7.05 (2H, d, J=8.5 Hz)

(3) Assessments of Novelty by each Office
(3) 2 MO APH HIt

[JPO]

EEETE)

JPO considers that the invention claimed is novel due to the following reasons:
U=ESGH2 U39 0|RE HIgezZ 2 dFEYH0| M40l YT =0

Hydrochloride of Ethyl (=)-2-[4-[2-[[(1S, 2R)-2-Hydroxy—2-(4-hydroxyphenyl) —1-
methylethyl] amino] ethyl]-2, 5-dimethylphenox] acetate (hereinafter referred as
“compound A”) is stated in the claim of the present invention.

A (-)-2-[4-[2-[[(1S,2R)-2-==&tJ|-2-(4-5
2,5- CIHEH=AI]OLMEIOIE(OIGH “3tEt2
0l JIME0f UCH

HOIESAIHE)-1-HIEAL 00 = ]0E]-
S gt

1= =
A"etl  FEtthHe gatges 2 g€ge

On the other hand, a compound indicated by general formula which contain compound A
within their scope or a list exemplifying 34 kinds of pharmaceutically acceptable salts of
such compound is stated in the cited document. The working example of the cited
document specifically states compound A of the present invention as a compound
contained in the above—-mentioned general formula, but hydrochloride of compound A isn’t
specifically stated in the cited document.
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SS0 stEg=E AS €10 U= LB SHEA0 LEtU = 3tE20] 12280l JITHE o UCH
eIZ=28e Ols Sol = 232 HEgE AE oI FAl= L ssta e SEER
Helotl UKL, stet= A2 Gatg2 sS=280l SO AR AKX &L

The “invention stated in the cited document” serves as a basis to deny the novelty is
identified based on the “matters stated in the cited document”. When the “matters stated
in the cited document” as a basis to deny the novelty are part of the alternatives, if it is
deemed that a person skilled in the art can identify the invention with only one of the
alternatives as a matter for identifying the invention, the cited document could serve as a
basis to deny the novelty(See Examination Guideline Part Il ,Chapter 2, 1.5.3(3)).

CIZEE0l GAE 2Y"2 Lo ARL0l UAEZEHU JIMHE HWES HIE2Z Z2FES
SHot= JIELZ MEBEL dRds RHGH| /& JIE22 “U280 JIME WE"0I
xd=22 LR2 AZSE M, S42 JIsXJt 2EES A0t /A8 HELZAH2 M= &
stz ez ol &F= #EE€ = UL HANOY, sS=2se dAdsS
SO & JIFELZ AEE = UCHHAKE M 22, 2F 1.5.3(3) 1)

Therefore, in the case of invention relating to a specific salt of a compound, when various
salts are listed as a salt of the compound in the alternative way, and the specific salt of
compound isn’t specifically stated in the cited document, in the cases where the listed
salts have less variety or the specific salt is listed as a particularly preferred salt, it is
deemed that the specific salt of compound is stated in the cited document to an
identifiable degree by a person skilled in the art, and the invention claimed is not novel.

B, 280l S AsstEgsd 2d JAUE, e A=01 HHEL SHeZ
ASEE2 JIME = AL, SHE A= =0l UAE2E 0 S0l JIMZO JAKX H1D,
JIM=E A=0] oAl 2HUL E8 4301 S8ol dake 2522 JIMa 81, S8
ASSHE S0l SH2 JI=X0 2o P8 = As =2 US2EU JIHE = A0
Metd H2EE2 A7-00 8t

On the other hand, like this case, in the case where 34 kinds of salts, for example,
hydrochloride, hydrosulfate, tartrate or citrate, etc., which are widely used as
pharmaceutically acceptable salt are simply exemplified in equal rank and hydrochloride is
not listed as a particularly preferred salt, it is not deemed that hydrochloride of compound
A is stated in the cited document to an identifiable degree by a person skilled in the art. So
the invention claimed is novel.

SHEH, 0l B9 20l ABNOZ ABIE 430 MY, SHAMY, AN, PHMAS
T s 345R0 A30/ SYLs 29 K2 BAIHN US B, JUH0| SYo| HSEE
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KIPO considers that the present invention is not novel due to the following reason:

The general criterion in assessing novelty about a common salt of a compound in KIPO is
that a common salt of a compound is regarded as being ‘substantially identical’ to the
compound and if the claimed compound is the same as the cited compound, the novelty
of claimed salt is also denied.

st=Sold2 = 2280l U332 0lsz &40l gittn oHet: 322 sS40l
25t Ald THOol UBHAEOl JIEZ2 g sEEW HEACZ =9'othhn 2HEEH
gy FREEO SIg=E0l UEEES sl s28 EFR, F3HAZES Az LE
AIF-0l 8L

“Substantially identical invention” means that there is no newly produced effect, since the
difference in the concrete means for solving problems is caused by mere addition,
conversion or deletion of well-known or commonly used arts and the difference between
the claimed invention and the cited invention does not practically affect the technical idea
of the claimed invention.

AFFOoz st €P'2 Jl=d 2M oHZg"Ye X0t SAECZ H LHXIHLE
ANEEE S22l tH=st 2JI, d&, ANt =Motl, F2EIEN sgHO
XOIEO0l HFLHO Ji=d AN AdEZoz Jes XA 2I] H2u MSH =IOt
s s ARE 2ilettt

The  present invention relates to  ethyl-2-[4-[2-[[(1S,2R)-2—hydroxy—2—(4—
hydroxyphenyl)—1-methyethyl]amino]ethyl]-2,5-dimethyl-phenoxylacetate hydrochloride
represented by formula (1).
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Ethyl-2—-[4-[2-[[(1S,2R)-2—hydroxy—2—-(4—hydroxyphenyl)—1-methyethyllamino]ethyl] -
2,5—-dimethyl-phenoxy]lacetate of the present invention is shown in the cited invention as
one of phenoxyacetic acid derivatives of a Markush type claim (See example 2.). The cited
invention also discloses that the phenoxyacetic acid derivatives can be converted into their
pharmaceutically acceptable salts with hydrochloric acid (See column 16, lines 28-34.),
which is common in the art.



2 gYo HE-2-[4-[2-[[(1S,2R)-2-==&tD|-2-(4-GlOIESAIHIE)-1-
HEWEIOOI=]NE]-2,5-CIHE-H=AI]OIMHOIE= Ot74 HP2E(02 &1)2
H = AlOtMI E &FQ 4 tLEZ2 IS0 JIMHEI O JAT g

H = AlOt Ml E &FQ] & JI=Z200A Letxol dags g0 (N
OISO Z AIZ Jistt 422z HMatE £ UASS JIMot] UCH
Accordingly, ethyl-2-[4-[2-[[(1S,2R)-2—-hydroxy—2-(4-hydroxyphenyl)-1-
methyethyllamino]ethyl]-2,5-dimethyl-phenoxy]acetate hydrochloride can be regarded as
a common salt of ethyl-2-[4-[2-[[(1S,2R)-2—hydroxy—2—-(4—hydroxyphenyl)—1-
methyethyl]laminolethyl]-2,5-dimethyl-phenoxy]acetate, and in assessing novelty of the
claimed invention, the former and the latter are regarded as being “substantially identical.”

TH2tA, 012 -2-[4-[2-[[(1S,2R)-2~% &)|-2~(4-510| S = Al Bl )~ 1~
BIZOIZ]0H0I = ]I ]-2,5-CIHZ-HISAlOLHIEIOIE Farge oig-2-[4-[2-[[(1S,2R)-
02— 417 -2—(4-BL0I SZAIHIE)-1-HIZ M2 ]0HI = ]I 2 ]-2,5-CI B -
HisAJOIMEIOIES BSAZO2 2AFE £ AW, FTLHO AR B YKN
9y DS ARNOZ SUTGILD BEHEC

Compared with the cited invention, the novelty of ethyl-2-[4-[2-[[(1S,2R)-2-hydroxy—-2-
(4-hydroxyphenyl)—1-methyethyllamino]ethyl]-2,5-dimethyl-phenoxy]acetate has been
already destroyed and therefore, the novelty of ethyl-2-[4-[2-[[(1S,2R)-2—hydroxy—2-
(4—hydroxyphenyl)—1-methyethyllamino]ethyl] -2,5-dimethyl-phenoxy]acetate
hydrochloride, which is a common salt of the said compound is also negated.
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The claimed invention lacks novelty.
=2 FPeHES2 ARAH0| QL

The claim invention is a HCI salt of a specific compound, Ethyl (—=)-2-[4-[2-[[(1S,2R)-2-
hydroxy—2-(4-hydroxyphenyl)-1-ethylethylJamino]ethyl]-2,5-dimethylphenoxy]acetate
(so-called as compound A). The prior document D1 (US 653815281 Mar. 25, 2003)
disclosed the same compound in example 2(compound 12), but did not disclose its HCI
salt in the same example. The general formula compounds including the same compound
A is disclosed in the part of “disclosure of the invention” in the description:



= FFPYE2 =S4 sE2g gateAgel e (-)-2-[4-[2-[[(1S,2R)-2-==4tD|-2—-(4-
SHOIESAIHE)-1-0ENE]0t0I=]0E]-2,5-CIHE H = Al ]OtAIHIOIE(E & 2A)0I C
oIg2&D1(US 6538152B1, 2003 3& 254)2 OIAl 201 =L& =22 JIM6HD
AU2LE, s<set WAl Sat=aA28S JIMotl UK @HU. SLe =S AS EFols
LEHA FistAl S22 FAIAS "2 SH'LR JIME O UCH

“The present invention relates to a phenoxyacetic acid derivative represented by the
general formula:

OH

or a pharmaceutically acceptable salt thereof.”

‘= gHe 0189 YB HEAlo HISAOMENS IHME = 1 DMYE9 ostxoz
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Meanwhile, the prior document D1 also disclosed that “The phenoxyacetic acid derivatives
represented by the above general formula (I) of the present invention can be converted into
their pharmaceutically acceptable salts in the usual way. Examples of such salts include
acid addition salts formed with mineral acids such as hydrochloric acid, hydrobromic acid,
hydroiodic acid, sulfuric acid, nitric acid and phosphoric acid; ------

SHH, QIEYE D12 "2 YHEO &I Letststal (ol 28t HSAIOMEALS] MMME2
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That is, D1 gives a general disclosure of the hydrochloride of phenoxyacetic acid
derivatives which include compound A, but failed to disclose the embodiment or example
of the hydrochloride of compound A.

=, D12 SgE AE LEots H=AIOMELS IS0 JAFES LEROZ JIIHotD
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According to the Guideline, for a compound claim in an application, if it is referred to in a
reference document, it is deduced that it does not possess novelty, unless the applicant
can provide evidence to verify the compound is not available before the date of filing. The
word “refer to” means define clearly or explain the compound by the chemical name, the
molecular formula (or structural formula), the physical/ chemical parameter(s), or the



manufacturing process (including the raw material to be used).
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The claimed invention is a compound claim. As the compound A is disclosed in example
12 in D1, and in the related part of D1 disclosed that the compound embodiment comprise
its pharmaceutical salt and the salt can be hydrochloride (i.e. salts formed with
hydrochloric acid), it means that D1 had referred to the hydrochloride of compound A,
unless the applicant can provide evidence to verify the compound is not available before
the date of filing. So claim 1 is not novel.

HALHE2 StgE FAO0ICH FESAIF D12 o 120 JIMEH ULd, D1 2dE
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3.4 Case 4

3.4 Atdll 4

(1) Outline of the Application
(1) 82 ML

[Claim]

[H 78]

An optical fibre line (11) comprising:

28 ?4ote 2824 (11):

a plurality of positive dispersion optical fibres (14) having a positive chromatic dispersion
in a signal wavelength band;
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ibres (16) having a negative chromatic dispersion

—h

a plurality of negative dispersion optical
in the signal wavelength band;
NMSIIAHES SH ZMEAS ol 249 S4 24 24 K(16);

wherein the positive dispersion optical fibres (14) and the negative dispersion optical fibres
(16) are alternately arranged and coupled in the longitudinal direction of the optical fibre

4 24 Z2ER(16)JF BEKH(1)Y MZ2YECZ WX B,

characterized in that



the plurality of positive dispersion optical fibres (14) are selected from a positive dispersion
optical fibre group the cumulative dispersion value of which conforms to a distribution with
a first average value (DA ) which is positive and a first standard deviation;

S0 A4 FA FER(14)IF 2 B2& FER OS0HA d85 0 SHIAGNS 2400
M OHFHEIC AW B2t 2XZ(DA)E =8

the plurality of negative dispersion optical fibres (16) are selected from a negative
dispersion optical fibre group the cumulative dispersion value of which conforms to a
distribution with a second average value (DB ) which is negative and a second standard

deviation;
240 SH 24 ZAEK(14))1 S4 246 Z2ER OS0A S8 SE2AR2 S480H
S U ESEXQ A HAg SZ(DB)E =468t

the absolute value of the sum of the first and second average values (DA, DB) is not
greater than 20% of the first average value (DA ) and

the absolute value of the difference between the first and second standard deviation is not
greater than 20% of the first standard deviation.

HEW, & SN (DA, DB)2l &2 HUigt2 HEM T (DA)2 20% 2Lt AKX &£
M, & B E=EXC X0I2 B2 HEM EEEI2 20%E20H X ELC
[Description]

[HAIA]

fH od

The present invention relates to an optical fibre line for transmitting a plurality of
wavelengths of optical signals in a wavelength division multiplexing (WDM) transmission
system.

= 232 =22 s IIEES LE2EUSsHA dSAAES of &&ot=
e 2 AT

For enhancing the transmission quality of WDM transmission systems, the optical fibre
lines are required to have the two contradictory characteristics:

= X|
==}

0
o

IHE=assteAa dSAIAES A ot 2loff, ZERH2 S IS &0|&
= =F0F StCt.

a) As the absolute value of chromatic dispersion in the optical fibre line in a signal
wavelength band, for instance 1,55 micron wavelength band, is greater, the pulse
waveform of optical signals is more likely to deform, thereby deteriorating the transmission
quality. Therefore, from such a viewpoint, it is desirable that the absolute value of

chromatic dispersion in the optical fibre line is smaller.
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b) If the absolute value of the chromatic dispersion in the signal wavelength band is
smaller, on the other hand, then four—-wave mixing, which is a kind of nonlinear optical
phenomena, is more likely to occur, which causes cross talk and noise, thereby
deteriorating the transmission quality. Therefore, from such a viewpoint, it is desirable that
the absolute value of chromatic dispersion in the optical fibre line be greater.

Lh) &t#, Ml FM2Ao ZHgol O 3AH 2 3R, HdE &8 a9
20 40 sgEa0l gdg Jtsd0l O M 02 2ol I2AEIL A4S0l
LM 2 8EZE0I Motz =0 [etM, 012 22 238eg 2 [, 2d749
AL Bigte O 2 A0l Hig 2ottt

For satisfying the two contradictory demands, the current invention proposes an optical
transmission line (10) as shown in the figure 1 below.

12 & e E=8s SSAIZD fAd, 2 2€E=2 ot B O10AM 20le
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The transmission line is constituted by a plurality of optical cables (12) coupled to one
another and is laid between optical repeaters (100). Each of the plurality of optical cables
(12) contains a plurality of positive dispersion optical fibres (14) having a positive
chromatic dispersion in a 1,55 micron wavelength band and a plurality of negative
dispersion optical fibres (16) having a negative chromatic dispersion in the same 1,55
micron wavelength band.

Each of the positive dispersion optical fibres (14) is an optical fibre selected from positive
dispersion optical fibre group whose cumulative dispersion at a predetermined wavelength,
e.g. 1,55 micron, conforms to a distribution with an average value of DA (>0) and a
standard deviation of oA. Each of the negative dispersion optical fibres (16) is an optical
fibre selected from negative dispersion optical fibre group whose cumulative dispersion at
a predetermined wavelength, e.g. 1,55 micron, conforms to a distribution with an average
value of DB (<0) and a standard deviation of oB.

dEd2 A2 ZgE S22 2012012)2 FEHA JA20M ZFHDI(100) Atolol
SO0ACH 28 FA0I=(12)2 1.55 D28 MSMEUYS dLHBMBLAS SHCR Gt=
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Z2ER(14)= A0 Z2EE DIHE(HE S0, 1.55 0I3E)0AM2 ZMZ40/ DAL gt
FECC0)2 ocAS HEEXN =2EE E0ls LML 2R OS0HAM LEHE
A

2 & K0|C
The plurality of optical cables (12) are arranged adjacent each other in the longitudinal
direction thereof, such that the positive dispersion optical fibres (14) contained in a first



optical cable and the negative dispersion optical fibres (16) contained in a second optical
cable, adjacent to the first optical cable, are coupled to each other. As a result, the optical
transmission line (10) contains a plurality of optical fibres lines (11) each comprising the
positive dispersion optical fibre (14) and the negative dispersion optical fibre (16) coupled
to each other.

S50 ZAols(12)2 M=zZgEez 22 2GS SR HEW 2022
ML ZER(14)2 § B 20122 SHEFMBL 2ER(16)It M2 Z&E
1 Z23, ZHESH(10)2 M2 ZEE LML 2ER(14)% SHZME
Z2ER((16)2 42 FHE =2 ZERES EEEHL

In the positive / negative dispersion optical fibre group A / B, the cumulative dispersion
conforms to a Gaussian distribution having an average value of DA / DB, preferably within
the range of 5 to 50 ps/nm or =50 to =5 ps/nm, whereas the standard deviation cA / 0B is
within the range of 0 to 5 ps/nm.

dd/ed ML FERIE A/BUIME, FH242 5~50 ps/nm £= -50~-5 ps/nm<
ZE E=ot= B, oA/oBS EEEHIXE 0~5
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ps/nm2 YUl g2 2=Ch.
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(2) Outline of the Prior Art (WO97/20403)
(2) d&liD]lE JIH2(WO97/20403)

The document (WO 97/20403) discloses a dispersion management system for soliton
optical transmission system which comprises a plurality of positive and a plurality of
negative dispersion optical fibres having respectively a positive and a negative chromatic
dispersion. Furthermore, the positive and the negative dispersion optical fibres are
alternately arranged and coupled in the longitudinal direction of the optical fibre line.

The arrangement of a typical system is shown in the figure 2 below and comprises a
transmitter T and a receiver R lined by a length L of fibre. This fibre is divided into elements



"I''comprising separate sections of fibre N with normal dispersion and fibre A with
anomalous dispersion. The fibre components (N, A) have opposite sign dispersions.
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(3) Assessments of Novelty by each Office
(3) 2 Ao AMRH mC

[JPO]

[2E=ss

0?.*_'

]

The claimed invention is novel.
=2 dREH2 ARH0| UL

The cited document (W097/20403) discloses a system which comprises a plurality of
positive and a plurality of negative dispersion optical fibres having respectively a positive
and a negative chromatic dispersion. Thus, the issue is whether the cited document
discloses the matters of “the absolute value of the sum of the first and second average
values (DA, DB) is not greater than 20% of the first average value (DA)” and “the absolute
value of the difference between the first and second standard deviation is not greater than
20% of the first standard deviation.”

= QERH(W097/20403)2 242 UYH/SH BMEMS SHOZ ot =40 VH/SH
MM BHRE DHE AAHS JIUED UCH T2, SH= ARSE0| “X HHY
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BIR EETX2tel X012 g0l M HHgte 20%E2C0 o 2K EU'E
0 Y= CHet KL O0ICH.

(1) Concerning the matter of “the absolute value of the sum of the first and second
average values (DA, DB) is not greater than 20% of the first average value (DA )”

(1) “H Bt & B ZBZ(DA, DB)2 &2 ZH0l HEM BTl 20%20 O AKX
2o

2
The cited document discloses that the dispersions of fibres are +2.8 ps /km and -3.0
2 2
ps /km, and the path average dispersion is =0.1 ps /km. This means the absolute value of

2
the sum of the first and second average values is 0.1 ps /km and it is not greater than 20 %



2
of the first average value +2.8 ps /km.

2 2
o =40l +2.8 ps /km2 -3.0 ps /kmOlD Z2EZA24A0| -0.1

2 SEF2 &R
2

ps /kmetd JIMoll UCH Ol H BmMeA S HH T2 &2 ZHgiol 0.1
2 2

ps /kmOl2 UM HZQ! +2.8 ps /kme 20%ECH O AKX LCl= AHS 20|8tC.

Thus the matter of “the absolute value of the sum of the first and second average values
(DA, DB) is not greater than 20% of the first average value (DA)” is disclosed in the cited
document.

MekAl, “= Bmet & M Z2gH(DA, DB)Sl &2 &gl
X 2= Ws2 SIS0 JITMEH AL
(2) Concerning the matter of “the absolute value of the difference between the first and

JHM B3te 20% 20 o
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second standard deviation is not greater than 20% of the first standard deviation”

(2) “H BMY F BN EEEI2MQ X019 U0l UM HUitel 20%=2C O 32X
st

The cited document doesn’t mention the standard deviations of the dispersions of fibres.
Even though to make the standard deviation of dispersion be preferably small is well known
in the relevant technical field, the matter of “the absolute value of the difference between
the first and second standard deviation is not greater than 20% of the first standard
deviation” isn’t disclosed in the cited document.

= E=2E2 Z8% =42 Z=EX0l CHoll JIMot) UK L 22 HEEIE IsH
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Thus, the claimed invention is novel over the cited document.
((etA, 2 EFRALYE2 oI=2LYH HuW#ES M &340 UL
[KIPO]

[Bt=2E35 3]

The claimed invention lacks novelty over the cited document.

2 g E2 A2 HudsS M &40 QUL

The claimed invention states in page 10, line 12 — page 11, line 19 and figures 2, 4-5 that
each fiber section has a different average dispersion (DA, DB). The average dispersion (DA,

DB) has a distribution profile with the standard deviation (oA, oB). On the other hand, the

cited invention (W0O97/20403) suggests in figure 1 that each fiber section with the same
signed dispersion has a constant value of the dispersion. That means the first and second



average dispersion in the cited invention corresponding to DA, DB in the claimed invention

2 2
is 2.8ps /km, —3.0ps /km, respectively and the first and second standard deviation in the
cited invention corresponding to OA, OB in the claimed invention are not disclosed but

presumed always 0.
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The first and second average dispersion corresponding to DA, DB have a different unit from
DA, DB. However, considering the linear proportionality between them at a specified

wavelength, the difference of unit are negligible in the numerical limitation ‘the absolute
value of the sum (0.2) of the first and second average values (2.8, -3.0.) is not greater
than 20% (0.56) of the first average value’. That means the limitation in the claimed
invention includes the limitation in the cited invention.
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Therefore, the cited invention discloses all technical features in the claimed invention
except for the numerical limitation about the standard deviation disclosed in the claimed
invention newly.

MetM, eI22dEe 2 FZLIUA MSH JIMe EEEX0 28 =Xst3sS MAs 2
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In a case where no numerical limitation is found in the cited invention while new numerical
limitation is included in a claimed invention, the invention is regarded as novel. However, if
the numerical limitation can be arbitrary chosen by a person skilled in the art or it can be
hinted in a cited invention in view of the common technical knowledge at the time of filing,
novelty of the invention is denied in general. (KIPO examiner’s manual).
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It is clear that no numerical limitation about the non-zero standard deviation is found in the
cited invention while new numerical limitation about the standard deviation is included in a
claimed invention and it cannot be hinted in a cited invention in view of the common
technical knowledge at the time of filing.

HEBEX0 28 M2 XMl 2 2280 2S00 JUs etH, 0-012 E=E X0
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otdE M, =Xetd0l AES20A SAIEN UK ES0l SEot

However, since any technical meaning such as an objective for adopting the numerical
limitation about the standard deviation and an effect caused by the numerical limitation
about the standard deviation cannot be found in the claimed invention, the numerical
limitation about the standard deviation is regarded as so arbitrary.

del, 2 EFAZZ0AME EEEX0 e =Xstd W SHL ZEEX0 s
=Xt oz Yoot et 22 JIsd 2UIE S = I =20, E=E X0 28t
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Therefore, the claimed invention is not novel over the cited document.
[etAl, 8 FRYLHE2 U™ WS M, A740] SICH
[SIPO]

[E=2S361E]

The claimed invention is not novel.

= yPUye ARS0l Lk

The cited document (W097/20403) discloses a dispersion management system which
comprises a transmitter T and a receiver R lined by a length L of fibre. This fibre is divided
into elements "I' comprising separate sections of fibre N with normal dispersion and fibre A
with anomalous dispersion. The dispersion values of the fibre elements 1 can be alternated
between +2.8ps2/km and —-3.0ps2/km, i.e. the positive dispersion fibres and the negative
dispersion fibres are alternately arranged in the longitudinal direction of the fibre
transmission line.

= UsYH(W097/20403)2 L2012l &=0 2o BHEE S&DIT2 =410 R2 F&ZN
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That is, in the cited document, the positive dispersion fibres and the negative dispersion
fibres can be selected from a positive dispersion fibre group consisting of a plurality of
positive dispersion fibres with dispersion values of +2.8ps2/km and a negative dispersion
fibre group consisting of a plurality of negative dispersion fibres with dispersion values of -
3.0ps2/km, respectively.
CAl Ziall, 2IE28lAME LEZAERY SEZAMERE 4L +2.8ps2/kmE 2=
= = TAE R O S48t -8.0ps2/kmE He =
HdEMERZ2 P4E SHdZMER OS0AH 482 = ACHD HAIGHD UL
For the positive dispersion fibre group and the negative dispersion fibre group, the average
dispersion value of the positive dispersion fibre group (equivalent to an average value of
DA in the claim) is +2.8pS2 /km, the standard deviation of the positive dispersion fibre
group (equivalent to a standard deviation of o, in the claim) is 0, (explanation: (1) the
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cited invention states in page 2 lines 4-6 “Figure 2 shows the pulse profile at the
beginning of each unit cell in a dispersion managed system. The dispersion map
comprises alternating 100km fibres with dispersions of —3ps2/km and +2.8ps2/km;” and in
page 2 lines 25-26 “figures 2 and 3 show the observed behaviour when the dispersion

2 2
values alternated between —3.0ps /km and 2.8ps /km”; that is to say, only two values ,

2 2
i.e.“=3.0ps /km” and “2.8ps /km”, are the only dispersion values to be chosen. That
means the first and second average dispersion in the cited invention corresponding to DA,

2 2
DB in the claimed invention is 2.8ps /km, —3.0ps /km, respectively. Furthermore, figure 1

also shows that each fiber section with the same signed dispersion has a constant value of
the dispersion. (2) In statistics and probability theory, standard deviation shows how much
variation exists from the average. Hence the standard deviation of a group of equal values
should be 0. As the reason referred in explanation (1), the standard deviations of oA andoB

are 0, respectively.) the average dispersion value of the negative dispersion fibre group
(equivalent to an average value of DB in the claim) is =3.0pS2 /km, the standard deviation
of the negative dispersion fibre group (equivalent to a standard deviation of oBin the claim)

is 0.
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SIPO base the above identification on that the cited invention (WO97/20403A1) suggests in
figure 1 that each fiber section with the same signed dispersion has a constant value of
the dispersion, and the cited invention states in page 2 lines 25-26 that figures 2 and 3

2
show the observed behaviour when the dispersion values alternated between —3.0ps /km

2
and 2.8ps /km.
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The absolute value of the sum of the average dispersion value of the positive dispersion
optical fibre group and the average dispersion value of the negative dispersion optical fibre
group is 0.2ps2/km which is not more than 20% (2.8%*20%) of the average dispersion
value of the positive dispersion fibre group, and the absolute value of the difference of the
standard deviation of the positive dispersion fibre group and the average dispersion of the
negative dispersion fibre group is 0 which is not more than the standard deviation of the
positive dispersion fibre group.

o oo [=} BA [e) — o o = — BA
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Thus, all features of the claim are known from the cited document, both the claimed and
cited invention can be applied to the same technical field, solve the same technical
problem, and have the same expected effects, and therefore the claimed invention is not
novel.
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(1) Outline of the Application
(1) 2|AM

[Claim]

[H 28]

A dispensing top for passing only several kernels of a popped popcorn at a time from an
open—ended container filled with popped popcorn, having a generally conical shape and
an opening at each end, the opening at the reduced end allows several kernels of popped
popcorn to pass through at the same time, and means at the enlarged end of the top to
embrace the open end of the container, the taper of the top being uniform and such as to
by itself jam up the popped popcorn before the end of the cone and permit the dispensing
of only a few kernels at a shake of a package when the top is mounted on the container.

=01 JHEEHO A2H, 201 IS X U= ZHOIUZFH st 2 e &2gt
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[Description]
[HAIA]

The invention is directed to a device for dispensing popped popcorn. The device is
conically shaped with a large opening that fits on a container and a smaller opening at the
opposite end that allows popped popcorn to pass through when the device is attached to
a popcorn container and turned upside down.
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(2) Outline of the Prior Art
(2) &I MR

Swiss Patent No. 172,689 to Harz (January 16, 1935)
ARAA EoIBIS 172,689 to Harz (19354 18 16¥)

The Harz patent discloses “a spout for nozzle-ready canisters,” which may be tapered
inward in a conical fashion, and it states that the spout is useful for purposes such as
dispensing oil from an oil can.

Harz Sdle= "S£2 2A&E 82 ZAR'z JFASEL=R ooz Zx= HE IIHs0X
SEHOIH, A= QLY ANAN Y= HiEdle A =& =
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(3) Assessments of Novelty by each Office
(3) 2 Ao APRAE Tt

[JPO]
[LE=sSHA]

JPO considers that the claimed invention seems to be novel.

2ESolE2 = F7E0 A4S =00 BESH.

The cited document (Harz patent) discloses the dispensing top whose shape is similar to
the claimed invention in terms of following points:
01828 (Harz §ai)0l 22X, 20| 2 HALHW Hl=s CAHAN A2 S 22

ZO0lA Hl==otCt) BtEHECH.

having a generally conical shape
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opening at each end
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having means at the enlarged end

O 52 HYRE H2

of the top to embrace the open end of the container
A0S HEHE EI| s &ttt

the taper of the top being uniform

010 St= afte E=E

On the other hand, the cited document fails to disclose that the dispensing top is
“permitting the dispensing of only a few kernels of popped popcorn at a shake of package”
(In other word, the dispensing top allows several kernels of popped popcorn to pass
through at the same time).
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When a claim includes a limitation of use and the claimed invention can be construed as
an invention based on discovering an unknown attribute of a product and finding that the
product is suitable for new use due to the presence of such attribute, the limitation of use
should be regarded as having a meaning that specifies the claimed invention and it is
appropriate to construe the claimed invention by including the aspect of the limitation of
use (See, (2) of 2.b. in the comparative table). In such case, the claimed invention is novel
unless the cited document discloses the limitation of use. However the claimed invention in
Case 5 isn’t considered to be such case (See, Note 1 of 2.b. in the comparative table).

A0l SgHAeE Eeotd A0 =He & AKX g SES Lot 1 =20
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1 SE a0 MSH AlsHe0 Hgotts £ AsS BIEg2=z ¥
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b= = AL, SEHE0I2d=s 2HBsS EFAH FFEES=  Oldiote 20
HBEZASICHHIRE 2.b.(2) ). 0l2is FR0s, UES280 EEMES JIMHstD UX
Ee o, EFR2EE Mads =210 UCH L, Atdl 52 3832 1% &2 <2t
AMAEX S=CHHIRE 2.b. =E1 &)

Instead, the claimed invention is construed as having a structure which is suitable for
permitting the dispensing of only a few kernels of popped popcorn at a shake of package.
Thus, if the cited document discloses the suitable structure, even though the limitation of
use is not literally disclosed, the claimed invention lacks the novelty (See, (1) of 2.b. in the



comparative table). As mentioned above, the shape of dispensing top in the cited
document is similar to the claimed invention. So, whether the size of the dispensing top in
the cited document is suitable for permitting the dispensing of only a few kernels of
popped popcorn at a shake of package is an important issue.
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However, the cited document merely discloses the dispensing top is introduced the ingot
mouth of a conventional car’'s oil tank and its size isn't clear. As a result, the cited
document can’t be considered to disclose the structure which is suitable for permitting the
dispensing of only a few kernels of popped popcorn at a shake of package and the
claimed invention seems to be novel.

e, oEEs2 Heol UAEAN &H0] 2R UsSKtel e8I g 2A0l
CYECIB It /}D O AJl= ZEol JIMEH J}UX (O O 20, 822
ZHOIHE 8t EsUS M H2 E L tiEct=0 Hgst #XE JlMotd UCHD
AAEX &I 20, ¥2edEe A7800 JACH

Note that in the case if the cited document can be considered to disclose the suitable
structure by referring the common technical knowledge in the relevant technical field, the
novelty of the claimed invention is taken over by the cited document.

oIZ8Z80l 2 Jl==0r2 2Bt J|i=H XAS oIZ0tH HEst RXE JIMot
ULt 2h=xE= B2, L2 2 ) HludsS M &740l UL

[KIPO]

[e=5518]

PO considers that the claimed invention seems to be novel.

=Sod32 2 230 A7d0l QAT sHHEHC

o X

If an invention is already disclosed to the public before the filing of the patent application,
the invention does not meet the requirement of the novelty. The invention disclosed to the
public means an invention identified by the matters, which are directly and clearly
described or considered to be essentially described, though not explicitly written in a
publication. therefore novelty is not a legal issue but a factual issue.

SEo=3 AE 0IH0 ZHOI S0 001 SHEUCHH, EH2 ARd T2HE SSAIIX
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The terminology described in the claim cannot be limited as described in detailed
description of the invention or drawings. As the terminology described in the claim should
be interpreted in an objective and reasonable way by taking into consideration of its
technical meaning, together with the common general knowledge at the time of filing,
based on the general meaning of the terminology, the terminology described in the claim
cannot be interpreted such as to comprise the meaning and scope which a person with
ordinary skill in the art cannot comprehend at all.
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In view of the foregoing, the claimed invention does not literally limit the material of a
dispensing top and the combination structure between a dispensing top and a container.
But, as the subject matter of the claimed invention is a dispensing top connected with a
popcorn container, a skilled person may not consider an ingot which endures the oil
pressure as material of a dispensing top for a popcorn and a thread, as the cited
document shows as the combination structure between a dispensing top and a container.
Consequentially, although the claimed invention does not specifically limit the material of
the dispensing top and the combination structure between a dispensing top and a
container, the material of the dispensing top and the combination structure between a
dispensing top and a container in the claimed invention obviously differ from that of the
cited document.

Metsd, B-gde LA d4H2 =210 CABA 40 2HO0IH A0l ZE 20
o RS2 SHGHLD JX= A0 Deflt, EFPYHO WEols 22 2doiul
HEE CAEA &0 JIMEN UAJ 20, AES2sles 222 YHES HHEHUW=
URE CAHA A 2AHOIHS ZEPEZ QACHD Ul ES Dol EH, S&9
Jl=Xlte 229 28s HEHU= RS 2 U2AEAH 4E) 22 MHE=2 DHGH 22
= QUCH Z2UHC=Z, FFELEFO0| AN oo Mz et CIABA &E0 HEOIH ALOIS
ZEAX0 CHol S&Eotd UK HOt:, EIAZHN JIM=E CAEAM oEHe HE2t
CIABA oD 2AHOIEH A0S Z2E2Xs ASLIN JIMH=E ZHe WS =40
Ct2C4.

The claimed invention is construed as having the open end of a dispensing top which is



suitable for permitting the dispensing of only a few kernels of popped popcorn at a shake
of package. The cited document does not limit the size of the open end of a dispensing
top. There is possibility that the size of the open of the dispensing top in the cited
document is similar to the claimed invention. But it is just possibility and the possibility
does not deny the novelty. As the cited document discloses that the dispensing top is
based on a technical concept wherein liquid(oil) is converged by the cone, it cannot prove
the open end of a dispensing top which is suitable for permitting the dispensing of only a
few kernels of a popped popcorn at a shake of package.

= FA2E=2 ZHOUHE e EsU=s i 2 2 S HiSot=d Hget LIAEA
oHo JHHURE SHCZ 2 UL OloielCt. ESE =2 UAHA oEH2 JHARO
AJ1E€ SFotd UK EO. UAS280 JIM=E CAEA o2 R A0t
EAZHEN JIME CAEA Ao JHESR FJ|2t Hixg Jitsd0l A ddU 0l=
tsd2 2, 1 Jtsds BtE2=Z AR40l it EHotkl E=0. AS2E0| CIAHAM
AE0l SH(RY)0l FEEE UM BFR0l Relths JI=H HEES HIE22 0IRHAM
AT JIMH6Il =01, ZEHOIHE &8 ESUAS W 82 F L HiEot=0l X st
CIABA &He HEHE eSoiE = 8l

[SIPO]

[E2S561¥]

SIPO considers that the claimed dispensing top is not anticipated by the document
CH172689.

S=SolE2 A2 UAEAN &HO0| =228 CH17268901 2o Ol&=Chd ZHESH
=L

The reasons are as follows.
O 0lg=s s &0

According to the Guidelines, when examining novelty, the examiner shall consider the
technical solution, technical field, technical problem, and expected effects.
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The document (CH 172689) discloses a dispensing top, which has a generally conical
shape and an opening at each end, and means at the enlarged end of the top to embrace
the open of the container. The taper of the top is uniform. Therefore, the document does
not disclose the feature “the reduced end allows several kernels of popped popcorn to
pass through at the same time”.

HEY 20 2 201 HEEHO A0 AHO0IHE
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Thus, it seems the document is not same with this application in regard to technical
solution, technical field, technical problem, and expected effects.

2422, Jl=d dfZ2EE, Jl==0F Jl=d 2H, dd-Hs 2uE DS M,
cleEele LB SLolkl Hi HHEDH

However, according to the Guidelines, for a product claim the subject matter title of which
contains definition by use, the definition by use shall be taken into account in determining
the scope of protection of the product claim. However, the actual definitive effect of the
use definition shall depend on the impact it imposes on the claimed product per se.

D2, NEMO 022, 8w FoE 2o W8S MSO2 1 U= =
HUYUAS, BEO ot SAHTHC BSHIS ZWEH=H AN DESCH BXL,
SHol Moo AN HEF SI= 8YO IOt LYW Fo AN LAUC

For this reason, according to Chinese Patent Law, to determine the novelty of product
claims including feature of use, the examiner shall consider whether the feature of use in a
claim implies that the claimed product has a certain particular structure and/or composition.
If the use implies that the claimed product has a certain particular structure and/or
composition, the use as a definitive feature of the structure and/or composition of the
product must be considered.

Olet 22 0IR=2, =2 Sol8lds Y82 SES Egols Sd L2 MA4ES
oHEte M, SAtZE EFge SYHSE0 20 S8 #& Oddd/Ee #4842 #Z1
AUSES SAlot=X2 HHEE DHOHOF S 2tef EHO0| FAEH0l S8 X del/Es
TS A0 UASS LAY ZR, Y =H2 FX Ded/EsE F42 =8 H2AMe
EYE PEAl DAL OF BT

As to this application, if the dispensing top is only limited for passing popped popcorn
from an open—ended container filled with popped popcorn, it is not novel because the use
of passing popped popcorn does not change the structure of the top. However, the feature
“the reduced end allows several kernels of popped popcorn to pass through at the same
time” includes the information of size, that is to say, the size of the dispensing top should
permit only several kernels of popped popcorn to pass at a shake of a package.

2 =¥e ¢ty O2HAH AE0l 201 JHEEHH JAMH H2e2 Jis I U=
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22 0d HE sSHAO's SE2 3712 EEE 20Isttt. =, AN 482 A=
ZHOIHE &8 ESUS O, B2 E 2 SUAIHAOF SCH"E SZHAIH0F 6tJ1 HHEO0ICH.



The document (CH 172689) merely discloses the dispensing top is introduced the ingot
mouth of a conventional car’'s oil tank. It does not disclose its size. Thus, it cannot be
deduced from CH172689 that the size of the structure is suitable to pass only several
kernels of popped popcorn at a shake of a package. The claim seems to be novel.
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(1) Outline of the Application(CN 200510117358)
(1) 22 JH2(CN 200510117358)

[Claim]

(78]

1. A mobile communication terminal comprising a main housing (10), a folder cover (20)
and two hinge axes (A1,A2), wherein the folder cover (20) contains a display screen (21);
when the folder cover (20) is opened with respect to the first hinge axe (A1), a general
phone mode is used for performing a phone call function; and when the folder cover (20)
is opened with respect to the second hinge axe (A2), a computer mode is used while the
display content is rotated comparing to the one in the general phone mode.
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2d(10), Z2CAH(20)2 S JH2 ZNIE SIX(A1, A2)2 PHE OlsSaHY
HHH(20)= CIAEd0l A3Tel(21)2 SH2=Z ot0H, E2HAHH((20)It H
IT(AN)Z ZeldH H2dIDF Sadlss2 fol ASE0. Z20HH(20)9F &
SIKI(A2)0l 2loH el Lot SS2E Al St HuMS i A8 Ao ZH=
SEEN BHEEH BEZ AIZEECH.

2.The terminal of claim 1, wherein only part of the keys in the keypad can be used in the
general phone mode.

o

2. HFE 19 H4)|lE IHE S Z e IIHED SIHZ=0A AFSECC.

3. The terminal of claim 1, wherein the terminal further comprises an internal antenna.
3. E7& 19 HZI|= R HHIUE E&ot UL

[Description]

[HAIA]

The present invention relates to a mobile communication terminal which changes an
operation mode according to an opening direction of the folder cover. The purpose of the
present invention is to solve the problem that in the mobile communication terminal with
dual hinge axes, the user needs to select a displayed menu in order to change a view



mode. The description describes such a technical solution that: detecting the opening of
the folder cover (20) which contains a display screen (21); sensing the opening direction
of the folder cover (20) and outputting a sense signal; if being a first sense signal, then
changing the operation mode into a general phone mode for performing a phone call
function, adopting a vertical view and enabling only the keys for performing the phone call
function; and if being a second sense signal, then changing the operation mode into a
computer mode, adopting a horizontal view and performing a function of editing and
sending e—mails.

2 232 Z0UAHHE e gl U HsZEE Ellols OlsSAEHEI0 2et
ZO0ICH 2 28 |82 018 TIIE eXlz HZE 0lsSAeLIe ASIHIE AJelR
CEE HtRIl ®ol CAZd0l H=E oo ot 2MES ofiZotdl fIE0ICH =
FMA= OS2 I HZger2 JIMotD JACH CAZEd 0l A38(21)8 SE2=2 o=
EMAHH(20)2 22 2X6tD; R HM 2K ASIH JUOH, XSL2EE SsHIssS <IE
2o MR2EZ MEGIH AEE ADElRE MEote Ssbls =90l 2Rst £ IS
JIHE MES Jtsall ot & BN 2K AsIt JAUE, ASE2EE FREHZEZ HEtol
2= AJelRE MEGH OlHEE B8, 8858 = /U= JIssS ="t &t
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(2) Outline of the Prior Art(WO 2004/054210 A1)
(2) d&D|= JHE(WO 2004/054210 A1)

The document discloses a radio communication terminal comprising a main housing (1402),
a display screen (1411) and two hinge axes (1405,1408). In a first embodiment, the two
hinge axes (1405,1408) locates in the short and long sides of the main housing
respectively; when rotating around a first hinge (1405), the phone mode is used wherein
the keypad (1409) is adapt for use in an orientation with the elongate extension of the
terminal arranged vertically; and when rotating around a second hinge (1408), the
computer mode is used wherein the keypad is adapt for use in an orientation with the
elongate extension of the terminal arranged horizontally. In a second embodiment, the two
hinge axes (5,8) locate in the middle and long side of the main housing (2) respectively;
when rotating around the first hinge (5), the phone mode is used; and when rotating
around the second hinge (8), the computer mode is used, wherein in the phone mode, only
absolutely necessary number keys and control keys (9) are accessible.

2 s 2 2M(1402), CIAZ0l AT (1411) = W S)IE 81XI(1405,, 1408)E
7ot PESAMEHTIIE JIMotD JUCH H BM HAUHUHA=, & Hel =& Xt

=M 200 2 FHW Z0[Jt 2 FE0l 22 AXol ACH H B & X(1405)2

3lEoHH M2 EZ MEE INIHE(1409)0 MZEC=Z HiZE 2D Zaoez

ABEICSE MBSEC S BN 8X(1408)2 3lMotH ZREH RE=Z MEEO IIIHEIL

2RO =2 HEE SIS 2ECZ MELESE ML S BN ZA0MAMAE, & W

ENE 8X(5,8)7t 2HM (2)9 ZUEHD 20 =FEHH 22 fAXctn ACH H B
bS 5

IXI(8)JF AIREEH ZAEH ZE=Z2

8IXI(5)0t 3NGHH <
c of 28t BSIIHESY} AESIIHEQ)20l AS

AMEELCH &2



x>

ssessments of Novelty by each Office
2t O MRd T

| o

[JPO]

[2=SoiE]

Below are the results of determining the novelty for claims 1 to 3 of the present invention,
respectively.

g2 & 999 #3g 1~32 Axad mHel Zu0lC.

— The invention claimed in claim 1 is not novel.
- P& 12 AA40| Sl

As the second general embodiment, the following matters are disclosed in the cited
document (WO 2004/054210 A1)

S B Loty AMAZM, TGS AStE2 o238 (WO 2004/054210 A1) JIXHE Of
UL},

« It is a mobile communication terminal equipped with a main housing (1402), a folder
cover (1404) and two hinges (1405 and 1408).

« 2H(1402), Z2EAH(1404)2 & 2 SIS SIXI(1405, 1408)2 & E
OlsSAIHZI|0ICY.

» There is a display screen (1411) on the folder cover.
s ZUAHBU CIAZH0l A321(1411)0] UCH.

* When the folder cover is opened with the first hinge, the terminal is used in the general
phone mode.

« R B ez SCHBE 28, 2 )|ls LeHH0 MeR2=2 AtE =0

-

* When the folder cover is opened with the second hinge, the terminal is used in the
computer mode.
e & HW Xz EHHHE €0, &SI |= BEHZEZ AIEEC

* The mobile communication terminal has the function of orienting the displayed characters
or symbols on the display screen in dependence of which open position has been
assumed.
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This is indication that the cited document discloses the same mobile communication
terminal as the invention claimed in claim 1. Therefore the invention claimed in claim 1 is
not novel.

AIZZE 0l e 10l JIMeE L2HY) Lt OlsSAEHOIEE JIMotl A
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— The invention claimed in claim 2 is novel.

g 2= AlH40l UL

Although it is stated in the cited document that as the second general embodiment, the
main housing is equipped with a keypad that may be used in the general phone mode as
well as the computer mode, the fact that “only part of the keys in the keypad can be used
when used in the general phone mode” is not disclosed.

S B LA AAMUHA =HIF ZE H3IR2Ee HAREH ZEZ AMEEHE=E JIMES
3oz stl=s 0| UES2E0 JITHEO AL, L8 HMZ2E2 AIZE Mils IIHE
2 F K JIHERS MEE = U= MAE2 JIME0 UK &L

On the other hand, as the first general embodiment in the cited document it is stated that
the main housing is equipped with a keyboard which may be used in both the general
phone mode and the computer mode and that while the whole keypad can be used in the
computer mode, only the necessary number keys and control keys can be used in the
general phone mode. However, it is also disclosed as the first general embodiment that the
first hinge is placed at the middle part of the main housing and the terminal is not designed
in a way that the folder cover is opened with the first hinge.

st QIZ=2Eol R BN LA AAMOMA =HMIF et MEE} FREH RE=Z
ANEEE JIHEE SE2=Z etlthe 0l AS2E0 JIMEN AL, BRE 222 AISE
dR0ls dMd IHE BHES MEE = Us BYH, dE H3ZEz ASE Alls
TAIIHEL AESIIHES AMEEY = US0l JIMEA UCH Ddeflt, H Bl L8HH
A0 Gz, H Hl X 2M2 SAFE0 AKX A0S SH&II0F S2EHHB I H
H X2 Ecle gaez AN UK HLH

In comparing the claimed invention and the cited invention, it is not allowed to compare
the claimed invention with a combination of two or more independent cited inventions. In
the cited document, facts “the terminal is used in the telephone mode when opened with
the first hinge” and “the whole keypad may be used in the computer mode but in the
general phone mode, only the necessary number keys and control keys can be used” are
stated as different embodiment, which are approved as being matters used to specify the
cited inventions for different cited inventions. Therefore, in comparison with both cited
inventions, the invention claimed in claim 2 has different points and can be determined as
being novel.
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— The invention claimed in claim 3 is not novel.
g 32 MAH0| S

At the time when the application concerned was filed, the mobile communication terminal
equipped with an internal antenna pertained to well-known arts familiar to the public which
was common general knowledge for a person skilled in the art. The statement on the cited
document concerned the field of mobile communication terminals such as cellular phones,
pagers, communication instruments and smart phones. Although the internal antenna of
the mobile communication terminal was not specified by the embodiment of the cited
document, due to the above—mentioned considerations, the antenna can be considered as
being equivalent to such description in the cited document. Therefore, it is determined that
there are no different points in comparing the invention claimed in claim 3 and the
invention stated in the cited document, and that the invention claimed in claim 3 is not
novel.

g EF A0, R AHIUE = OISSHHEII= 501 A=6H e & 2dd
Jl=0i2t & = AW 0l S92 Jl=sXe 28H A0t g2 FUE
SdSE)|, SHUEXY ANEEL Z2 ssSAEZI =20kt 23 UCH
OlsSaEEIel WE CHHILDE is2ES dAMMA SEZX EASLE,  &I12
22z F= M, AHU= AEE2 tHILE 2&E I S&otAl HAXCH TetA,
et 39 2 olsgdH= dHluwotd X0IE0l 8UUI =20, & 32 &7d0| |ith
[KIPO]

[8:=2S51&]

The result of assessing the novelty as to claims 1-3 of the present invention is as follows.

of
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A. Independent Claim 1

o SgE 1

The main housing, the folder cover with a display screen and two hinge axes which are
basic components of a terminal disclosed in claim 1 of the present invention correspond
respectively to the first terminal member (1702), the second terminal member (1704) and
two hinge devices (1706, 1707) in the document (see figures 17-19 and page 10, lines
21-36).
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The feature of two operation modes according to opening direction of the folder cover is
identical to that of the document in that the terminal may be unfolded in the elongate
extension in a clamshell manner to assume a phone mode orientation, and unfolded
transverse to the elongate extension in a laptop—like manner to assume a computer mode
orientation (see abstract, page 7, lines 13-25 and claim 39).

Z0HBE s &0l O & el AsSREE L= Jls2 d3tZ2E2 AtEd6h)| 2ioH
CEIIE NZE22 e AW FFHIZEZ AIEoH)| fdl HEE2=2 Al=s EHulA
CIZEE 0 JIME JIst SLOHCHRAAM, 75, 13-258, P& 39)

The feature of rotating a display content according to two operation modes is disclosed in
the document (see page 12, line 29 — page 13, line 9).
S e &s220 el OAZ2d0l WE0l Mot Jlse2 AZE280 JIME

UCH12Z 298 ~13F 9d).
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As all of the features of claim 1 are disclosed in the document, this claim is anticipated by
the document. Therefore, claim 1 lacks novelty.
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B. Dependent Claim 2

Lt 58 2

The additional feature of including part of keys for the general phone mode in claim 2 is
disclosed in the document (see figure 25 and page 13, lines 25-31). Therefore, claim 2
lacks novelty.
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C. Dependent Claim
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The additional feature of including an internal antenna is not disclosed the document.
However, the feature is well-known or commonly used in the art and does not practically
affect the technical idea of the claimed invention. Therefore, claim 3 lacks novelty because
the subject matter of claim 3 is substantially the same as that of the document.
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SIPO considers that the claim 1 is not novel, but the claims 2—-3 are novel.
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As to the claim 1, the following content is considered to be implicitly disclosed by the cited
document.
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‘In the computer mode, the display content is rotated comparing to the one in the general
phone mode.
ZHEEHIZEEY B2, UAEY 0l A8 =Dt L8t M2 [Hel BIEUHA &=L

Because the reference document discloses the computer mode and the usage of the
keyboard in this mode, i.e., the keypad is adapt for use in an orientation with the elongate
extension of the terminal arranged horizontally, it implicitly discloses that the display
content is necessarily rotated comparing to the one in the general phone mode.
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All the other matters are literally disclosed in the reference document, thus the claim 1
lacks novelty.
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As to the claim 2, the reference document discloses in another embodiment that in the
phone mode, only absolutely necessary number keys and control keys are accessible
(corresponding to the appended technical feature in the claim 2). In the second
embodiment, the folder cover cannot be rotated in two directions but the main housing can,
so the solution is different from the first embodiment. As the two embodiments represent
different technical solutions and person skilled in the art may arrive at the solution in claim
2 through the combination of them, it is not allowed to combine the technical features from
different embodiment to assess the novelty.
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As to the claim 3, the radio communication terminal must contain antenna. The figures only
show part of the surfaces, we cannot identify that it implicitly discloses that it is an internal

one
S 38 AMHEE, PASAHUII=E GIEAl CHHILIE EXACR 20, OgEe &I
HOHO 2A20E BN /YD WE CHHILIDE IS WHMESR J|Mot] QUCtD Brorst
2= QICF.

= —|
3. =4
3.1. Case 1

In case 1, the feature of “polyethylene resin layer’s thickness of 0.05 to 0.3 mm” in the
claim is not disclosed in cited invention.
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The three offices hold that the only difference between the claimed invention and the cited
invention is the feature of “thickness of 0.05 to 0.3 mm”.
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KIPO holds that the claimed invention is not novel when it is substantially or exactly
identical to the cited invention. “The substantially identical invention” means that there is
no newly produced effect, since the difference in the concrete means for solving problems
is caused by mere addition, conversion or deletion of well-known or commonly used arts
and this difference does not practically affect the technical idea of the claimed invention.
In Case 1, the difference does not practically affect the technical idea of the claimed
invention, and the numerical limitation of the claimed invention can be arbitrarily chosen by
the person skilled in the art. So the claimed invention and the cited invention can be
considered to be substantially identical, the claim has no novelty.
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JPO holds that the claim is not considered to be identical to the prior art document, and
the claim is novel. Because the prior art document does not describe the feature of
“thickness of 0.05 to 0.3 mm” and it is not considered as equivalents to such description.
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SIPO considers the limitation of polyethylene resin layer’s thickness of 0.05 to 0.3 mm,
which has not been disclosed in the cited prior art. Though, the feature of the thickness
may not contribute the inventive step to the claimed invention, but it does render the claim
novelty.
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When the cited document is a conflicting application, JPO will apply the “identicalness”
assessment under Art. 29-2 and 39 rather than the “novelty” assessment under Art. 29(1).
For JPO, the concept of “identical” in Article 29-2 and 39 is broader than the concept of
“novelty”. If the matters defining a claimed invention is merely addition, deletion or
replacement of well-known or commonly used art to a prior art, and there is no special
effect compared to the prior art, the claimed invention is considered to be identical
(“substantially identical”) and the claimed invention is deemed to be identical to the prior
art, meanwhile, it does not lack novelty usually.
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In the case of the prior art document is an earlier conflicting patent application, namely
secret prior art, and if the claim is substantially identical to the invention stated in the
earlier patent document, the claimed invention is identical in JPO.
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For JPO, as mentioned above, regarding to the feature of “thickness of 0.05 to 0.3 mm”,
both the upper and lower thickness limits of the polyethylene resin layer in the claim are
only an appropriately defined number that represents a matter of design in the earlier
patent documentation to be appropriately selected by a person skilled in the art. And, as
any specific technical meaning or critical importance cannot be found in the definition of
the thickness, the claim is substantially identical with the invention stated in the earlier
application description. Consequently, the claim and the invention stated in the earlier
application description can be considered substantially identical.
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As to KIPO, there is no difference regarding novelty assessment between the published
document and conflicting patent application.
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As to SIPO, when the cited document is a conflicting document, “direct substitution of
customary means” assessment is adopted to judge novelty, if the difference between the
claimed invention and the cited one can been deemed as a substitution of customary
means by a skilled person in the art, then the claimed invention is not novel. But “direct
substitution of customary means” is only used for conflicting documents in practice. In this
sense, both JPO and SIPO differentiate conflicting applications from publicly available prior
art, and adopt a different assessment.
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3.2.  Adl 2

In case 2, the features described in the claims were disclosed directly or implicitly in the
prior art document, and the use feature of superoxide anion decomposing agent in the
claim was not disclosed in prior art.
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KIPO, JPO and SIPO hold that the only difference between the claimed invention and the
prior art is “superoxide anion decomposing agent”.
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JPO holds that when the claimed invention provides a limitation of use in the claims and is
considered to be an invention based on the discovery of an unknown attribute of a product
and finding of the product’s adaptability for novel use derived from the attribute, the
limitation of use may define the claimed invention. However, the novelty of the claimed
invention is denied when a novel use of the product is not considered to be provided,
based on the common general knowledge in the area as of the filing, even with a
discovered unknown attribute and this applies in this case. Thus, the claimed invention is
not novel.
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KIPO holds that when a claimed invention is related to a novel use of a known product and
the claim includes an expression specifying the product by its use, the invention could be
novel even though the product is already known from prior art documents. Concerning the
composition, there is no difference between the composition comprising platinum fine
powder of the present invention and the composition comprising platinum fine particles of



the cited document in a type, size, and manufacturing process of a component included in
each composition. On the other hand, concerning use of the composition, since the prior
art document does not explicitly describe the use of the composition for decomposing
superoxide anion radicals, outwardly, the subject matters of this instant invention and the
prior art document are considered different. However, considering the Description of the
present invention, the composition for decomposing superoxide anion radicals can be
used for cosmetics, medicaments for various diseases such as cancer, diabetes mellitus,
atopic dermatitis, Alzheimer's disease, retinitis pigmentosa, etc., a filter of cigarette, and
so on. Among these, pharmaceutical uses of the composition for ameliorating cancer,
diabetes, atopic dermatitis, etc. are already disclosed in the prior art document. Hence, the
subject matter of the present invention is substantially identical to that of the cited
document. Thus, claim 1 of this instant invention lacks novelty.
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SIPO considers that claim 1 of this instant invention is not novel. Novelty judging principle
according to Guidelines is that: if the use is fully determined by the inherent property of the
product and does not imply any change in the structure and/or composition of the product,
the product defined by this use feature is not novel as compared with the cited product.
Moreover, where the values or numerical range disclosed in the reference document fall
entirely within the range of the above—defined technical feature, the reference document
deprives the claimed invention of novelty.

S=SolE2 2 2382 FF 10l 740l ity #eetl UCH XA OE &lrd
oHEx2 Ust 20 22 =242 WY Sd0l 2o S-801 2t%ol ol d UL 1
EYHe=Z ool 2249 F#x Oc/E= P40l BHag = Ul= WS AICH $=0HE,
e S"ol 2ol #dEHsE =2d2 s 2240 HludsS O, &340l 8l AT,
eIZ=2801 JIM=E 2ol =XIERot f0A HoE Jl=X S42 "ol =2d0
ZeElhE, 322 oE8g ) HludsS M, 740l SCh



In this case, claim 1 claims a superoxide anion decomposing agent composed of platinum
fine powder having a particle size of 6 nm or less as observed under a microscope which
is prepared under a metal salt reduction method. Although the prior art does not disclose
that the use of platinum fine powder as a superoxide anion decomposing agent, the use
feature does not imply any change in the structure and composition of the product. And
the electrochemically bioactive fine particles used here are in a platinum colloidal solution
produced by means of a metal salt reduction method. In addition, the range of platinum
fine powder described in claim 1 is “6 nm or less”, it covers the range of the
electrochemically bioactive fine particles used in cited document, which is 1 to 3 nm. So,
each feature of the claim 1 is disclosed and claim 1 lacks novelty.
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In a word, as to JPO and KIPO, the product defined by use could be novel even though the
product is already known from prior art, however JPO holds that the product in the claimed
invention is not novel in this case, because the claimed invention does not provide a novel
use based on the discovery of unknown attribute, and KIPO holds that the subject matter
of the present invention is substantially identical to that of the cited document in this case.
On the other hand, SIPO only considers whether the use changes the structure or
composition of the product or not. If not, the product defined by use cannot be novel even
though this known product provides a novel use based on its unknown attribute.
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3.3.  Atdll 3



With regard to Case 3, the claimed invention is HCI salt of compound A. The cited
document discloses the hydrochloride of phenoxyacetic acid derivatives which include
compound A, but failed to disclose the embodiment or example of the hydrochloride of
compound A.
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JPO considers that the invention claimed is novel due to the following reasons: When the
“matters stated in the cited document” as a basis to deny the novelty are part of the
alternatives, if it is deemed that a person skilled in the art can identify the invention with
only one of the alternatives as a matter for identifying the invention, the cited document
could serve as a basis to deny the novelty(See Examination Guideline Partll, Chapter 2,
1.5.3(3)). Therefore, in the cases where the listed alternatives have less variety or the
claimed alternative is listed as a particularly preferred alternative, it could be deemed that
the specific alternative was stated in the cited document to an identifiable degree by a
person skilled in the art, and the invention claimed is not novel in such cases. However, in
this case, in the case where 34 kinds of salts, for example, hydrochloride, hydrosulfate,
tertrate or citrate, etc., which are widely used as pharmaceutically acceptable salt are
simply exemplified in equal rank and hydrochloride is not listed as a particularly preferred
salt, it is not deemed that hydrochloride of compound A is stated in the cited document to
an identifiable degree by a person skilled in the art.
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However, SIPO and KIPO consider the claimed invention is not novel with different reasons.
The general criterion in assessing novelty about a common salt of a compound in KIPO is
that a common salt of a compound is regarded as being ‘substantially identical’ to the
compound and if the claimed compound is the same as the cited compound, the novelty
of claimed salt is also denied. Compound A of the present invention is shown in the cited
invention as one of phenoxyacetic acid derivatives of a Markush type claim (See example



2.). The cited invention also discloses that the phenoxyacetic acid derivatives can be
converted into their pharmaceutically acceptable salts with hydrochloric acid (See column
16, lines 28-34.), which is common in the art. Accordingly, hydrochloride of Compound A
can be regarded as a common salt of Compound A, and in assessing novelty of the
claimed invention, the former and the latter are regarded as being “substantially identical.”
So the novelty is negated.
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While SIPO standard for examining a compound claim is this, if a compound is referred to
in a cited document, it is deduced that it does not possess novelty, unless the applicant
can provide evidence to verify the compound is not available before the date of filing. The
word “refer to” means “define clearly or explain the compound by the chemical name, the
molecular formula (or structural formula), the physical/ chemical parameter(s) or the
manufacturing process (including the raw material to be used)”. As the compound A is
disclosed in examples in the cited document, it discloses that the compound embodiment
comprise its pharmaceutical salt and the salt can be hydrochloride (i.e. salts formed with
hydrochloric acid), it means that the cited document has referred to the hydrochloride of
compound A, unless the applicant can provide evidence to verify the compound is not

available before the date of filing. So the novelty of the claimed invention is denied.
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3.4. Atdll 4

JPO holds the claimed invention novel; while KIPO and SIPO hold not novel.
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The numerical limitation about the “average value” in the underlined part is already
disclosed by the cited document (The cited document discloses that the dispersions of
fibres are +2.8 ps2/km and —3.0 ps2/km, and the path average dispersion is =0.1 ps2/km.
This means the absolute value of the sum of the first and second average values is 0.1
ps2/km and it is not greater than 20 % of the first average value +2.8 ps2/km.)
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While, the matter of “the absolute value of the difference between the first and second
standard deviation is not greater than 20% of the first standard deviation” isn’t disclosed in
the cited document.
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Thus, the claimed invention is novel.
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The “average value” limitation is already disclosed by the cited document (The cited
invention suggests in figure 1 that each fiber section with the same signed dispersion has
a constant value of the dispersion, i.e. average dispersions are 2.8ps2/km and —3.0ps2/km
respectively, corresponding to DA, DB in the claimed invention. Though the average
dispersions corresponding to DA, DB have a different unit from DA, DB, However,
considering the linear proportionality between them at a specified wavelength, the
difference of unit is negligible.)
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On the other hand, the numerical limitation about the “standard deviation” is not disclosed
by the cited document. Normally, the invention is regarded as novel. However, if the
numerical limitation can be arbitrarily chosen by a person skilled in the art or it can be
hinted in a cited invention in view of the common technical knowledge at the time of filing,
novelty of the invention is denied.
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LY, olgeg 3o Anrd=2 etetElh

The first and second standard deviation in the cited invention corresponding to oA, oB in
the claimed invention are not disclosed but presumed always 0 (For each fiber section
with the same signed dispersion has a constant value of the dispersion) . It is clear that no
numerical limitation about the non-zero standard deviation is found in the cited invention
and it cannot be hinted in a cited invention in view of the common technical knowledge at
the time of filing. However, since any technical meaning such as an objective for adopting
the numerical limitation about the standard deviation and an effect caused by the
numerical limitation about the standard deviation cannot be found in the claimed invention,
the numerical limitation about the standard deviation is regarded as so arbitrary.

FHEEY oA, oBOl UiSols oA=& H BN, T B HE=EBXe JIMEN UK
LG S 022 FHY = JULH(SLE MSELS I 2 dRF2S LTS S
ZD AJ| MHE0ICH. 02 Melst HEEXN e =XIstE2 UEREUHAM FS = 41
SZANEL SoH Jlsadrs HE2=2 2 2AE = ls A0l SHotct
e, H=EXol e =XstE8d HE=8Xo e =Xst83ez Ydots e
eS| gt |HS 22 Jl=H 2010t ASLHUA LAX $I1 W20, =S X0
et =XIetd2 N2H0Iet) HEHE = UL

Thus, the claimed invention is not novel.
(etN, 32282 &l740| 8iCt.
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The claimed invention only limits the relationship of the average dispersion and the



standard deviation between the positive and negative dispersion optical fibre groups, but
not the specific values which can be selected in the groups. In the situation, the limitation
does not exclude that a specific value can be arbitrarily large or small, as long as the
average dispersion and the standard deviation of the group as a whole meet the conditions.
That means for any arbitrary plurality of positive/negative dispersion optical fibres, there is
always a group of positive/negative dispersion optical fibres having the features as claimed
and such that the arbitrary plurality of optical fibres can be considered to result from a
selection from among the fibres of this group.

FFgge 2d/84d 24ZEKRIOE M0 EZ24 EFEEICS 2HE 8HEotngt
AL, 0 ds0A Hd8E = UAs SdHs stdotd UXN= O 0 d=0lA,
=Xt e dME2Z 0 O82 EZS4HN EFEIIL 2 SFSHOH, SE0]
Aoz AL HEs = UASS HMotd AKX @O, Ol €% 2Hel S=o
dd/8d SMEERH AN, 7 LY S SF=S L= LH/8d 2MEER
A0l & EMotH Metd XeHQl =429 Zd8x7= 0 8% AS0AM d8HE
ZU=0lct &g = JC

S92 2ZA0IE(12)2 Mgz 22 2O BHEEA HEW 2022
edHZMELA ZEF(14)2 F B 20122 SHEFMEL 2ER(16)t N2 2T
1 Z, ZAESH(10)02 M2 ZEE LgZFMARN ZER(14)2 SHZMI L
ZER(16)2 22 FHE =49 ZEKRLS ELEE.

The cited document discloses that the positive and negative dispersion fibres can be
selected from a positive dispersion fibre group consisting of a plurality of positive
dispersion fibres with dispersions of +2.8ps2/km and a negative dispersion fibre group
consisting of a plurality of negative dispersion fibres with dispersions of -3.0ps2/km,
respectively. That means, the first and second average values are 2.8ps2/km and -
3.0ps2/km respectively, the first and second standard deviations are both 0, the absolute
value of the sum of the first and second average values is 0.2ps2/km which is not greater
than 20 % of the first average value +2.8 ps2/km, the absolute value of the difference of
the first and second standard deviation is O which is not greater than 20% of the first
standard deviation.

Thus, the claimed invention is not novel.

CIZEEN 2™, 24d/84 =BaMdR=s +2.8ps2/kme 242 ETLZ ol =249
YHBMERZE FdE LH2M4ERISD -3.0ps2/kme 242 S22 o= =249
SdEMERE FdeE SESMERIAEUAN 22 d8E = UCH 0l H HM, &= HM
B0l 22 2.8ps2/kmet -3.0ps2/kmOld, A BNt & B E=at2 = C 00IH,
R OB & BN ZEggtel & 2 EUdt2 0.2ps2/km0l2 Ol H B EZgt+2.8
ps2/kmel 20%2CH X &0, ® BMA F BM EEEX2 X012 22 0122 A

H
HI EEEXS 20%ECH IR ASS 20|68



Y
x
0
4
ne
02
Mo
>
4
0x
o
£Q
[

Case 5
3.5. Akell 5

With regard to Case 5, the claimed invention and prior art invention are both dispensing
tops having generally conical shape and an opening at each end. The matter in terms of
“allow only several kernels of popped popcorn to pass through at the same time” in the
claim is not disclosed in the cited document. All three offices consider the aforementioned
feature limits the invention and the dispensing top in the claimed invention should have a
structure adapting for allowing only several kernels of popped popcorn to pass through at
the same time. All three offices consider the cited document does not disclose that the
dispensing top has the structure, and the claimed invention is novel. However, KIPO is of
the opinion that the material of the dispensing top and the combination structure between
a dispensing top and a container in the claimed invention obviously differ from that of the
cited document, whereas, JPO and SIPO does not regard the material of the dispensing
top and the combination structure between a dispensing top and a container as factors
which render the claimed invention novel.

Al 501N EAZZN oEdd2 S Bt™ol RAXZFHU 2 201 HEEHH U=
ClIAHIMN AHES JITHGHD UCH HASOUA "SHHU 2 Z2 IOt SHAIIIH St="0let
e =280 JIME AKX 2O, 38 B5 &) A= EFH0 €H= &&EoHH
ARALHEN OIMHE CIAHAN ACH2 SHEN B2 2 IS SWAIIIH ot=ll BEEH=
A E A=010 EHSEICH 3F 25 E=ZE0l CIAHAN &AH0l Y *EE It
UCHD HEHBHA HM, et FREY =2 Ax4800 AT =20 2L, =583 2
ClAHAMN  &ACo Meet IFAZHITO ClAHA AL ZHHOIUWH  AMOI2 ZEERAXEIL
olEgdu =20 BHEtt. BtH, 2S5l S350 E2 UAHN AHo =2
CIAHEA  afED ZHHOIL A0S 2RI EAYHES MRds ZHole R4
BHEGHD QUR &ZCH

Case 6

3.6. Alell 6

With regard to Case 6, the claimed invention and prior art invention are both mobile
communication terminals. In claim 1, the matter of “while the display content is rotated
comparing to the one in the general phone mode” is not explicitly disclosed in the cited
document. In claim 2, the matter of “only part of the keys in the keypad can be used in the
general phone mode” is disclosed in another embodiment of the cited document. In claim
3, the matter of “an internal antenna” is not explicitly disclosed in the cited document. The
claim 1 lacks novelty because the usage of the keyboard in computer mode in the cited
document implies that the display content to be necessarily rotated.



Atell 6OIA HP2ZEN d)|=2de 01sS4 H2IIE JIMotl UCH F2E 10A
UBIMSIR2C e HuAES M CIASc0l WE0l 2dstE"2 WEs UES2E 0 Fo
JITHEIOF AKX O FFE 20M "IIHEUMAM F i JIHER LB RERZ
AEEE W82 U282 £ OE AU JIM UCH & 30MH U=
eHHILE” 2t UE2 U280 FE=GHH JIHEo UK O UAZSE2E0 JIxHE
TREZEZ0AMS 2 AE0l SAlote X2 UAZd0l WE0I 230l deEllis XS
SAlCH =20, &+e 12 A740l 8t

SIPO and JPO hold claim 2 novel because it is not allowed to assess the claimed invention
by combining two or more embodiments from the cited document. However, KIPO holds
the claim 2 not novel. Even though the drawings in the cited document are expressed
differently, those drawings are to show the difference in the technical features between the
cited document and the common general knowledge. Therefore, the claim 2 is not novel by
an embodiment in the cited document.

S=SolEl s=SodEe FFE 29 dxdol Ut 21 Asdl 1 Olss
IZ2E0A S i Oldel AAME Z2gott FFLES Botold= &I HE0ICH
e, s=Sode FFE 29t dead0l gittd =20, USE8el Y0l 280l
CtEXetE, 0 =82 S22l S42 dEetya A012 Jled 32 X0IE EoFe
HE SHCZ ot UL MetA, EFe 22 UE2E2 HANZ S M, 740l S

As to claim 3, even the internal antenna is not disclosed by the cited document, KIPO and
JPO considers terminal equipped with an internal antenna to be well-known art and KIPO
considers that the cited document substantially discloses this, and JPO considers that it is
equivalent to such description in the cited document, so they both hold the claim 3 not
novel. While SIPO holds claim 3 novel, since the matter “internal antenna” is not disclosed
explicitly, nor implicitly by the cited document. If the matter not disclosed by the prior art is
“antenna” instead of “internal antenna”, then SIPO will hold claim 3 not novel, since the
person skilled in the art know any mobile terminal must have an antenna, no matter it is
internal or external. Then the matter “antenna” is impliedly disclosed by the prior art. When
the matter not disclosed is an “internal antenna”, then there are two possibilities as to
antenna, either internal or external, so the skilled person cannot directly and
unambiguously deduce that antenna is internal, since there is another choice of “external
antenna”, then “internal antenna” cannot be deemed to be implicitly disclosed.

et 3= AHEY, HIE WRHLIL AES2S 0 2ol JIME 0 JAX= O, GHXIE
st=Sold il 22S5E2 WRHLLDE EXE H2IIE SH4E22 Z2dd Ji=02t
THEold ALH, st=S6dE2 UE2E0l AMAELZ 012 JIMotd ATt 2210 UL,
Y=E0FE2 UEEES JIM2 Lottt HEHGtD UL e, & 8 25 & 30!
dd0l gttt =20 S=So6ldE2 FFE 301 Anrd0l AT BEHotD UKL



THRLHHIL S WEE2 FAIELZ JIME0N JAX @20 UE2E0 2ol AN UXE
IO SrY, HeD|=0l 2ol JITHE0f UK &2 WSOl "LHSHEILE" Ot Ot:l, "etHILE et
STSoEE2 S Ji=ictd olssS4A HEIis AELIE WR0 As, AR0 U=
L0 JAUes As ZI =20, E-2e 301 A7d0l ity g Aot Og0H
CHHILE" = A&II=0 2o WHELZ JIME 0 JAes A0ICH JIME N UK #22 WEOI
LIS OHHIL 2, SHHILIDE WRCHHILE £= AR etHUets & JHA Jisds H=Ch
MetAd, S&e Jisits LI 20 AS == I 20 WRoH SN US
20lets A2 2SN FEE =+ QU M2tAd, "UHRLHHILE s WHES=2 IS o
UCHD serE == UL,

In SIPO, technical contents that can be derived directly and unambiguously by a skilled
person are included as disclosure of prior art. In JPO, “equivalent to such description”,
that can be derived from the description based on their common general knowledge is
included.

2SO UM S&2 Jl=Xol 2o Jisd WE2 ot FEE = U= Jl=H
01 ddoi=2 I ZEE0 UL L=SAFUHAHA=s S8 LeXAS BIES=Z

4 Conclusion

4. 2E

By comparison, the three Offices reach the same conclusion as to two cases and different
conclusions as to the other four. Even for the same conclusion 2 cases, the reasoning the
decision varied slightly. Basically, this case comparative study on novelty achieves its
expected goal, it discloses the differences among the three offices in terms of novelty
assessing.

4242 AHAISE 0N =
28NN EEot=
o
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Regarding the differences identified, the difference as to the product defined by its use is
noted. For JPO and KIPO, even the product is known, if a novel use and attribute is
provided, then the invention could be novel. But in SIPO, this is not the case, even the
claimed invention provides a new use or attribute, but if it doesn’t change the structure or
composition of the product, then the invention is not novel.

2olEl X082 AHEHE, SYU 2o 2= S0l et XH0IE8S ==oi0oF &ttt
2=Sol ¥l e=S5d=2 =220 0101 &2 2™ UL, e M=z=2 S84 SHOI
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Sd0l 2ol BHotXl &

In addition, the following differences are notified:

Eoh Us2 M08 EAZJULCH

1) In KIPO, “substantially identical” can be used for novelty. While, in SIPO, only the
technical contents that can be derived directly and unambiguously by a skilled person can
be used. In JPO, “equivalent to such description”, that can be derived from the description
based on their common general knowledge can be used.

1) S=2SEdHUMs, "dE¥ecz sd'stlU=s UE2 &xd EHUAM AEECh Bhe
S=SodlME Sd2 JlsXtil 2o 2ol FEE = Us J=d UsSE dad Bl
MEZLLLZ2SFHUHAME SE&H LEXAS BIE2Z 8 JIMUAM FEZ= "It
S2"ollh= WE01 A EE = U

2) In SIPO, when examining novelty, the examiner shall consider the technical solution,
technical field, technical problem, and expected effects. JPO and KIPO do not have
corresponding step.

2) S2SSEUNA Ards BIE I, A2 JI&X iZ22Y, JI=20H I8 2H,
Hlatele sHE Odollor 8ttt 2255l st=S6d=2 =S5l sgs &H
ESAHE HIKX @0

3) The concept “substantially identical” from KIPO actually is quite different from the
similar expression “substantively the same” from SIPO in terms of meaning and usage. In
KIPO, adding, conversion or deleting well-known art which has no effect to the technical
idea can be deemed as “substantially identical”, but in SIPO, the scope for “substantively
the same” is much narrower, only “direct substitution of customary means” can be
deemed so.

3) &t=Soi89 "dEMo=z zZ(identical)"stCt= JHgEE  20It &8Hol U
SIS0l "AAXNOZT ZU(the same)’ HEW &Ydl UZC0 S=ESAHFEUAM=
Jl=d Aol g2 NIXX g€= ZF 2l Jis=2 Il M, AMe dEHEe=Z
Sd7otth) #EE = JACH L, S=Sode "dENez 979 A 2 &I
201, "2l & =22 HNEA M"Y IR0 sLotttn BeEth

4) When the cited document is a conflicting application, JPO applies “identicalness
assessment” rather than “novelty assessment” which is applied as to the publicly available
document, while SIPO applies “direct Substitution of Customary Means” especially
regarding conflicting documents.
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Consequently, despite the differences which this comparative study is designed to find out

on purpose, the general process to assess the novelty in great sense is quite similar

among the three offices.
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