PPH between the KIPO and the DKPTO(1 March 2009)

Proceduresto File a Request to the Korean Intellectual Property
Officefor Participation in the Patent Prosecution Highway Pilot
Program between the Korean Intellectual Property Office and
the Danish Patent and Trademark Office

I. Purpose of the Document

This document aims to publicize requirements ancesgary documents for requesting
participation in the Patent Prosecution Highway HPRilot program at the Korean
Intellectual Property Office (KIPO) in order that applicant is able to easily file a request for
preferential examination under the PPH pilot pragra

When an applicant files a request for preferemtx@mination under the PPH pilot program
to KIPO based on examination results by the DaR&tent and Trademark Office (DKPTO)
the PPH request should meet the requirements dedadn the below paragraph IlI.

[1. Trial Period for the PPH Pilot Program

The PPH pilot program commenced on March 1, 2009 wii be continued until both
Offices notify of any changes to the PPH pilot peog.

[11. Procedures to File a Request for Preferential Examination under the PPH Pilot
Program

1. Basic Requirements for Requesting Preferential Examination under the PPH Pilot
Program at the KIPO

(1) The KIPO application (including a PCT national phase application) is

1) an application which validly claims priority ued the Paris Convention to the
corresponding DKPTO application (Examples are mtediin the Annex I, figure A, B, C, D,
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E, F and G) (may include utility model applicatidiied in the DKPTO — please refer to the
Annex |, figure L)

2) a PCT national phase application that contaios pmniority claims (direct PCT
applications) and indicates both the KIPO and tldDO as Designated Offices (DO) (An
example is provided in the Annex I, figure H), or

3) an application which validly claims priority ueddthe Paris Convention to a PCT
application that contains no priority claims. (Exaes are provided in the Annex I, figure I, J
and K.)

The following KIPO applications are also eligibte the PPH pilot program:
- an application claiming priority to multiple DKRTapplications or PCT applications, or
- a divisional application based on the filed aqgaion which is included in 1) to 3) above.

A “Request for examination” must have been filedhe KIPO in order for the applicant to
request for the preferential examination undeRél in the KIPO.

(2) The corresponding DKPTO application has at least one claim that is determined to
be patentable by the DKPTO.

1) The corresponding DKPTO application should hawéeast one claim which has been
determined to be patentable at the examinationestaghe DKPTO. It is noted that the
following types of cases are not eligible for PEstamination was conducted in the EPO and
the patent right was validated in Denmark as agiesed state.

2) “Corresponding application in the DKPTO” shoulot necessarily be interpreted as the
application which forms the basis of the prioriyt may be the application which derived
from the application which forms the basis of thefity; e.g., a divisional application of the
application, or an application which claims intdrpaority to the application.

Note that where the DKPTO application that contéiesallowable/patentable claims is not
the same application from which priority is claimedthe KIPO application, applicant must
identify the relationship between the DKPTO apglma that contains the
allowable/patentable claims and the DKPTO priordgplication claimed in the KIPO
application (eg DKPTO application X that contaihge tallowable/patentable claims, claims
domestic priority to DKPTO application Y, which tlse priority application claimed in the
KIPO application).
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3) Claims clearly identified to be patentable ie tatest office action at the examination
stage at the DKPTO are able to be a base of asetprea preferential examination under the
PPH pilot program, even if the application whiclelide those claims is not granted for
patent yet. The following cases will fall withinishinterpretation: When a DKPTO examiner
sends a notification specifying the DKPTO'’s intentito grant. The headings for such
notifications will be “Godkendelse”.

(3) All claims in the KIPO application must sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as patentable in the
DKPTO.

1) Claims shall be considered to sufficiently cepend where, accounting for differences
due to translations and claim format, the clainesarthe same or similar scope. This means
that the claims have a common technical featurehvimakes the claims patentable over the
prior art in the corresponding DKPTO applicatiorheTclaims must thus be practically the
same.

Claims filed to the KIPO which contains additiortachnical features compared to the
claims that the DKPTO have found patentable wiltbasidered to sufficiently correspond to
the KIPO claims. This is also illustrated in exaefl below, where the claims are found to
sufficiently correspond (it is noted that “OFF” short for Office of First Filing, whereas
“OSF” is short for Office of Second Filing).

Example 1:

KIPO claims (OSF) DKPTO claims (OFF) correspondence

1 1 the same

2 1 the KIPO claim 2 has the additional
component A on the DKPTO claiml

3 1 the same except for claim format

Dependant claims in the KIPO application which appended to earlier claims in the
DKPTO application corresponding to claims that iadicated as patentable by the DKPTO
will also be considered where such claims fall witthe scope of the claims indicated as
patentable by the DKPTO. This is also illustratecekample 2 below, where the claims are
found to sufficiently correspond:
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Example 2:

KIPO claims (OSF) DKPTO claims (OFF) correspondence

1 1 the same

2 2 the same

3 3 the same

4 dependent claim of claim 3

2) It is not necessary to include “all” claims detened to be patentable in the DKPTO in
an application in KIPO (the deletion of claims [waable). For example, in the case where
an application to the DKPTO contains 5 claims deieed to be patentable, the
corresponding application in KIPO may contain olgf those 5 claims.

3) When claim(s) are determined to be patentablin&yOKPTO by making amendment to
claim(s) in the DKPTO application, the claim(s)the KIPO application should be amended
similar way to sufficiently correspond to the patdate claim(s) in the DKPTO application.

(4) Whether examination of the KIPO application for participation in the PPH Pilot
program has begun does not affect the eligibility for participation in the PPH pilot
program.

In other words, the KIPO application is eligible freferentialexamination under the PPH
pilot program not only in the case that examinatiasnot begun, but also when examination
has already begun.

2. Documents Necessary to File a Request for Preferential Examination under the PPH
Pilot Program at the KIPO

Applicant must submit a request form for prefer@néxamination under the PPH pilot
program, “The Explanation of Circumstances Conceyritreferential Examination under the
PPH Pilot Program”. The documents that the applishould attach to “The Explanation of
Circumstances Concerning Preferential Examinatiar€ the documents mentioned under
section (1), (2), (3) and (4) below.

(1) A table to explain the correspondence of claims which were determined to be
patentablein the DKPTO and all claimsin the KI PO application
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The relation between claims should be describatientable for each KIPO claim. Please
see the example shown below in Annex Il.

(2) Copies and trandations of all officeactionsin the DKPTO

“Office actions” are documents which relate to sabsve examination and which were
sent to an applicant from the DKPTO examiner. B&tliean and English are acceptable as
translations languages.

In the case where the DKPTO is the OFF, an appliedio requests for PPH to the KIPO
as the OSF does not have to submit copies of tieeadctions when those documents are
provided via DKPTO’s database “PVS onlimgtp://onlineweb.dkpto.dk/pvsonline/patent?
action=1&subAction=front&language=GBThis is due to the fact that the KIPO will bel@b
to retrieve such office actions from PVS onlinewdwer, the Korean or English translations

of the office actions must be submitted by the @ppk in cases where the office actions are
not provided in English in PVS online.

When an applicant submits the translations of fifieeoactions, machine translations will
be admissible. However, if it is impossible for #eaminer to understand the outline of the
translated office action(s) due to insufficientngkation, the KIPO examiner can request the
applicant to submit (or resubmit) translations.

It is noted that the request for PPH is not regdiecause the translation is not enough to
understand the outline of the translated officeoacs).

(3) Copy and tranglation of claims deter mined to be patentablein the DKPTO

The Copies of the claims determined to be pateatabihe DKPTO might be either copies
of the amendments, the document submitted at fi{imgere no later amendments to the
patent claims have been made) which includes cldietsrmined to be patentable, or a copy
of the DKPTQO’s publication of the granted patent.

The Descriptions in the requirement 2.(2) aboveam#igg the occasions where the
applicant will not have to submit copies and tratishs and regarding machine translation
also apply to this requirement 2.(3).

(4) Documents cited by the examiner in the DKPTO
Applicants are required to submit the documenedcity the examiner in the DKPTO. If a

cited document is a patent document, applicantsaddave to submit it because it is usually
available to the KIPO, but in the case where the®has difficulty in obtaining a document,
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it will ask the applicant to submit it. In everysea translations of the cited documents are not
required.

3. Request form and fee

Applicant must submit a request form for prefergnéxamination under the PPH pilot
program, titled “The Explanation of Circumstancesn€erning Preferential Examination
under the PPH Pilot Program.” Please find the regioem attached in the Annex II.

Applicant must submit preferential examination &sne as other request for preferential
examination.

4. Notes on examination and notification procedure

KIPO decides whether the application can undergwederential examination under the
PPH when it receives a request with the documesttiosh above. The grant for assigning a
special status for preferential examination untier RPH pilot program will not be notified,
but instead applicant can recognize it by the réaepof an office action resulting from
preferential examination.

In those instances where the request does not atleite requirements set forth above,
applicant will be notified and the defects in tieguest will be identified. Applicant will be
given opportunity to perfect the request. If notf@eted, applicant will be notified and the
application will await action in its regular turn.

Where an applicant amends any of the claims of @plication before the application
undergoes a preferential examination at KIPO utiteiPPH and the amended claims do not
substantially correspond to one or more allowahiepatentable claims in the DKPTO
application, the applicant is required to submitamparison table between the amended
claims and the documents cited by the examindrarDKPTO along with the amendments.
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ANNEX |
Figure A:
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|
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Figure B:
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PCT
application

*DO — Designate Office
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Figure G:
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DK DO* __
. . Indication of
application Sateniable
PCT |
f At ! claim(s) or
application I
| Grant
I —
: Priority
I claim
\Y
KR Request
application for PPH
* DO — Designated Office
Figure J:
DK DO* Indication of
application patentable
PCT claim(s) or
. . 1
application I Grant
|
" L
I
I . .
! P”O.my KR DO* Request
V_claim application for PPH
PCT
application

*DO — Designated Office

11



PPH between the KIPO and the DKPTO(1 March 2009)

Figure K:
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